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MODERN PROBLEMS IN THE LAW OF TRADE-MARKS 


By Justice Dean 


While Mr. Justice Dean’s article deals primarily with recent Australian 
decisions, his observations with regard to such problems us service marks, 
secondary meaning, licensing, etc. are considered of such interest to American 
trade-mark owners that the Editorial Board has sought permission from Justice 
Dean of the Supreme Court of Victoria and Res. Judicatac, the Melbourne, 
Australia publication in which it first appeared (v. 6, June 1953) to reprint 
the article here.—ED. 


The recent establishment of a Chair of Commercial Law at the 
University seems to be an appropriate occasion for considering one 
important relationship between the law and commerce. Commer- 
cial men have been complaining that the law which was adequate 
for the protection of their trade marks in a simpler age has not 
moved with the times. They want to see the law “modernized” in 
a number of ways. I am at the present time Chairman of a Com- 
mittee set up by the Federal Government to consider amendments 
to the Trade Marks Act. The committee has had before it a num- 
ber of proposals some of which have been adopted in England. 
These have been and still are the subject of keen debate by the 
members of this Committee and no findings have yet been reached. 
Any views expressed here are purely tentative. I hope we will 
have reported upon them before this is published. 

The whole subject is extremely fascinating. On the one hand 
we have commercial men chafing under what they regard as the 
failure of the law to adapt itself to the needs of the modern world. 


They use phrases like “stream-lining the law”, “bringing the law 


up to date”, “keeping abreast with progress in the world outside 
the courts”, to which lawyers react with some sensitiveness. By 
pressure on these lines they prepare the minds of lawyers for some 
startling innovation which can be resisted only at the risk of being 
branded as “brakes on the wheels of progress”. By these on- 
slaughts they have, in England, gained considerable results. But 
the lawyer must stand firm against surrendering his judgment to 
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this kind of attack, and should adopt only what seems reasonable 
in principle and just to all parties interested. The parties most 
interested, the public, have, as usual, no voice. Our commercial 
friends realize that for the most part they can hope for no support 
from the courts as the main principles of the law have long been 
authoritatively settled. Any relief must come from legislation, 
which depends, ultimately, upon the support of lawyers. In Eng- 
land, as a result of reports by expert committees in recent years, 
great changes have been attempted, though less than was desired. 
The general nature of the contest will appear from an examination 
of a number of proposals put forward for consideration. But be- 
fore doing this, it will be desirable to say a little about the estab- 
lished principles of law and the legislation at present in force. 

It is not proposed to consider the general law of passing-off 
and of the registration and infringement of trade marks further 
than is necessary in order to enable the new trends to be under- 
stood. But some brief introduction is necessary for this purpose. 


It has long been the law that no person may represent his busi- 
ness or his goods as the business or goods of another person. Equity 
would interfere by its remedy of injunction to restrain such a rep- 
resentation. The action became known as a passing-off action. If 
plaintiff established that by reason of his use of a particular get-up 
of his goods or by the use of a particular mark goods bearing such 
get-up or mark were known in the trade as his goods, he could ob- 
tain an injunction to restrain another person from using upon 
similar goods a get-up or mark identical with that of the plaintiff 
or so nearly resembling it as to be likely to deceive. Such an in- 
junction did not depend on any fraudulent intent on the part of 
the defendant. An injunction would be granted even though de- 
fendant adopted his get-up or mark in complete good faith and 
without any knowledge of the plaintiff’s get-up or mark. Common 
law also, at least where a fraudulent intent on the part of the 
defendant was proved, would award damages against a trader who 
adopted or copied the get-up or trade mark of another upon 
similar goods. It would now seem that damages may be recovered 
at common law in the absence of fraud.* 


1. Draper v. Trist [1939] 3 All E.R. 513; 56 R.P.C. 422. Kerly on Trade Marks 
(7th Edn.) pp. 482-3. 
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The right to a trade mark thus became a right of property 
which the courts would protect. It was regarded as something ap- 
purtenant to the goodwill of the business. There could be no pro- 
tection of a trade mark as such, but only of the goodwill associated 
with it and built up around the mark. It followed that the owner 
of a trade mark could not grant a license to use the mark. If a 
mark indicated the goods of A, and A were to permit B to use it 
upon goods which were not A’s, this would be to countenance a 
deception of the public by B’s falsely representing that his goods 
were A’s goods, and such conduct would invalidate the mark—Bow- 
den Wire Ltd. v. Bowden Brake Co. Ltd.2, Equally if A sold the 
goodwill of his business to B, he could not retain the mark himself, 
nor could he retain the goodwill and sell the mark. Any separation 
of the mark from the goodwill was destructive of the mark. This 
principle, based on obvious good sense, has created much difficulty 
in modern times owing to the fact that it is very common for com- 
mercial organizations (to use a comprehensive word) to act 
through a number of separate incorporated companies virtually 
under one control. It will be necessary to refer to this problem 
later. It was considered by me in an article published in the 
Australian Law Journal, vol. 6, p. 398; see also vol. 6, p. 372. 

So the matter stood apart from statute. In 1875 in England 
the Legislature entered the field. (I disregard the Merchandise 
Marks Act 1862 as unimportant for this purpose.) The Trade 
Marks Registration Act 1875 provided for the registration of 
trade marks and gave to the registered owner a statutory right of 
action for infringement of his registered mark. The main purpose 
of the Act was to avoid the necessity for proof in each case that 
a reputation and goodwill had been established in the mark. It was 
amended several times and in 1905 a new Act was passed. It is 
not necessary to consider this legislation in any detail. It contained 
a definition of “trade mark”; it provided what marks could and 
what could not be registered; it provided for publication of the 
application for registration and for opposition by interested 
persons; it provided for the removal of marks wrongly registered ; 
and gave a right of action against persons wrongfully using the 
registered mark. Thus the owner of a registered trade mark had 


2. 31 R.P.C. 385 (H.L.). 
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two distinct remedies open to him. He might sue at common law 
(including, of course, equity) for passing-off; or he might sue 
under the statute for infringement. He commonly combined both 
claims in the one action. I refer particularly to s. 22 of the Act of 
1905 because it is important on the question of assignment to which 
I shall have to return. It was as follows: “A trade mark when 
registered shall be assigned and transmitted only in connection 
with the goodwill of the business concerned in the goods for which 
it has been registered and shall be determinable with that good- 
will’”’— thus embodying the principle of the common law to which 
I have already made reference. A similar provision appeared in 
the Act of 1875. 

In Australia, the various States copied closely the Act of 
1875 and its amendments. By s. 51 (xviii) of the Constitution the 
Parliament of the Commonwealth was empowered to make laws 
with respect to “copyrights, patents of inventions and designs, 
and trade marks”. In exercise of this power it passed the Trade 
Marks Act 1905, copying in all essentials the English Act of 1875. 
In particular it reproduced, in s. 56, section 22 of the English Act, 
quoted above. 

The result is somewhat curious. We now have the general law 
of passing-off, depending on the common law (using the term to 
include equity), and therefore a matter of State law, and the action 
for infringement depending upon the Federal statute. Section 5 
of the Trade Marks Act 1905 provides: “Subject to this Act and 
to any Act of the Parliament, the common law of England shall, 
after the commencement of this Act, apply throughout the Com- 
monwealth.” Therefore, it would appear that so much of the gen- 
eral law of passing-off as is concerned with the protection of 
trade marks is removed from the province of the Parliaments of 
the State, because any such law would be inconsistent with s. 5 
and inoperative by reason of s. 109 of the Constitution. The Trade 
Marks Act 1905 has concerned itself solely with registered trade 
marks. As rights of action based on goodwill and reputation are 
enforceable only within the State where the goodwill exists, s. 5 
may hereafter give rise to some difficulty. But this question stands 
outside the purpose I have at present in hand. Apart from s. 5 
there are other problems. A may have common law rights in a 
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particular mark in Victoria and B may have the same rights in 
New South Wales, whereas under the Federal statute, unless the 
right be restricted by the terms of the registration, the right 
given by registration extended throughout the Commonwealth. In 
the main, these difficulties were dealt with by limiting in proper 
eases the geographical area in which the statutory right was 
enforceable, but the dual source of power presents much difficulty 
when an attempt is made to confer special incidents to the statu- 
tory right. 

In 1908 there came the great case of Attorney-General N.S.W. 
v. Brewery Employees Union of N.S.W.,®? the Union Label case. 
The case is of importance not only by reason of the constitutional 
issue involved, but because of the research and learning to be 
found in the judgments as to the nature and history of trade 
marks. Part vii of the Trade Marks Act 1905 dealt with what were 
described as “Workers’ Trade Marks”. Provision was made for 
the registration of a mark by a worker or an association where 
the mark was used to indicate that articles to which it was applied 
were the exclusive production of the worker or association. It was 
made an offense to use the mark upon goods not exclusively the 
production of the worker or of members of the association by 
whom it was registered. The validity of these provisions was 
attacked upon the ground that the words “trade marks” in s. 51 
(xxili) of the Constitution referred only to trade marks used to 
denote to purchasers of the goods the person who made or sold 
the goods in his trade and did not extend to marks used by per- 
sons not engaged in trade. The majority of the court (Griffith 
C.J., Barton and O’Connor JJ.) accepted this view; Isaacs and 
Higgins JJ. dissented. At p. 513 Griffith C.J. stated his view of 
the meaning of the term “trade mark”, and at p. 518 he stated his 
conclusion that the worker’s trade mark did not conform in any 
respect to the concept of a trade mark as used in the Constitution. 
It may be that a different decision on this point may be given 
today. It will be recalled that the power to make laws with respect 
to “postal telegraphic, telephonic and other like services” has 
been held to authorize legislation relating to radio broadcasting 
and would presumably extend to television. The judgments con- 


3. (1908) 6 C.L.R. 469. 
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tain a valuable storehouse of learning on the nature of a trade 
mark, and the actual decision puts difficulties in the way of adopt- 
ing by Federal legislation some proposals for amending the law. 


I propose now to turn to some of the principal suggestions 
which have been advanced in modern times to overcome by legisla- 
tion some of the disabilities from which traders are said to suffer. 
Some of these proposals have been enbodied in legislation either 
in England or here, whilst others have not. They raise problems 
of far-reaching importance. A conservative mind will be reluctant 
to adopt many of them, but at least we lawyers owe it to commerce 
to consider carefully the claims advanced and not to reject them 
because they mark a departure from accepted ideas. It is in most 
cases too late to do anything by action in the courts and the solu- 
tion, if any, must be found by legislation. 


Assignment of Trade Marks 


I take first that problem of assignment upon which I have 
already touched. It is well illustrated by the case of Lacteosote 
Ltd. v. Alberman.t*| One Famel manufactured in France a cold 
eure which he sold under the name strop FAMEL and he registered 
in England a label in which those words were prominent. In 1923 
he caused the plaintiff company to be incorporated in England 
and appointed that company his sole selling agent in England. 
In 1924 he assigned to the plaintiff his registered mark together 
with the goodwill. This assignment of the mark was duly regis- 
tered. Famel continued to make his product in France and to 
export it to the plaintiff for sale in England. Defendant purchased 
quantities of the product in France from Famel and brought them 
into England for sale, still bearing the mark. Plaintiff, as regis- 
tered proprietor, sued for infringement. The action failed because 
the goodwill to which the mark was attached belonged to Famel’s 
factory in France which had not been assigned. Famel could 
not validly assign the mark and retain the goodwill, and the 
assignment was held invalid. 

Under present day conditions it is common for an overseas 
company to form a local company to manufacture or deal in its 
goods here. It is also common for a principal company not to en- 


4. [1927] 2 Ch. 117. 
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gage in trade itself but to create and hold all the stock in subsidiary 
companies each trading in a defined area. Though part of one 
organization or business, each company is a separate legal entity 
and the strict application of established principles did undoubtedly 
create hardship and injustice. In 1934 a Board of Trade Com- 
mittee reported as follows: “Our law governing the assignment 
of trade marks is based upon the theory that a trade mark owes its 
value to the good will and reputation of the business concerned. 
This theory is no longer universally correct. Under modern con- 
ditions of trading the tendency is for the business to be built up 
around the trade mark and the commercial view today is that the 
goodwill of a business frequently is inherent in the trade mark 
itself. The Statute and common law on the subject are based 
largely upon obsolete conditions and take no account of this 
change of view.” In former times the significance of the mark 
was that it indicated the goods of a particular person or firm. 
The purchaser who wanted the goods of that person or firm relied 
on the presence of the mark as his assurance that the goods which 
bore it were the goods of such person or firm. Today, generally 
speaking, the public know little and care less about who makes 
or markets the goods. They know the trade mark indicates that 
the goods are made with the skill and according to the methods 
or processes of whoever it may be who uses that mark upon his 
goods. The important thing in one case may be the possession 
of a secret formula, as in Rey v. Le Couturier.’ In another case 
it may be the possession of technical experience and skill (“know- 
how”). In another case it may be access to certain raw materials 
as in cases where the local water or soil gave, or was said to give, 
qualities to beer, wine or spring water. So long as these distine- 
tive things, whatever they were, were retained the public was 
satisfied and no deception arose. The mark served as the guar- 
antee of the continued quality of the goods, whoever made them. 
The law might have recognized this and upheld assignments where 
in reality there was no deception. But it failed to take this course 
and applied rather technical and unrealistic rules. These con- 
siderations weighed with the Board of Trade Committee. In its 
desire to relax the stringency of the common law the Committee 
was in some difficulty. On the one hand it could not permit free 





5. [1910] A.C, 262 
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and uncontrolled assignment or licensing of trade marks in gross. 
This would lead to grave abuses and wholesale public deception. 
On the other hand, the existing rule hampered honest traders 
where no abuse or deception could fairly be said to arise. In the 
result the Committee proposed two things. It provided for the 
licensing of trade marks for use by persons registered as users, 
and it made new provisions as to assignments. These proposals 
were enacted in 1937 and re-enacted in the Trade Marks Act 1938. 
Section 28 deals with registered users. 

Briefly the scheme of the section is that a person other than 
the proprietor of a mark may be registered as a registered user 
upon satisfying the Registrar of certain matters designed to en- 
sure that such use will not be deceptive. It was largely left to the 
Registrar to work out principles on which he would approve of the 
registration of users. This left a desirable elasticity as it would be 
impossible to prescribe by legislation for the varying circumstances 
arising. It has worked very satisfactorily in England. Use by a 
registered user is deemed use by the registered proprietor. This 
provision gave a large measure of relief. In 1939, a Committee 
under the chairmanship of Sir George Knowles, the Solicitor Gen- 
eral, recommended its adoption and in 1948 by Act No. 76 it was 
enacted in Australia in identical terms. I reserve until later fur- 
ther comment upon it. The second amendment proposed by the 
Board of Trade Committee related to assignments and found legis- 
lative expression in the Act of 1937 and is now s. 22 of the Trade 
Marks Act 1938. The scheme of the section is this. It begins by 
providing that, notwithstanding any rule of law or equity to the 
contrary, a registrable trade mark shall be and shall be deemed 
always to have been assignable and transmissible either in connec- 
tion with the goodwill of a business or not. After this generous 
impulse towards unregulated freedom there follow provisions 
whereby the assignment must receive the approval of the Regis- 
trar. Presumably it is intended that he shall satisfy himself that 
deception will be unlikely. The section is long and cumbersome 
and Sir George Knowles’s Committee accordingly did not favour 
its adoption but recommended the adoption of an entirely different 
provision which was in fact enacted by s. 7 of Act. No. 76 of 1948. 
This section preserves the general prohibition against assignment 
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without goodwill but provides that an assignment without good- 
will shall not be invalid unless certain facts appear, which may be 
summed up sufficiently by saying that deception is thereby likely 
to result. The onus is thus cast on those who attack the validity of 
an assignment. Such attack can be made only within three years. 
This provision appears to have worked satisfactorily in the main, 
and English experts would like to see it adopted there in place 
of s. 22. 

Having referred in the most general way to what has been 
adopted it is convenient to pause for some comment. In England 
and in Australia the provisions as to registered users apply only 
to registered marks. Presumably an unregistered mark which is 
still governed entirely by the common law, will still be invalidated 
by the licensing permitted to the owners of registered marks under 
the statute, so that once advantage is taken by the registered owner 
of his power under the statute to permit its use by others he must 
be prepared to cast away all his common law rights in the mark 
and to rely on his action for infringement. This will not in practice 
be any hardship to him as the statutory rights are so ample, but 
it is worth while calling attention to the position. There are fur- 
ther unsolved difficulties which may arise if several persons have 
the right to use the mark in the same territory. Should the name 
of the registered user in all cases appear on the goods in order that 
a discriminating purchaser may know whose goods he is buying? 
So far as assignment is concerned, it would be highly confusing if 
as the result of an assignment valid under the statute but not under 
the general law, the statutory rights and the common law rights 
should be vested in different persons. But both in England and 
here where the rights in a registered mark are assigned the com- 
mon law rights in that mark pass also. See subsection (vi) of s. 58 
as re-enacted by s. 7 of Act. No. 76 of 1948. The same effect is 
apparently produced by s. 22 (ii) of the English act of 1938. There 
is no constitutional difficulty in legislating in respect of common 
law rights in a trade mark, but our Trade Marks Act is otherwise 
concerned solely with registration and the rights flowing there- 
from, and the effect of this provision on common law rights may 
easily be overlooked. 
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It may, I think, now be said that the problem of assignment 
and licensing, if not completely solved, is at any rate rendered 
much less acute, and commercial undertakings may organize their 
businesses as they choose without any real risk of impairing their 
valuable goodwill. I turn now to other problems. 


The YEAST-VITE Infringement Problem 


In 1934 the proprietors of a registered trade mark consisting 
of the words yrast-viTE in which by extensive advertising they had 
built up a considerable goodwill discovered that another trader was 
offering for sale his own product and advertising it as “a substi- 
tute for yEAstT-viITr”’. It was quite clear that the latter was not in 
any way representing his goods as those of the owner of the mark. 
But this did not deter the owner of the mark from commencing 
proceedings for infringement. In support of his claim he contended 
that he had built up a valuable goodwill by extensive advertising 
and that it would be unjust to him to allow another trader to obtain 
the benefit of that goodwill by the simple expedient of describing 
his goods as “a substitute for yEeast-viTE”. The defendant did 
not defend the action, but the plaintiff’s lamentations fell on un- 
responsive ears in every court up to and including the House of 
Lords—Irvings Yeast-Vite Ltd. v. Horsenail.6 The short answer 
to the claim was that as the defendant was not using the mark to 
denote his own goods, but was quite clearly using it to refer to the 
plaintiff’s, he was not using it as a trade mark, and therefore was 
not infringing the mark. The decision appears to have come as a 
shock to commercial men who had sounder ideas upon the ethics 
of trade than upon the intricacies of trade mark law, and strong 
representations were made to the Board of Trade Committee al- 
ready referred to. These representations impressed the Com- 
mittee and led to the passing in 1938 of a new definition of in- 
fringement. The language is extremely verbose and obscure. The 
relevant words are worth quoting: 

“that right shall be deemed to be infringed by any person who, 


not being the proprietor of the trade mark. . . uses a mark 
identical with it or so nearly resembling it as to be likely to 


6. 51 R.P.C. 110. 
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deceive or cause confusion in the course of trade, in relation 
to any goods in respect of which it is registered, and in such 
manner as to render the use of the mark likely to be taken. . . 
in a case in which the use is use upon the goods or in physical 
relation thereto or in an advertising circular or other adver- 
tisement issued to the public as importing a reference to some 
person having the right. ..as proprietor. ..to use the 
trade mark or to goods with which such a person as aforesaid 
is connected in the course of trade.” 


It was not long before the new provision found its way into the 
courts. In Bismag Ltd. v. Ambling (Chemists) Ltd." plaintiffs 
were the proprietors of a trade mark “Bisurated” which they had 
used upon a medicinal preparation and which had been well known 
by reason of extensive advertising. Defendant was a chemist who 
in order to sell his goods prepared a booklet giving a list of various 
preparations, the ailments for which they were designed, an analy- 
sis of each and the price. Opposite each defendant gave particu- 
lars of his own preparation, analysis, and price. BISURATED MAG- 
NESIA TABLETS was one of the preparations referred to and against 
this he gave particulars of a corresponding remedy of his own. 
Plaintiffs sued for infringement contending that the case was 
squarely covered by the new definition. The Court of Appeal, with 
MacKinnon L.J. dissenting, upheld his claim. But the court showed 
no liking for the provision. Sir Wilfred Greene M.R. said “It con- 
fers upon the proprietor a novel type of monopoly for which no 
consideration is given to the public”; he referred to it as a “re- 
markable piece of legislation”, and is critical of the language 
employed. But he and Clausen L.J. felt bound to give effect to it. 
MacKinnon L.J. is even more scathing, and said “I doubt if the 
entire Statute book could be successfully searched for a sentence 
of equal length which is of more fuliginous obscurity”. But that 
was not the end of the matter. In Aristoc v. Rysta Lid.’ the actual 
question for decision was a different one, but Lord Macmillan 
expressed a preference for the view of MacKinnon L.J. in the 
Bismag case. 

Should the law in this matter bow to the desire of the commer- 
cial community, or of some section of it, and should we adopt the 


7. [1940] Ch. 667. 
8. [1945] A.C. 68. 
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English provision? We should plainly not adopt its precise terms 
in view of the judicial criticism. Even at the risk of being accused 
of failing to keep abreast of modern development I think we should 
not adopt the proposal in any form. There is, of course, much to 
be said for keeping our legislation in line with that of England 
on a matter in which interests common to both countries are in- 
volved. English traders naturally suppose that in Australia their 
trade marks will be accorded the same rights as are given to them 
at home. They will, no doubt, regard us as backward if we fail to 
come into line, particularly when the new legislation has the sup- 
port of an expert committee. But on this matter I think we must 
resist the pressure. The right is of so entirely novel a kind that 
it may well be held to fall outside the power conferred on the 
Federal Parliament by the Constitution; see Union Label case, 
ante. But, in addition, the new right is given to protect not the 
rights given by reputation and user, but the rights given by regis- 
tration. It is open to the proprietor of any mark which is regis- 
tered, however little goodwill or reputation the mark may have ac- 
quired. Yet the whole basis of the claim for the new protection is 
that the owner of the mark has acquired a reputation from which 
his competitor is seeking to derive benefit. Further, in the course 
of a long experience with trade marks I have not heard of any de- 
mand or desire for such a novel form of protection. It appears to 
proceed from a small but well-organized section of the trade, that 
which is concerned with patent medicines. Finally, it is not easy 
to see how far the new provision might go. Thus, the most inno- 
cent and casual reference in an advertisement to a competitor’s 
trade mark will be an infringement although no damage whatever 


is caused. The proposal is an attempt to control what are by some 
regarded as unethical trade practices by the sledge-hammer of an 
infringement action. 


A Dual Register 


In 1919 the English Act introduced a two-part Register, 
known as Part A and Part B. Part A represented the register 
theretofore in use; Part B provided for the registration of marks 
unable to qualify for registration in Part A because by reason of 
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their descriptiveness or otherwise they were not in fact distinctive. 
The general idea, based on what was said by the Court of Appeal 
in Re Joseph Crosfield & Sons Ltd.® (a classic authority on this 
topic) was that there are three kinds of marks. There are those 
which cannot ever become distinctive of the goods of a particular 
trader, e.g., words like BEST, SUPERFINE, PERFECTION, no matter 
how long and how extensively used; no person should have the 
right to appropriate them. Then there are marks which although 
not at present distinctive may become so by long and extensive 
use, e.g., words which have a somewhat descriptive or suggestive 
meaning, or are surnames or geographical names. Such words 
are “capable” of distinguishing the goods of one proprietor, though 
not yet “adapted” to do so. Finally, there are words which are at 
once adapted to distinguish, such as invented word or words con- 
taining no descriptive suggestion, or words which have by long 
usage become so adapted. The Act of 1919 took up this distinction. 
It provided that in order to qualify for Part A registration a 
mark must be “adapted to distinguish” the goods of the proprietor 
from the goods of other persons. In order to qualify for Part B 
registration it is sufficient that the mark should be “capable of 
distinguishing” the goods of the proprietor. Thus a lower quali- 
fication suffices for Part B marks. The distinction is further 
expounded by the Court of Appeal in Davis v. Sussex Rubber Co.'° 
The right to sue for infringement of a Part B mark is less exten- 
sive than that conferred on the owner of a Part A mark. Sir 
George Knowles’s Committee did not recommend the adoption of 
these provisions here. For myself, I am unable to see any practical 
advantage in them. Their sole justification is to be found in the 
fact that in some countries it is not possible for a foreign trader 
to register a mark unless it has been registered in his own country. 
Traders have a fondness for adopting marks with some descriptive 
suggestion and if they cannot register here they cannot become 
registered in some other countries. The real purpose of a Part B 
register is therefore not so much to confer rights here as to give 
the mark a qualification for registration elsewhere. This seems 
to me a slender ground upon which to base the whole machinery 


9. [1910] I Ch. 130. 
10. 44 R.P.C. 412. 
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of a double register, but I suppose it is one of those concessions 
which cost nothing. Perhaps it would be wisest to fall into line. 
with the English legislation. 


Service Marks 


I come now to a very thorny topic. So far, registration has 
been confined to marks used upon or in connection with goods 
sold in the market. Should a like protection be given to proprietors 
of services? Take the case of taxi-cabs plying for hire under a 
distinctive badge (here there is no sale of any goods bearing the 
mark). Or should we leave such cases to be dealt with by the law 
of passing-off? It is clear that the present Act does not extend 
to such cases; see Aristoc v. Rysta Ltd.," where it was held that 
a mark placed on goods to denote that they had been repaired by 
the proprietor of the mark was not registrable. Many examples 
can be imagined, e.g., dry-cleaning, retreading of tyres, repairing 
of shoes, hdir-cutting, ete. In America, where such marks can be 
registered, there has been a perfect riot of registrations. Pro- 
prietors of restaurants, advertising agents, technical advisers, 
medical services, employment services, private inquiry agents, 
radio broadcasters, insurance offices, real estate agents, railroad 
services, dance instructors, and music teachers are a few of the 
many who have taken advantage of the legislation. Why not also 
doctors, lawyers, stockbrokers, nurses, bankers and so on? The 
sponsors of the proposal also suggest that it should be possible to 
register slogans and titles used in broadcasting, e.g., FIFTY AND OVER 
and other programme titles used by advertisers over the air. 
Indeed, the suggestion extends even to chimes, musical themes, 
ete., used by advertisers to introduce their broadcast sessions. 
There are many difficulties in such a proposal. Some of them have 
been pointed out in the Aristoc case. Why should dry-cleaners 
be able to acquire rights in the marks they affix to my clothing? 
In time, if I employed a succession of such tradesmen I would 
carry around an imposing array of their insignia. The mark is 
used for an entirely temporary and ephemeral purpose. Again, 
the Union Label case seems to prevent any valid legislation on 
these lines, as marks employed would serve a new purpose not 


11. [1945] A.C. 68. 
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covered by that expression as used in the Constitution. I am pre- 
pared to be described as conservative and “stuffy” on this proposal. 


Defensive Trade Marks 


I take up another topic. Owners of well-known marks attach 
great importance to them, very properly, as they are the basis on 
which their whole business depends. They do not like to see them 
depreciated by ignoble use. They do not want to see, for example, 
KODAK shoe polish or KOLYNOs ice-cream Or BOVRIL cosmetics. These 
marks which they have invented they desire to keep for their own 
use. As the law stands today they cannot restrain the use of their 
marks for goods quite unrelated to the goods upon which they 
use them, for in such cases no one is likely to suppose, for example, 
that the company which sells kopakK cameras‘is the same as that 
which sells Kopaxk shoe polish, as no deception is likely. The point 
is well stated by the Privy Council in Thomas Bear & Sons Ltd. 
v. Prayag.** Strong representations were made to the Board of 
Trade Committee in 1934 and that Committee recommended that 
something should be done. The Committee reported: 

“We think that where a trade mark has become identified 
with the proprietor to such an extent that the use of the mark 
by others on any goods is likely to create the impression that 
there may be some connection between the goods in question 
and the proprietor of the mark, it is reasonable and desirable 
that the proprietor should be able to obtain protection for the 
mark in classes in which he has no intention of using it, and 
we suggest that for this purpose provision should be made 
for the registration of a form of trade mark to be called a 
‘Defensive Trade Mark’.” 


But it was considered that such registration should be allowed 
only to marks consisting of invented words which have been long 
and extensively used. This resulted in legislation which became 
s. 27 of the Act of 1938. But the registration would not extend 
to all goods whatsoever. It would extend only to goods of such a 
kind that a person seeing the mark thereon would be likely to 
suppose that those goods were the goods of the registered propri- 
etor. In substance, this means that the proprietor may register 
his mark in respect of goods in which he has no intention of deal- 


12. 58 R.P.C. 25. 
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ing, provided that such goods are so related to his goods that the 
public would be likely to conclude that they were. Sir George 
Knowles’s committee in 1939 recommended that this provision be 
adopted here with some modifications, but this has not yet been 
done. It has now been proposed that the provision be adopted 
and applied to all well-known marks, whether invented or not. 
Why should not the same protection be given to the mark RovER 
as to the mark cHEVROLET? This does seem to be a provision which 
might be made in Australia following its adoption in England. 


Use of Mark on Goods outside Registration 


Allied to the question of “defensive trade marks” is another 
problem. The owner of a trade mark may register it in respect 
of all goods upon which he is using it or upon which he intends 
to use it. If for a period of three years from registration there are 
goods covered by his registration in respect of which he has not 
bona fide used the mark, his registration may be restricted upon 
the application of an interested person to those goods upon which 
there has in fact been bona fide use. He is, therefore, closely con- 
fined as to the goods for which he may obtain registration. Com- 
plaint is frequently made by registered proprietors that their 
marks are used by others upon goods very similar to those in 
respect of which registration has been granted, but still outside 
the actual goods covered by the registration. In some of these 
cases a passing-off action might be brought; and it is suggested 
that the area of protection of a registered mark might well be 
extended. There is much force in this suggestion. If, for example, 
A registers a mark for chocolates and B uses the same mark for 
peppermints, those who know A’s mark are likely to suppose that 
the peppermints are also of A’s make. In many cases A could 
justifiably support a wider registration, e.g., confectionery. In 
cases where A’s mark is an invented word and is well known, the 
situation is adequately met by the provision for “defensive marks”. 
‘: Ultimately, it is difficult to see how the protection given by the 
registration can extend beyond the area marked out by the regis- 
tration. In the example last given, B may well have refrained from 
opposing A’s application because it was restricted to chocolates, 
and it would be unfair to him to accord to the registration a wider 
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and uncertain scope not suggested by the application and the 
terms of the registration. 


Price Maintenance 


Another of the principal proposals to which I shall refer is 
one directed to enable a proprietor of a trade mark to control the 
price at which his trade-marked goods should be sold by retail. 
It was very strongly urged upon the Board of Trade Committee 
in 1934 that it should be an infringement of a mark to use it upon 
the goods of the proprietor if those goods were offered for sale at 
a price below that fixed by him. But that committee considered 
that the proposal raised broad considerations of policy extending 
beyond the proper limits of its inquiry. The agitation for fixing 
of prices was renewed with great force before Sir George 
Knowles’s Committee in 1939. After a full review of the argu- 
ments, that Committee recommended that the proposal be adopted 
and drafted a section for that purpose. It is of some historic 
interest to recall that at that time the practice was particularly 
rampant in the tobacco trade and was most injurious to the 
retailer who maintained the price fixed by the manufacturer. It 
is, of course, the presence of the mark on the goods which enables 
the practice to be adopted. If it is generally known that the price 
of, say Lion brand cigarettes is 2s. 5d., and if a particular re- 
tailer is selling Lion brand cigarettes at 1s. 9d., the customer 
is likely to patronize him if he wants that brand. The present Com- 
mittee is being urged to adopt a similar recommendation. But 
as cigarette smokers know to their sorrow, times have changed. 
The problem raises political and economic issues which may 
render it of too controversial a nature today to embody in a 
Trade Mark Act without very full consideration. 


User for Export 


On this question the controversy is between two classes of 
traders. The problem of whether use of a mark by a person other 
than the registered proprietor constitutes an infringement arose 
in Jas. Minifie & Co. v. Edwin Davey & Sons.'* There one Clouet 
of Singapore had a trade mark consisting of a representation of a 
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cock which he used in his trade there. Plaintiff had registered a 
cock mark in Australia for flour. Clouet desired to obtain flour 
from Australia packed in bags bearing his mark and asked defend- 
ant to supply him. Defendant put up the flour in bags bearing 
Clouet’s mark, had them transported to the wharf and shipped to 
Clouet in Singapore. Defendant did not use the mark in selling 
goods on the Australian market and plainly no action for passing- 
off would lie. But plaintiff sued for infringement and Cussen J. 
and the High Court upheld the claim. The decision created a good 
deal of concern amongst millers because it meant that no miller 
other than plaintiff could sell flour in branded bags to Clouet. 
But when it was proposed to alter the position by legislation strong 
opposition developed from manufacturers of other goods which 
they exported to other countries and also sold in Australia. These 
desired to be free to export their goods to other countries as op- 
portunities arose, and expressed concern at the possibility of their 
marks being adopted in other countries where they themselves had 
not so far done any business, by other traders or even by their 
Australian competitors. The problem of achieving a just result 
in reconciling two sound but opposed views remains to be solved. 
In England the 1938 Act has provided that user for export only is 
an infringment. 


Seven Years’ Registration conclusive as to Validity 


I have hitherto said nothing about what marks may be validly 
registered, a subject on which there has been a great deal of legis- 
lative and judicial consideration bestowed. Traders show a marked 
fondness for trade marks which contain some reference to the 
character of the goods. The names of various makes of refrigera- 
tors afford an example. Frequently the words are shockingly 
misspelt versions of ordinary English words. Examples of marks 
which have been refused registration for the reason that they are 
descriptive and not distinctive are: ORLWOOLA, UNEEDA, NECTAR (for 
tea), WETORDRY, CLASSIC, SHREDDED WHEAT, CHARM, I.x.L. (for cor- 
sets), ROHOE for a cultivating implement. In Howard Auto-Culti- 
vators Lid. v. Webb Industries Pty. Ltd.,* Dixon J. discussed the 
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question of distinctiveness. But under the present Act, as in Eng- 
land, after seven years a registration cannot be attacked on this 
ground. What is to happen if the mark registered for this period 
is in fact descriptive? This occurred in Woodward Ltd. v. Boul- 
ton Macro Ltd.’* where the plaintiff had registered the words 
GRIPE WATER before the 1905 Act. In 1912, when he had had seven 
years’ registration since the passing of that Act (which first made 
the registration conclusive he sued for infringement another 
trader who for some time had used the same words upon his rem- 
edy for infants. Plaintiff met the defence of acquiescence by 
affirming that he was unaware of the defendant’s use of the words 
until shortly before the action. Eve J. granted an injunction, and 
I cannot refrain from setting out one of his Lordship’s “purple 
patches” on the passing-off part of the action, which was dis- 
missed.'® 

There is thus a great temptation for the proprietor of a regis- 
tered mark of doubtful validity to avoid taking any proceedings 
likely to provoke a motion to expunge it from the register until the 
seven years have expired, and then to proceed to enforce it relying 
on its invulnerability. Section 53A provides that no registration 
shall interfere with the use by any person of any bona fide descrip- 
tion of the character or quality of his goods. But the courts have 
not been inclined to treat as bona fide the use even innocently of a 
registered trade mark. It seems unjust to expose a trader to lia- 
bility by reason of an innocent use of a descriptive name which is 
registered. Sir George Knowles’s Committee proposed to allow 
a challenge to the validity of a registration even after seven years 
upon the ground that the mark was not distinctive of the goods 

15. 32 R.P.C. 173. 

16. ‘‘I never remember any passing off action in which the witnesses . . . have 
been more economical of the information afforded to the Court in relation thereto, or 
less well-informed of what was going on outside their own factory than were these two 
gentlemen. It may be that the problem of alleviating the pains of infants is so absorb- 
ing as to necessitate the withdrawal from the world of commerce and competition of 
those who devote their intellects, their energies and their time to its solution, but 
without making any reflection on their bona fides I do not think I am doing them any 
injustice when I suggest that, at some date which I cannot fix, the Plaintiff’s fell into 
a sort of Rip Van Winkle somnolence, from which some extraordinary coincidence 
they suddenly awoke, on a date which I can fix, that is to say the date in August 1912 
on which the Trade Marks Act 1905 attained the seventh year of its age. Nor do I 
think I should be far wrong in attributing the activity of the Plaintiffs, immediately 


subsequent to the date in August 1912, to his forceful use of the vitality accumulated 
during the antecedent period of invigorating and non-provocative repose.’’ 
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of the registered proprietor. The result would be that distinctive- 
ness must exist at the time of the challenge, so that a descriptive 
mark which had been registered would obtain the benefit of conclu- 
sive validity only if by user it had become distinctive before such 
challenge. Similarly, a mark which while distinctive when regis- 
tered had subsequently ceased to be distinctive might be removed 
from the register even after it had been there for seven years. 
This seems to go some way towards keeping the register in accord 
with the position of the mark in the market. But it presents difficul- 
ties in cases where the public have given to a word originally 
distinctive a wider meaning. The words GRAMOPHONE and VASELINE 
are words which have long been used as trade marks to denote the 
product of a particular firm, yet in common use they probably 
serve to denote in the one case a musical instrument and in the 
other a substance with no belief that the mark belongs to one firm 
only. In other words, it could be said that the marks have lost their 
original significance and are no longer distinctive. This is a prob- 
lem which frequently confronts manufacturers who have so suc- 
cessfully popularized a word used as a trade mark, that the public 
insist on attributing to the word the wider meaning of indicating a 
class of goods independently of source. How are such cases to be 
dealt with? Sometimes it may appear that the owners of the mark 
have not been diligent in suppressing this wider use, and they may 
have acquiesced in it, but in other cases the change in significance 
has occurred against their will and despite their active opposition. 
Any retailer could give illustrations of this popular tendency. 


Word Marks Which are Names of Substances 


It often occurs that the inventor of a new article or of an 
article made by a new process gives ita new name. Sometimes the 
article or process is protected by a patent, sometimes it is made 
by a secret process, and sometimes it is neither. Can other persons 
who make the same article call it by the same name, when, in the 
ease of a patent, it has expired, or in the case of a secret process 
it ceases to be secret? The courts have been reluctant to give such 
protection when the name is really the name of the article. Thus 
the patentee of a new invention for a floor covering called his 
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product LINoLEUM and registered it as his trade-mark. It was 
held that when the patent ran out other persons who made the 
same article might lawfully use the trade mark. A similar fate 
overtook the inventors of a heat-resisting glass to which they ap- 
plied the mark pyrex. It has also been held that the word sInGErR 
denoted a type of sewing machine rather than the machine of a 
particular maker. Whatever may be said of Wellington boots and 
Hansom cabs and the Bath Oliver biscuit, it can hardly be said 
today that the names FORD, DODGE, CHRYSLER, MORRIS, and AUSTIN 
denote a kind of automobile and not a particular make. Some 
traders would like to see more extended protection given, but it 
may be that despite its uncertainty in some cases a fair compro- 
mise has been reached. 


I have by now probably over-illustrated my main theme, and 
do not propose to refer to a number of other, though less impor- 
tant, problems. I am really only concerned to indicate a field in 
which there is a close relation between commerce and law which is 
infrequently explored in legal studies. It is true that the main 
principles of the law have been authoritatively and irrevocably 


settled by the courts and that any further developments will re- 
quire legislative action. But in matters of this kind the lawyer 
has a profound influence. Lawyers have always influenced the 
enactment of legislation in matters removed from political contro- 
versy, and in Victoria today are exerting a very considerable 
influence. It is therefore very desirable that legal and commercial 
men should each endeavour to understand the viewpoint of the 
other and to adapt the law to new situations and conditions so far 
as it appears to be consistent with justice and common sense and 
the general public interest to do so. 
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ABANDONMENT 
Make The Law More Definite 


By Hugo Mock* 


One question affecting trade-marks in which the law is still 
vague and unsatisfactory is the question of abandonment. 


There is some satisfaction that the Lanham Act has for the 
first time dealt affirmatively with the question by stating in Sec- 
tion 45 (a): 

“A mark shall be deemed to be ‘abandoned’—(a) When 
its use has been discontinued with intent not to resume. Intent 
not to resume may be inferred from circumstances. Nonuse 
for two consecutive years shall be prima facie abandonment.” 
In addition, we have the benefit of Section 8, which states: 


“Sec. 8. (a) Each certificate of registration shall re- 
main in force for twenty years: Provinep, That the registra- 
tion of any mark under the provisions of this Act shall be 
canceled by the Commissioner at the end of six years follow- 
ing its date, unless within one year next preceding the ex- 
piration of such six years the registrant shall file in the Patent 


Office an affidavit showing that said mark is still in use or 
showing that its nonuse is due to special circumstances which 
excuse such nonuse and is not due to any intention to abandon 
the mark.” 


However, the difficulty with the situation and with the statute 
is the ambiguity involved in the use of the words “intention to 
abandon” because intent always remains a subjective test instead 
of an objective one and what goes on in the mind of an owner of a 
trade-mark is a fact which is necessarily difficult to establish. 

It is the question of fact of abandonment which gives the 
trade-mark attorney so much trouble. In a search the attorney 
finds a certain registration. If he writes the registrant to find 
out if the mark is still in use, the answer in many cases is likely 
to be less than candid and sometimes even untruthful. What 
trade-mark owner wishes to admit that a mark which has been 
valuable and might be valuable again in the future has been aban- 
doned? 


* Member of the New York Bar, of the firm of Mock & Blum, New York, counsel 
of Toilet Goods Association. 
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The Lanham Act says two year’s non-use is prima facie aban- 
donment and intent not to resume may be inferred from circum- 
stances. Of course, this is true to a limited extent. In a few cases, 
there may be a writing from the registrant that the mark has been 
changed or that it has actually been abandoned, but such cases are 
extremely rare. 

Why should the registrant of a mark not in use he constantly 
put upon the defensive? Why must the registrant continue to use 
a mark or risk losing it? In many large organizations it is valu- 
able to have a backlog of quiescent marks, many of which it is ex- 
pected will be used in the future. (Beech-Nut Packing Co. v. 
Lorillard, 273 U.S. 629). 


In certain trades there may be reasons for not exploiting cer- 
tain marks continuously and, of course, there should be a difference 
in marks which are used on, say chocolate bars or cigarettes, and 
marks which might be employed on a certain type of airplane or 
tractors for pulling tree stumps where there might be vears be- 
tween orders. 

It is common in certain industries to send out token shipments 
on marks which are inactive or quiescent, and it has long been a 
question whether such token shipments are of any real value in 
keeping trade-marks alive where the orders are in a certain sense 
planted and generally infrequent. The point has been rarely if 
ever litigated. 

Unless there exists evidence in writing of a positive intention 
to abandon a trade-mark, would it not be better if the law simply 
left the monopoly of a trade-mark to the registrant for the stat- 
utory period of five years whether the mark was in use or not. 
The statute could then decree that after a five year period if the 
mark was not in use, it was then again capable of appropriation 
by others. 

Why should a registrant who has taken the trouble initially 
to adopt a mark, to find a market for it, and who has temporarily 
ceased using it, be put on the defensive if for a year or two he has 
not used the mark? Clearly his capital has been invested in same 
and he should be entitled to a limited monopoly because of his 
investment. 
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Many trade-marks are the unique creation of the trade-mark 
owner and would not have existed except for that fact. 

Other artificial monopolies are not extinguished by mere non- 
use. A patentee need not manufacture his invention for the full 
term of 17 years. A copyright owner may enjoy his copyright for 
fifty-six years even without reproducing the copyrighted article, 
but a trade-mark owner who has paid the full government fee for 
a twenty year registration is in theory required to make constant 
use of his trade-mark to enjoy its benefits. 

Why should a trade-mark owner not be permitted to say: 
“Yes, we have not used our ExcELsIor trade-mark for some time, 
but we reserve the right to use it exclusively as long as we may 
legally do so.” A five year statutory term for this purpose would 
not be too long and in certain circumstances might be in fairness 
to the trade-mark proprietor, too short. 

It is a confession of a lack of imagination and inability to find 
a mark of one’s own for a competitor to insist on adopting a mark 
already used in the past by others. 

Such a statute limiting non-use to five years to retain owner- 


ship would be fairer to all concerned. 


The courts, in a number of cases in the past, held that causes 
such as war or prohibition excuse the non-use of a mark for a 
period longer than five years and causes such as this might still 
excuse non-use for more than five years. Prohibition has in a 
number of cases justified non-use of a trade-mark and negative 
abandonment. (Kelly v. National Brokerage Co., 102 F.2d 857; 
Bass, Ratcliff & Gretton, Ltd. v. Windsor Ale Co., 23 TMR 49; 
and Oldetyme Distillers v. Motlow, 28 U.S.P.Q. 133.) 

Similarly, by reason of political changes, the mark cHARTREUSE 
was held not abandoned although the action of the French govern- 
ment prevented manufacture of the article in its original home 
for many years. (Baglin v. Cusenier, 221 U. S. 580.) 

The field of invention in trade-marks is still as unlimited as 
ever and it would be a benefit to all trade-mark owners if the law 
of abandonment could be fixed with more precision. 
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IMPORTANT CHANGES IN THE CUSTOMS REGULATIONS 
CONCERNING RECORDATION OF TRADE-MARKS 
AND TRADE NAMES 


(Note: As of December 17, 1953, the Bureau of Customs has amended its regu- 
lations with regard to trade-marks and trade names in several important respects. 
For the convenience of the readers of THE TRADE-MARK REPORTER, we shall here 
reprint the pertinent regulations as amended. The amendments are underscored.) 


TRADE-MARKS AND TRADE NAMES 
(Customs regulations, sections 11.14-11.17, inclusive) 
(As amended December 17, 1953) 


11.14 Trade-Marks and trade names; prohibition of impor- 
tation.—(a) The importation of merchandise of foreign or domes- 
tic manufacture is prohibited if such merchandise bears a mark 
or name which copies or simulates a trade-mark or trade name 
recorded in the Treasury Department under the Trade-Mark Act 
of February 20, 1905, or the Trade-Mark Act of July 5, 1946, unless 
such merchandise is imported by or for the account of, or with the 
written consent of, the owner of the protected trade-mark or 
trade name. The prohibition does not apply to articles to which 


a copying or simulating mark has been applied, if such mark is 
removed or completely obliterated before importation. See sec- 
tion 11.17(b).?® f 


(b) A mark or name (including a mark or name which is a 
genuine trade-mark or trade name in a foreign country) on an 
article of foreign manufacture identical with a trade-mark or trade 
name recorded under the above-mentioned trade-mark laws, as 
well as a mark or name on an article of foreign or domestic manu- 
facture counterfeiting such recorded trade-mark or trade name, or 
so resembling such recorded trade-mark or trade name as to be 
likely to cause confusion or mistake in the minds of the public or 
to deceive purchasers, shall be deemed to copy or simulate such 
protected trade-mark or trade name. However, merchandise man- 
ufactured or sold in a foreign country under a trade-mark or trade 
name, which trade-mark is registered and recorded, or which 
trade name is recorded under the above-mentioned trade-mark 
laws, shall not be deemed to copy or simulate such United States 
trade-mark or trade name if such foreign trade-mark or trade 
name and such United States trade-mark or trade name are owned 
by the same person, partnership, association, or corporation, or by 


a related company as defined in section 45 of the Trade-Mark Act 














16. ‘‘Registration on the supplemental register or under the Act of March 19, 
1920, shall not be filed in the Department of the Treasury or be used to stop importa- 
tions.’’ (Trade-Mark Act of July 5, 1946, sec. 28; Public No. 489, 79th Cong.) 
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- 


of 1946.17 (R.S. 161, secs. 42, 45, 60 Stat. 440, 443, sec. 624, 46 


Stat. 759; 5 U.S.C. 22, 15 U.S.C. 1124, 1127, 19 U.S.C. 1624.) 

11.15 Trade-marks; recording;'® change of ownership; re- 
newal. (a) To record a trade-mark with the Treasury Depart- 
ment, an application, which may be in the form of a letter, shall 
be addressed to the Commissioner of Customs, Washington 25, 
D. C., stating the name, residence, and citizenship of the owner 
or owners (if a partnership, the citizenship of each partner; if a 
corporation or association, the country or State within which it 
was organized or created), the name of the locality in which the 
goods are manufactured, and the name and address of each re- 
lated company or foreign person, partnership, association, or cor- 
poration using the trade- mark while acting as the principal or 
agent of the trade-mark owner. The application shall be accom- 
panied by one certified copy of the original certificate of registra- 
tion issued by the Commissioner of Patents in accordance with 
the Trade-Mark Act of February 20, 1905, or section 7 of the 
Trade-Mark Act of July 5, 1946, to which shall be attached one 
printed Patent Office facsimile of the statement and drawing 
covering the trade-mark; such of the documents mentioned in para- 
graph (b) or (ce) as may be required to show the ownership of the 
applicant, or renewal of the trade-mark; 500 uncertified facsimiles 
of the statement and drawing covering the trade-mark (which may 
be reproduced privately from a Patent Office facsimile) for distri- 
bution to all collectors of customs and appraisers of merchandise; 
and the fee of $25 prescribed by section 24.12. Checks or money 
orders in payment of the fee ‘shall be made payable to the Head, 
F ‘iscal Section, Bureau of ‘Customs. 


(b) If ownership of a registered trade-mark is claimed by an 
applicant by virtue of an assignment of such trade-mark, there 
shall be transmitted with the application for recording, in addition 
to the documents and information specified in paragraph (a), a 
certified abstract of title from the records of the United States 
Patent Office showing the ownership of the applicant and a state- 
ment as to whether or not the mark has been reassigned without 
recordation of the reassignment. Similar documentary evidence 
shall accompany an application for recording if the commercial 
name of the applicant has been changed subsequent to the registra- 
tion of the trade-mark. 



































17. The term ‘‘related company’’ means any person, partnership, association, or 
corporation which legitimately controls, or is controlled by, the registrant or applicant 
for registration in respect to the nature and quality of the goods — in connection with 
which - the mark is used. Bee | 15 U. 8.C. 1127. 
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(c) If the application for recording is presented after the 
expiration of the period for which the certificate of registration 
or a renewal thereof was issued, the application shall be accom- 
panied by a certified copy of a certificate of renewal from the 
United States Patent Office showing that the registration is in 
force. In order to continue to receive the protection of the trade- 
mark statutes with respect to imported merchandise, such a cer- 
tified copy of each subsequent certificate of renewal shall be 
promptly filed with the Treasury Department. (R.S. 161, see. 42, 
60 Stat. 440, see. 624, 46 Stat. 759; 5 U.S.C. 22, 15 U.S.C. 1124, 
19 U.S.C. 1624.) 

11.16 Trade names; recording..—(a) To record the trade 
name (not a trade-mark) of a manufacturer or trader, an applica- 
tion, which may be in the form of a letter, shall be addressed to 
the Commissioner of Customs, Washington 25, D. C., stating the 
trade name, the name, residence, and citizenship of the owner or 
owners (if a partnership, the citizenship of each partner; if a 
corporation or association, the country or state within which it 
was organized or created), a description of the class or kind of 
merchandise to which the trade name is applied, the name of the 
locality in which the merchandise is manufactured, and the name 


and address of each related company or foreign person, partner- 
ship, association, or corporation using the trade name while acting 
as the principal or agent of the trade name owner. The applica- 


tion shall be accompanied by supporting evidence in the form of 
certificates by the owner or owners and by at least two other per- 
sons not associated with or related to the applicant but having 


actual knowledge of the facts, showing that the applicant has used 
the trade name in connection with the class or kind of merchandise 
described in the application for a specified period of time, that 
the trade name is not identical with, or confusingly similar to, any 
other trade name or registered trade-mark used in connection with 
merchandise of such class or kind, and that the applicant has the 
sole and exclusive right to the use of such trade name in connection 
with merchandise or such class or kind, and by the fee of $25 


prescribed by section 24.12. Checks or money orders in payment 
of the fee shall be made payable to the Head, Fiscal Section, Bu- 
reau of Customs. 




















(b) Such certificates accompanying an application to record 
the trade name of a manufacturer or trader located in a foreign 
country shall be acknowledged before an American consular officer. 
(R.S. 161, sec. 42, 60 Stat. 440, sec. 624, 46 Stat. 759; 5 U.S.C. 22, 
15 U.S.C. 1124, 19 U.S.C. 1624.) 
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In summary, the most important amendments are the follow- 
ing three: 

1. Under the new regulations, recordation of a trade-mark 
or trade name for the first time will have to be accompanied by a 
fee of $25. Cf. Rule 11.15(a) and 11.16(a). 


2. In numerous instances in the past, the Bureau of Customs 
has noticed that trade-marks, which were assigned to U.S. resi- 
dents or citizens for the purpose of recordation, were then reas- 
signed to the foreign owner without recording the reassignment in 
the Patent Office. Rule 11.15(b) has therefore been amended as 
underscored to cope with this practice. 

3. Most importantly, regulations 11.14, 11.15 and 11.16 have 
been amended so as to make Section 526 of the Tariff Act inap- 
plicable not only in cases in which the U.S. trade-mark or name 
and the foreign mark or name “are owned by the same person, 
partnership, association, or corporation”—this was the provision 
of the regulations before the amendment—but also in any situation 
in which the U.S. registrant and the foreign principal or manufac- 
turer stand in the relationship of related companies as defined in 
Section 45 of the Trade-Mark Act of 1946. The purpose of this 
amendment appears to be to withhold from a U.S. registrant who 
is nothing but “the prolonged arm” (as the Bureau of Customs 
has called it) of a foreign parent or principal the benefits of Sec- 
tion 526; the section is apparently now considered to have been 
enacted only for the benefit of those independently operated Amer- 
ican concerns which come within the rule of the Supreme Court’s 
decisions in Bourjois v. Katzel, 260 U.S. 689 (1923) and Bourjois v. 
Aldridge, 263 U.S. 675 (1923). 

Attention is also called to the second sentence of Rule 11.15, 
which has been reworded in part.—ED. 
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NOTES FROM THE PATENT OFFICE 
Specimens in Trade-Mark Applications 


By Katharine |. Hancock* 


The type of material which constitutes acceptable specimens 
in a trade-mark application is sometimes misunderstood. Since 
specimens are an essential element of a trade-mark application, 
and an application is informal until acceptable specimens are filed, 
improper specimens can cause delay in reaching final disposition 
of an application. 

Sec. 1(a) (3) of the Trade-Mark Act of 1946 provides that an 
applicant shall submit “such number of specimens or facsimiles 
of the mark as actually used as may be required by the Commis- 
sioner”. In implementing that section, the trade-mark rules use 
the following language: 

Rule 10.1 Specimens 


The five specimens of a trade-mark shall be specimens 
of the trade-mark as actually used on or in connection with 
the goods in commerce, and shall be duplicates of the actually 
used labels, tags, or containers, or the displays associated 
therewith or portions thereof, when flat and of a size not 
larger than the size of the drawing. 


Rule 10.2 Facsimiles 


When, from the mode of applying or affixing the trade- 
mark to the goods, or from the manner of using the mark on 
the goods, or from the nature of the mark, specimens as above 
stated cannot be furnished, five copies of a suitable photo- 
graph or other acceptable reproduction, not larger than the 
size specified for the drawing and clearly and legibly showing 
the mark and all matter used in connection therewith, shall be 
furnished. 


Specimens serve to corroborate other evidence in an applica- 
tion to show that the mark is actually in use in trade, which is a 
prerequisite to trade-mark rights, both at common law and for 
registration purposes. Further, specimens show the manner of 
use of the mark, and provide the basis for examination and evalu- 
ation of the merits of the mark, for registration purposes, in the 
light of the circumstances under which the mark is used. Speci- 


*Trade-Mark Examiner, U.S. Patent Office; Member, District of Columbia Bar. 
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mens also substantiate the allegation in the application concerning 
the method by which the mark is applied to the goods. 


Since specimens are for the purpose of showing the mark in 
use, the criteria for specimens are different from criteria for the 
drawing which forms another part of a trade-mark application. 
The drawing merely presents the essence of the mark in black 
and white in a form suitable for printing purposes. But the speci- 
mens show the living mark carrying out its task of identification 
in the marketplace. It is for this reason that prints or proofs 
such as might be used by advertisers and printers, or hand sketches 
of any kind, are not ordinarily acceptable as specimens. They 
are not, in the words of the statute, specimens of the mark as 
actually used. 


The word “duplicates” in Trade-Mark Rule 10.1 refers to 
multiplicity of items, that is, to the fact that there must be pre- 
sented five samples of whatever original material is actually used 
to apply the trade-mark to the goods. It does not mean mere 
copies of the real thing, whether drawn by hand or reproduced 
by machine. 


The form which acceptable specimens may take varies greatly, 
and is determined by the method by which the mark is applied to 
the goods, and by the size, weight, value, and similar character- 
istics of the goods or of the containers for the goods. 


When the mark is incorporated into the goods—as for example 
by die-stamping, burning, printing—actual specimens would be 
the goods themselves. Also, when the mark is applied directly 
to the containers for the goods—for example, by printing or lith- 
ographing—actual specimens would be the containers themselves. 


If, on the other hand, the mark is displayed on some item 
which in turn is attached to the goods, that item would be an ac- 
ceptable specimen. Decalcomanias, metal plates, tags, and gummed 
labels are typical examples. 


In addition to these long recognized methods of evidencing 
trade-mark use, the Trade-Mark Act of 1946 provides for accept- 
ance of specimens showing the mark on displays associated with 
the goods. An example of such a display would be an easel 
placard to which the goods are attached and which stands on a 
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sales counter. This provision is designed to eliminate hardship 
in those cases where because of physical considerations the mark 
cannot readily be placed on the goods or their packages. It is 
not designed to permit the use of advertising matter as speci- 
mens. The trade-mark statute recognizes common law principles 
of use, and at common law advertising has not ordinarily been 
accepted as evidence of trade-mark use, except in the case of 
service marks. An application file should show clearly that ma- 
terial submitted as displays is of a nature which can be and is 
used in close and direct association with the sale of the goods in 
such manner that the mark identifies the goods immediately at 
hand. 

However, it frequently happens that it is either impossible 
or impractical to furnish actual specimens which will fit into the 
file used in the Patent Office for trade-mark applications, and 
therefore, as an alternative to the above methods, facsimiles may 
be submitted. A facsimile is not the same thing as an actual 
specimen, but since it is a substitute for an actual specimen, it 
should meet the same criteria as a specimen in so far as showing 
the circumstances under which the mark is actually used. For 
instance, if the mark is blown into a glass bottle, or is traced into 
the bottom of a pottery article, or is on a large plate attached to 
a piece of heavy machinery, the facsimile should be sufficiently 
clear and complete to show the mark, to show that the mark is 
applied to a glass bottle, or to an article of pottery, or to a piece 
of machinery, and to show the manner in which it is applied. 
Photographs are the best and most commonly used type of fac- 
simile. 

The application need not be limited to one method of applying 
the mark—as many ways as are used may be stated. However, 
in the interests of accuracy and uniformity throughout the appli- 
cation, care should be taken to see that at least one of the methods 
set forth in the application agrees with the method represented 
by the specimens submitted. 

The question of mutilation may be involved in any type of 
specimen. In order for specimens to be “as used”, they must be 
sufficiently complete so that surrounding circumstances as to the 
nature of their use may be inferred, and so that there will be no 
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justification for assuming that significant or integral material may 
have been removed. When specimens are incomplete in that sense, 
they are considered to be mutilated and are not acceptable. 

It is true that trade-mark Rule 10.1 provides that the speci- 
mens submitted may be only a portion of a label, tag, container, 
display, or other type of specimen, but that provision should not 
be confused with mutilation. It is intended that the portion there 
referred to be complete enough to show the nature of actual use 
and to afford opportunity for proper examination. For example, 
if the mark is printed on a large sack of bulky material, the back 
portion and unprinted face portions of the sack may be removed, 
but the mark, the matter in close association with it, and other 
significant matter should be retained. 

When substitute specimens are presented during the prose- 
cution of an application, it is ordinarily necessary that they be 
supported by an affidavit by the applicant to the effect that they 
were in use at the time of the filing of the application. The 
necessity for an affidavit to support specimens filed during prose- 
eution might depend, among other things, upon the time lapse 


between the application filing date and the date of submitting the 
substitute specimens, or upon the degree by which the substitute 
specimens differ from the original specimens. In any event, re- 
quirement of an affidavit is discretionary, in the light of all the 
circumstances disclosed in the application file. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Belgium 

Protection of Design Rights 

Under a Royal Decree of January 29, 1935, the protection of 

designs is covered by the copyright legislation. The Brussels 
Court of Appeals, in a decision rendered on July 3, 1953, has now 
held that, as a result of this Decree, foreign applicants may obtain 
design protection in Belgium either under the domestic copyright 
law or on the basis of the Berne Convention on Copyright, but not 
on the basis of the Paris Convention on Industrial Property. Since 
the United States is not a member of the Berne Convention, the 
protection of American nationals with regard to design rights in 
Belgium, therefore, can be based only on the domestic Belgian 
copyright law and cannot exceed the protection afforded to Bel- 
gians in the United States. 


Brazil 
Names as Trade-Marks 

In John Woodbury Inc. v. Esther Woodbury, Federal Supreme 
Court, September 24, 1953, Plaintiff was the owner of trade-mark 
registrations for woopBuRy’s and JOHN H. WOODBURY INC. and was 
seeking to cancel two registrations in the name of the Defendants 
both for the trade-mark rstHER woopBurRy, the said mark being 
also the name of one of the Defendants. The registrations for 
ESTHER WoopBury had been granted by the Brazilian Patent Office 
despite the Plaintiff’s oppositions. After reviewing numerous 
decisions involving registrations of trade names and surnames, the 
Court held, that the registrations for EsTHER woopBurRy should be 
cancelled on the principle that, although each person has a right 
to use his own name, one may not benefit at the cost of others 
through unfair competition. The Defendant is not entitled to 
benefit from the reputation acquired by the Plaintiff. The prin- 
ciple of this decision is in accord with similar holdings in Belgium 
and France, reported at 43 TMR 1036 and 1146. 


Germany 
Comparative Advertising 
German Courts have repeatedly held that comparative adver- 
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tising constitutes unfair competition. In a decision rendered on 
July 8, 1953, the Court of Appeals of Hamburg pointed out that 
a general reference to the offers of competitors may not be re- 
garded as comparative advertising since the latter requires a 
specific reference to individual competitors. The Court further 
stated that comparative advertising is against the law even if it 
consists of truthful statements. 


On the Defense of Laches (Verwirkung) 


A decision of the Court of Appeals of Duesseldorf, rendered 
on June 12, 1953, which in the meantime has become final, deals 
with the important defense of laches which is often raised by 
infringers of trade-mark rights. The gist of this defense is that 
Plaintiff has unreasonably delayed taking steps to protect his 
trade-mark rights in the face of a continuing infringement, and 
in the meantime the Defendant, by way of extensive sales and 
advertising, has acquired an interest in the mark which deserves 
protection. 

As to the delay that is permitted to the Plaintiff before 
taking steps in defense of his rights without risking the defense of 
Verwirkung, the Duesseldorf Court has now held that the Plaintiff 
may well wait for three months with the dispatch of a warning 
letter after having acquired knowledge of the infringement and 
that he may defer instituting an infringement action for another 
sixteen months. In this connection, the Court points out that at 
the time the turnover of the defendant was not such that it had 
considerable effect on the activity of the Plaintiff. The fact that 
the Plaintiff had not filed opposition against the Defendant’s 
application for registration of its trade mark is declared irrelevant 
by the Court. The Court states that the owner of a registered 
mark is not to be expected to oppose every subsequent application 
for a conflicting mark. “Many marks which are sought to be regis- 
tered are never used and many others never acquire any particular 
importance in business. ‘T’o the owner of a registered mark only 
those trade-marks are of interest which are used in business to a 
considerable extent. The owner of a registered mark, therefore, 
is expected to proceed only against those trade marks.” 


When rendering the decision against Defendant, the Court 
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further took into consideration that Defendant, since it registered 
the mark without a search for anticipations, had not acquired a 
bona fide vested interest in its mark. 


Great Britain 
The Merchandise Marks Act, 1953 
The above British legislation reported in 43 TMR 173, 366 
and 44 TMR 32 went into effect February 1, 1954. 
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NON-PROPRIETARY NAMES FOR DRUGS MOVING 
IN INTERNATIONAL COMMERCE 

With reference to our notice published in the January issue 
of The Trade-Mark Reporter, page 35, we should like to call our 
readers’ attention to the following: 

A complete list of non-proprietary names as carried pre- 
viously in the WHO Chronicle can be found in: Patent and Trade 
Mark Review, January 1954, pp. 87-102. 

A List containing the English names only was printed in the 
Oil, Paint and Drug Reporter on February 8, 1954. 

Further references will be printed here as they become avail- 


able. 
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BOOK REVIEWS 


Trave Secrets. By Ridsdale Ellis. New York, Baker, Voorhis & 
Co., Ine., 1953. Pp. xxvii, 525. $20.00. 


Perhaps the most valuable recent addition to the literature 
on unfair competition is Mr. Ellis’ book, Trade-Secrets. The author 
is, of course, well known to the patent bar as the author of the 
leading treatise, “Patent Assignments and Licenses.” The present 
volume deals not only with the difficult problem of how to protect 
trade secrets but includes valuable discussion of agreements not 
to compete, has chapters on protection of new business ideas, and 
discusses the relationship between trade secret protection and 
patent protection. 

The treatise will be a very valuable tool to the practitioner in 
these fieids. 


Rapio AND TrLEviston Ricuts. A Standard Reference Book on 
the Law of Copyright, Trade-Marks and Unfair Competition 
and the Broadcasting Industry. By Harry P. Warner. Albany, 
N. Y., Matthew Bender & Co., Inc., 1953. Pp. xi, 1254. $35.00. 
This treatise is the second part of a work, the first volume 

of which was entitled Radio & Television Law. The present volume 

aims at covering not only the copyright law but the law of unfair 
competition and parts of trade-mark law as well. Separate chap- 
ters are devoted to such problems as protection of advertising 
and program ideas, registration of program names and character 
titles as service marks under the Trade-Mark Act of 1946, prob- 
lems involving the right of privacy and other related matters. 

The book is presented in one large compression binder; it is 

apparently intended to make available to purchasers periodic sup- 

plements in loose-leaf form. 


Te 
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SILVERS v. RUSSELL, et al. 
No. 13957—D.C., S$. D. California, C. D.—June 10, 1953 


COPYRIGHTS 

Copyright statute requires publication of the work with notice and prompt 
deposit in Copyright Office of 2 complete copies of the publication. Delay in 
deposit does not invalidate copyright nor bar institution of suit. 

Sufficient originality exists in label STEPPING TONES with fanciful representa- 
tion of girl dancing on phonograph as to be copyrightable. 

Facts show substantial copying which is chief element constituting infringe 
ment. 

TRADE-MARK Act or 1946—REGISTRABILITY—IN GENERAL ; 

Mark comprised of fanciful representation of girl dancing on phonograph 
record, where the record is disclaimed, together with the phrase STEPPING TONES 
constitutes a valid mark and the proprietary right therein would be protected as 
unfair competition even in the absence of registration. 

Defendants’ label bears phrase ‘‘trade-mark registered U. 8. Patent Office’’ 
where no registration exists. Deception such as this may be considered in deter- 
mining whether there is fortuitous imitation or a caleulated determination to 
appropriate plaintiff’s mark. 

UNFAIR COMPETITION—IN GENERAL 

If similarity of marks is likely to result in confusion of source protection 
will be afforded. However, where question is in federal court the determination 
is governed by local state law and California decisions grant relief where likelihood 
of consumer confusion irrespective of whether practice be unfair or fraudulent. 
Ultimate test is deception of public and if present absence of competition will be 
disregarded. 

Finding of unfair competition does not require showing of fraud or palm- 
ing-off. 

Action by Silvers v. Russell et al. for copyright and trade-mark in- 
fringement and unfair competition. Judgment for plaintiff. 

Bernard Reich, of Beverly Hills, California and John B. Brady, of Wash- 
ington, D. C. for plaintiff. 
Lyon & Lyon, Reginald E. Caughey, Robert Douglas Lyon, and Charles 

G. Lyon, of Los Angeles, California for defendants. 

YANKWICH, Chief Judge. 

The complaint is for infringement of copyright, trade mark and unfair 
competition and consists of four counts. Injunction and damages are 
sought. The basis for the complaint is the claim, both under Federal 
copyright laws and under state and federal trade marks registration, of 
a distinctive mark, used as a label on phonograph records and catalogs 
advertising such records, and consisting of the representation of a phono- 
graph record, with a girl in ballet costume dancing on it. In conjunction 
with it the words STEPPING TONES are also used. 
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I. THE REQUIREMENTS OF THE LAW OF COPYRIGHT 


Before discussing, in detail, the facts in the case and the legal princi- 
ples involved, we point to the fact that two things are necessary to acquire 
federal copyright: (1) publication of the work with notice, 17 U.S.C. 
§ 10, and (2) prompt deposit in the Copyright Office or in the mail of two 
complete copies of the best edition of the publication. 17 U.S.C. § 13. The 
statute also provides: 

*‘No action or proceeding shall be maintained for infringement 
of copyright in any work until the provisions of this title with respect 
to the deposit of copies and registration of such work shall have been 
complied with.’’ 17 U.S.C. § 13. 


A copyright claim was allowed in the name of the plaintiff as successor 
in interest of the author, Zion Myers, on October 5, 1950. The Certificate 
of Registration give March 29, 1937, as the publication date shown by the 
affidavit. At first glance it would seem that so great a lapse of time between 
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publication and deposit would invalidate the claim of copyright. For it 
might well be argued that a deposit after a lapse of over thirteen years was 
not compliance with the statute which requires that copies ‘‘shall be 
promptly deposited’’. 17 U.S.C. § 13. But the Courts have held that delay 
in deposit, while resulting in the penalties of the copyright statute,—a fine 
of $100 and double the price of the copies,—17 U.S.C. § 14, does not affect 
the validity of the copyright. This, despite the fact that this section pro- 
vides,—as did section 13 of the prior Act,—that upon failure to deposit 
after demand ‘‘the copyright shall become void.’’ 

In 1939, the Supreme Court in interpreting section 12 of the Copyright 
Act of 1909—which was the predecessor of the present section 13—in a 
ease where there had been a delay of deposit of nine months held that 
such delay did not prohibit an action based on infringement prior to the 
date of the deposit. The Court said: 


‘‘Petitioner’s claim of copyright came to fruition immediately 
upon publication. Without further notice it was good against all the 
world. Its value depended upon the possibility of enforcement. 

‘‘The use of the word ‘until’ in section 12 rather than ‘unless’ 
indicates that mere delay in making deposit of copies was not enough 
to cause forfeiture of the right theretofore distinctly granted.’’ 
Washingtonian Publishing Co. v. Pearson, 306 U.S. 30, 39. (Emphasis 
added. ) 


The Court also ruled that the penalty then provided in section 13 
and now contained in section 14 is the only penalty for failure to deposit, 
saying: 

‘‘The penalty for delay clearly specified in section 13 is adequate 
for punishment of delinquents and to enforce contribution of desirable 
books to the Library. To give section 12 a more drastic effect would 
tend to defeat the broad purpose of the enactment. The Report of the 
Congressional Committee points out that forefeiture after notice and 
three months’ further delay was thought too severe by some. Nowhere 
does it suggest approval of the much more drastic result now insisted 
upon by respondents. 

‘*Read together as the Committee which reported the bill said they 
should be, sections 12 and 13 show, we think, the Congress intended 
that prompt deposit when deemed necessary should be enforced 
through actual notice by the register; also that while no action can 
be maintained before copies are actually deposited, mere delay will not 
destroy the right to sue. Such forfeitures are never to be incurred 
from doubtful language.’’ Washington Publishing Co. v. Pearson, 
supra, 306 U.S. at pages 41-42. (Emphasis added.) 


The Court of Appeals for the Second Cireuit in Shapiro, Bernstein 
& Co. v. Jerry Vogen Music Co., 161 F.2d 406, 408 [37 TMR 676], followed 
this ruling in a case where the claim of original copyright had been made 
in 1912 and a deposit was actually not made until 1939 when the successor 
in interest of the original copyright owner sought a renewal. So the effect 
of failure to deposit promptly, so far as the institution of a civil action is 
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concerned, merely means that no action can be maintained until there has 
been compliance with the Act. That is the teaching of both cases just 
cited.? 

II. TrapgE Marks AND UNFAIR COMPETITION 


A claim to trade mark filed with the Secretary of State of California 
under California law, California Business and Professions Code, §§ 14,400- 
14,402, was allowed on March 29, 1937. The Claim described the marks 
as ‘‘the words Stepping Tones with the figure of a dancing girl,’’ ete. 
‘‘used in connection with the production and sale of phonograph records’’. 
A federal trade mark was not secured until March 14, 1952, on an applica- 
tion dated November 13, 1950. It was secured in the name of the plaintiff. 
The file wrapper, introduced into evidence by the defendant, shows that 
the original claim was rejected because of uncertainty as to whether the 
claim extended also to the ‘‘representation of the record per se apart 
from the mark as shown’’. It was finally allowed when a disclaimer as to 
such representation was filed. 


In our view, the mark was clearly valid under the Trade Mark Act. 
15 U.S.C. §§1051-1052. The representation of a dancing girl on top of a 
phonograph record is a fanciful idea. A dancing girl in front of a phono- 
graph record might not be fanciful because dancers dance to phonograph 
records, but not on top of phonograph records. So the cases upon which the 
defendant relies in urging the invalidity of the mark, such as the repre- 
sentation of a horse on a box containing a horse medicine, Bickmore Gall 
Cure Co. v. Karns Mfg. Co., 126 F. 573, or the representation of a woman 
pouring the contents of a can into a toilet bowl, Judson Dunaway Corp v. 
Hygienic Products Co., 178 F.2d 461 [40 TMR 113], or the representation 
of a circle or ball as a symbol, Mishawaka Rubber & Woolen Mfg. Co. v. 
S. 8. Kresge Co., 119 F.2d 316, 325 [32 TMR 42], do not apply. For in 
those cases, the Courts were dealing either with an indistinct symbol, such 
as a circle or ball or the representation of a figure of an animal or a human 
being. And they held that their use did not prevent others from using 
them in a different manner. Indeed, the Judson case, upon which greatest 
reliance is placed by the defendant,—the ‘‘Sani-Flush’’ case,—recognized 
the validity of the mark but merely held that the use of the word 
‘*Vanish’’ and the contrasts in posture of the figure showed a distinction 
which militated against infringement. The Court said: 

‘*Of course, the defendant cannot represent its product in use in 
such a setting, or in such a way, as to render it likely that the pur- 
chasing public will confuse its product with that of the plaintiff. But 
this does not mean that the defendant is relegated to advertising its 
product by showing it in use by an old crone in a mother hubbard 
with a scowl on her face. Clearly in advertising, to quote from the 
current musical play ‘South Pacific’, ‘There is nothing like the frame 


1. This point is treated first because at the hearing I was inclined to the view 
that the long delay might prevent recovery altogether. 
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of a dame’, and we cannot see why the defendant is not as much en- 
titled to take commercial advantage of pulchritude as the plaintiff.’’ 
Judson Dunaway Corp. v. Hygienic Products Co., 178 F.2d 461, 466 
[40 TMR 113]. 


We return to the label involved here and apply to it the criteria of 
these cases. And the conclusion is warranted that we are not dealing with 
a mere representation of a woman or animal in an ordinary position. We 
are dealing with a fanciful conception, a girl dancing on top of a phono- 
graph record. This is a distinctive mark entitled to registration and cul- 
minated in a proprietary right, the infringement of which would, even 
in the absence of registration, be protected as unfair competition. It was 
also ‘‘an original expression of an idea’’ as that phrase is used in the law 
of copyright. 

Originality in the realm of copyright ‘‘* * * refers to the form of 


expression and not to novelty in the subject matter.’’ Chamberlin v. 
Uris Sales Corporation, 150 F.2d 512, 513. (Emphasis added.) 


See Dorsey v. Old Surety Life Ins. Co., 98 F.2d 872, 873; Harold Lloyd 
Corporation v. Witwer, 65 F.2d 1, 24; Ansehl y. Puritan Pharmaceutical 
Co., 61 F.2d 131, 135-136. Ricker v. General Electric Co., 162 F.2d 141, 
142; Alfred Bell & Co., Ltd. v. Catalda Fine Arts, Inc., 191 F.2d 99, 101- 
102. Yankwich Originality in the Law of Intellectual Property, 1951, 11 
F.R.D. 457, 482.2 If, as appears here, the mark has enough originality to 
be ecopyrightable, it certainly is distinctive enough to satisfy the lesser 
demands of trade mark law. In the latter field, the courts have drawn 
the distinction between illustrations which merely describe a product,— 
the functional, and the non-functional which are a whimsical representation 
of a particular product. Enterprise Manufacturing Co. v. Landers, Frary 
& Clark, 131 F. 240 (the ‘‘eoffee mill’? case considered by many as the 
first case on the subject); Crescent Tool Co. v. Kilborn & Bishop Co., 
247 F. 299; William R. Warner & Company v. Eli Lilly & Company, 
265 U.S. 526, 431-532; Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 
128 [37 TMR 323]. One of the best statements of the rule is found in a 
ease decided by our own Court of Appeals, Pagliero v. Wallace China Co., 
198 F.2d 339, 343 [42 TMR 839]: 

‘*Imitation of the physical details and designs of a competitor’s 
product may be actionable, if the particular features imitated are 
‘non-functional’ and have acquired a secondary meaning. Crescent 
Tool Co. v. Kilborn & Bishop Co., 247 F. 299. But, where the features 
are ‘functional’ there is normally no right to relief. ‘Functional’ in 
this sense might be said to connote other than a trade mark purpose. 
If the particular feature is an important ingredient in the commercial 
suecess of the. product, the interest in free competition permits its 
imitation in the absence of a patent or copyright. On the other hand, 
where the feature or, more aptly, design, is a mere arbitrary embel- 
2. Under the California statute ‘‘any person who has first adopted and used a 


trade name, whether within or beyond the limits of this State, is its original owner.’’ 
California Business and Professions Code, §14,400. 
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lishment, a form of dress for the goods primarily adopted for purposes 
of identification and individuality, and, hence, unrelated to basic 
consumer demands in connection with the product, imitation may be 
forbidden where the requisite showing of secondary meaning is made. 
Under such circumstances, since effective competition may be under- 
taken without imitation, the law grants protection.’’ (Emphasis added. ) 
In the light of these cases, a horse’s head describing horse medicine, 
Bickmore Gall cure Co. v. Karns Mfg. Co., 126 F. 573, a woman pouring 
cleanser into a bowl, Judson Dunaway Corp. v. Hygienic Products Co., 
178 F.2d 461 [40 TMR 113] a girl dancing would be functional. But a 
girl dancing on a phonograph record is nonfunctional, as it is a fictional 
representation not of dancing records generally but of plaintiff’s records 
used to teach dancing. 


III. THe DISTINCTIVENESS OF THE MARK 


There is direct authority for holding that the use of even a human 
figure in an original manner is protected. In Gross v. Seligman, 212 F. 
930, an artist posed a model in the nude and from it produced a photograph 
which he called ‘‘The Grace of Youth’’. He copyrighted it and sold 
his rights to the plaintiff. Two years later, the artist placed the same 
model in the identical pose and made another photograph. In the second 
photograph the model wore a smile and held a cherry stem between her 


teeth and was called CHERRY RIPE, while in the first one she was posed 
with her face in repose. The. backgrounds were not identical and there 
were some changes in the contours of the model’s figure. The Court held 
that the second photograph could not be regarded as an independent con- 
ception saying: 

‘‘The ease is quite similar to those where indirect copying, 
through the use of living pictures, was held to be an infringement of 
copyright. Hanfstaengle v. Baines & Co. (L.R. 1894) A.C. 20, 30; 
Turner v. Robinson, 10 Irish Chancery 121, 510. 

‘““The eye of an artist or a connoisseur will, no doubt, find dif- 
ferences between these two photographs. The backgrounds are not 
identical, the model in one ease is sedate, in the other smiling; more- 
over the young woman was two years older when the later photograph 
was taken, and some slight changes in the contours of her figure 
are discoverable. But the identities are much greater than the dif- 
ferences, and it seems to us that the artist was careful to introduce 
only enough differences to argue about, while undertaking to make 
what would seem to be a copy of the ordinary purchaser who did 
not have both photographs before him at the same time. In this 
undertaking we think he succeeded.’’ Gross v. Seligman, supra 212 
F. at pages 931-932 (Emphasis added.) 


A similar ruling was made in Doeskin Products v. United Paper Co., 195 
F.2d 356 [42 TMR 555], in which the trade marks por and DOESKIN 
on paper napkins and other paper products, with the representation of a 
doe was protected against an infringer who sought to sell the same prod- 
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ucts under the name of FAWN and the use of the pictorial representation 
of a fawn or doe. These cases indicate the identity of the criteria in 
determining originality under the law of copyright and distinctiveness of 
a mark under the law of trade marks.® 


TV. INFRINGEMENT AND UNFAIR TRADE PRACTICE 


In what precedes, we have indicated why, in our opinion, the mark 
involved here has the originality of expression required in the law of 
copyright, and the distinctiveness required by the law of trade marks. 
Before proceeding to discuss the facts relating to use, and the similarity 
of the mark used by the defendant, we quote a summary of the law which 
we have sought to expound in the preceding subdivision as to the distinc- 
tiveness of marks, from one of the late decisions of the Court of Appeals 
for the Ninth Circuit. 


The case is American Automobile Ins. Co. v. American Auto Club, 
184 F.2d 407, 409 [40 TMR 955], in which the Court said: 


‘‘Generiec terms and words descriptive of place are publici juris 
and not subject to exclusive appropriation. But where there appears 
use of such in connection with goods or business so that the public 
identifies them with a particular trader they take on a secondary 
meaning which will be protected against another’s deceptive use 
thereof. 


‘‘A greater degree of protection is afforded to fanciful trade 
names than to names in common use. Where a generic word is widely 
used in the designation of many diverse businesses, its use by one 
may not be prohibited at the behest of another, even in closely related 
fields, unless such use will indicate a common origin or endanger the 
business reputation of the other. As expressed by this Court in 
Treager v. Gordon-Allen, Ltd., 71 F.2d 766, 768 [24 TMR 419}. 
‘There is a distinction as to the degree of exclusiveness of appropria- 
tion accorded to the originator of a trade name depending upon the 
name selected. ‘‘If the name or mark be truly arbitrary, strange, 
and fanciful, it is more specially and peculiarly significant and sug- 
gestive of one man’s goods, than when it is frequently used by many 
and in many different kinds of business.’’ France Milling Co. Vv. 
Washburn-Crosby Co., 7 F.2d 304, 306.’ ’’ (Emphasis added.) 


In the realm of unfair trade practices or unfair competition, pro- 
tection will be afforded if the similarity is likely to result in confusion of 
source. Restatement, Torts, Sec. 716, Comment B, Sec. 727; Sunbeam 


3. ‘‘Of course, these observations are intended to apply to ornamental designs, 
of pictorial illustrations addressed to the taste. Of these it may be said that their 
form is their essence, and their object, the production of pleasure in their contempla- 
tion. This is their final end. They are as much the praduct of genius and the result 
of composition, as are the lines of the poet or the historian’s periods.’’. Baker v. 
Selden, 1879, 101 U.S. 99, 103. (Emphasis added.) 

‘*Obviously, it seems to us, the appellee could not copyright a system or method 
of selling a product. Baker v. Selden, 101 U.S. 99. It could copright a set of original 
symbols or designs which it uses as a means of effectively the sale of its product.’’ 
Kaeser & Blair, Inc. v. Merchants’ Ass’n, Inc., 64 F.2d 575, 577. 
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Lighting Co. v. Sunbeam Corp., 183 F.2d 969 [40 TMR 669, 968]; Sun- 
beam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141 [40 TMR 308]. 
And see the writer’s opinion in Brooks Bros. v. Brooks Clothing Co., 60 
F.Supp. 442, 449-451 [35 TMR 99], and cases cited in footnotes 12 to 25. 


Unfair competition is now governed by local state law. Pecheur Loz- 
enge Co., Inc. v. National Candy Co., Inc., 315 U.S. 666 [832 TMR 194]; 
Jewel Tea Co., Inc. v. Kraus, 187 F.2d 278, 282 [41 TMR 134]. So when 
a cause of action for unfair competition is tried in the federal court on 
the theory of ‘‘pendent jurisdiction’’, 28 U.S.C. § 1338(b); Hurn v. 
Oursler, 289 U.S. 238; Armstrong Paint & Varnish Works v. Nu-Enamel 
Corp., 305 U.S. 315, 324 [29 TMR 3], state law must be applied. Cali- 
fornia decisions grant relief when there is likelihood of consumer-con- 
fusion, whether the practice be unfair or fraudulent. California Civil 
Code, § 3369; Winfield v. Charles, 77 Cal. App.2d 64, 70, 175 P.2d 69; 
Eastern-Columbia, Inc. v. Waldman, 30 Cal.2d 268, 270-271 [37 TMR 
46]; American Distilling Co. v. Bellows & Co., Inc., 102 Cal. App.2d 8, 
25; MacSweeney Enterprises, Inc. v. Tarantino, 106 Cal.App.2d 504, 513; 
McCord Company v. Plotnick, 108 Cal.App.2d 392, 395 [41 TMR 1084]. 
These late cases and may older cases which they follow lay down the rule 
that the ultimate test is whether the public is likely to be deceived. 
Wood v. Peffer, 55 Cal.App.2d 116, 122. When this is the case, absence 
of competition in the same field will be disregarded.* 

In the case before us, the competition is in the same field. And the 
question to determine is whether there was imitation, likely to mislead 
the public. Our conclusion is that the infringement was not only likely 
to deceive but that it did actually deceive. 


VY. Srmimarity AND CopyING 


The plaintiff and his predecessors have used the mark since 1937 
in conjunction with phonograph records, designed for use by teachers of 
dancing. Large sums of money were spent in advertising the mark which 
was used on phonograph records and on catalogs describing such records. 
The records were also advertised by means of exhibits at gatherings of 
dancing teachers. The plaintiff’s label imitated a substantial portion of 
the mark,—that is, the dancer on the phonograph record. Even the 
feminine figure and the posture in which she stands are alike. The plain- 
tiff’s mark represents a typical ballet dancer with a ruffled skirt standing 
with both feet together in the center of the record with her arms stretched 
out at a wide angle above her head. The mark of the defendant also 
represents a dancer in a similar skirt. She stands with her feet wide- 
spread on the record, and has a hood rather than a hat on. But her arms 


4. We note this qualification merely because the Court of Appeals in Sunbeam 
Lighting Co. v. Sunbeam Corp., supra, and Sunbeam Furniture Corp. v. Sunbeam 
Corp., supra, seems to have restricted the remedy to competitive fields only. 
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are stretched out in the same manner and at the same angle as the dancer’s 
on the plaintiff’s mark. The average person looking at the two marks 
would see very little distinction between them. See Gross v. Seligman 
212 F. 930, 931-932. 


The defendant is a late-comer in the field. He admits purchasing 
dance records from the plaintiff’s predecessor as early as 1937 and 1938, 
and being familiar with the mark from that time on. He was then chiefly 
engaged in conducting a dancing school. He entered the field of record 
making for sale in 1946, using a ‘‘tap’’ label. He began using the infring- 
ing mark on letterheads, catalogues and labels, set between the words 
‘“Russell Reeords’’, in 1951. 


There is evidence of the defendant’s using on one side of his records, 
the red color which is characteristic of the plaintiff’s label for the name, 
the dancing girl, and, indeed, all the writing on the label and to a great 
extent, on the advertisements. Even the phrase ‘‘ask your teacher’’ used 
in some of the advertising of the plaintiff is reproduced in some of the 
literature of the defendant. Although the defendant admitted that he 
never registered the mark, all the labels on his records issued to the present 
time, bear the designation ‘‘Trade mark registered, U. S. Patent Office’’. 
In explanation, the defendant stated that the label was printed from a 
standard cut, and ‘‘would be used until destroyed’’. It may be true, as the 
defendant claims, that this is not a violation of law. But it is the type of 
deception which may be considered in determining whether there was 
fortuitous imitation or a caleulated determination to appropriate and cap- 
italize on the mark which over a long period of years had been the prop- 
erty of the plaintiff, and had become associated with his product. The 
absence of a showing of fraud or palming off ‘‘does not undermine the 
finding of unfair competition’’. Champion Spark Plug Co. v. Sanders, 331 
U.S. 125, 130 [87 TMR 323]. Here there is proof of both. These and other 
facts in the record lead to the conclusion that the mark was used 


‘‘in a deliberate attempt to confuse and to mislead the public into 
believing that the product was sponsored or manufactured by respond- 
ent.’’ MacSweeney Enterprises v. Tarantino supra, 106 Cal.App.2d 
at page 514. 


The facts examined in the light of the law of copyright show the 
chief element necessary to constitute infringement, substantial copying. 
See Heim v. Universal Pictures Co., Inc., 154 F.2d 480, 487. And whether 
we deal with infringement of a copyright or of a trade mark, the facts 
supporting infringement would also constitute unfair competition, although 
the method of computing damages might be different. See Brooks Bros. 
v. Brooks Clothing Co., supra, 60 F.Supp. at page 447 [35 TMR 99]. As 
said by the Supreme Court in Armstrong Paint & Varnish Works v. Nu- 
Enamel Corporation, 305 U.S. 315, 325 [29 TMR 3]. 


‘‘The facts supporting a suit for infringement and one for unfair 
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competition are substantially the same. They constitute and make plain 
the wrong complained of, the violation of the right to exclusive use.’’ 


See 15 U.S.C. § 1126(h) and (i) ; Jewel Tea Co. v. Kraus, 187 F.2d 278, 
282 [41 TMR 134]; Comment, Trade Name Infringement as Unfair Com- 
petition, 1952, 40 Cal. Law Rev. 571; Note, Trade Marks, Unfair Competi- 
tion and the Courts, 1953, Harvard L.Rev. 1094. 


Judgment will, therefore, be for the plaintiff. 


G. B. KENT & SONS, LTD. v. P. LORILLARD COMPANY 
No. 80-296—D. C., $.D. N.Y.—August 11, 1953 


REMEDIES—INFRINGEMENT 

Test of trade-mark infringement under Lanham Act is likelihood of confusion 

and this is so regardless of whether or not the products are identical. 
REMEDIES—EVIDENCE 

Need not show actual confusion; likelihod of confusion by an appreciable num- 
ber of ordinarily prudent purchasers is sufficient. 

Evidence of defendants bad faith may be strong evidence of the likelihood of 
confusion. In absence of fraud, court must resort to other criteria, such as strength 
of plaintiff ’s mark, the area of concurrent sale, relationship of goods and similarity 
of marks. 

Complete lack of proof of confusion significant where goods are sold in some 
stores. 

REMEDIES— DEFENSES 

Large advertising expenditures by defendant tend to refute contention that 
name was adopted in order to profit from plaintiff’s reputation but if such were the 
case large expenditures would be an aggravation of the offense. 

REMEDIES—INFRINGEMENT—SIMILARITY OF GOODS 

Cigarettes and brushes too dissimilar to be thought to emanate from same 

source by any appreciable number of prudent purchasers 
TRADE-MarkK Act oF 1946—REGISTRABILITY—GEOGRAPHIC TERMS 
TRADE-MarK ActT OF 1946—REGISTRABILITY—SURNAMES 

KENT is both a geographic name and surname and its use in this country and 
abroad on other products tends to dilute the mark and lessens likelihood that 
public will be deceived into thinking that defendant’s cigarettes are manufactured 
by plaintiff. 

DEFENSES—EVIDENCE 

Plaintiff’s use of a crest and defendants’ use of a castle and gold and white 
stripe may in the use of the particular symbols suggest royalty but there is other- 
wise a complete lack of similarity. Nor does failure to print name of defendant 
on face of package manifest a desire to indicate British origin since to use on 
wrapper rebuts any such purpose. 

ComMON LAW TRADE-MARKS—SOOPE OF PROTECTION 

Senior users right to be protected against use of identical mark on non com- 
petitive goods not absolute and court will not enjoin use of mark on dissimilar 
non-competitive goods where no likelihood of tarnishment or confusion is shown 
and senior user has shown no real intent to enter field. 

REMEDIES—INFRINGEMENT— DILUTION 

Where courts extend trade-mark protection under the dilution doctrine against 
a mark identical or similar to that of a senior user there must be likelihood of 
confusion present. 
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Action for trade-mark infringement and unfair competition by G. B. 
Kent & Sons, Ltd. v. P. Lorillard Company. Defendant counterclaims 
for declaratory judgment. Both parties move for summary judgment. 
Plaintiff’s motion denied; defendant’s motion granted. 

Lewis & Mound (Milton N. Mound, Richard Wincor, and Herbert F. 

Schmelzer of counsel), all of New York, N. Y. for plaintiff. 
Campbell, Brumbaugh, Free & Graves (Walter H. Free, Thomas L. Per- 

kins, Robert McCormack, and James N. Buckner of counsel) of New 

York, N. Y. for defendant. 

WEINFELD, District Judge. 


G. B. Kent & Sons, Ltd., an English concern, brings this action against 
P. Lorillard Company, a New Jersey corporation, alleging trade mark 
infringement and unfair competition. Plaintiff seeks to enjoin the defendant 
from using the name KENT in connection with the sale and distribution of 
cigarettes and from using white and gold coloring with the design of a 
castle on packages or containers of cigarettes. The defendant counter- 
claims for a declaratory judgment that plaintiff has no title to KENT as a 
name for cigarettes or other tobacco products, that defendant’s use of 
KENT does not infringe any of plaintiff’s trade mark rights and that defend- 
ant’s sale of cigarettes under the name of KENT is not likely to mislead the 
public into believing that the Kent cigarette is manufactured and sold by 
the plaintiff. 


Both sides move for summary judgment pursuant to Rule 56 of the 
Federal Rules of Civil Procedure. The motions are based upon the plead- 
ings, affidavits, extensive depositions taken before trial of various principal 
representatives of the litigants and many exhibits. The parties are in 
agreement that no dispute exists as to the controlling facts and that the 
matter is ripe for summary judgment. In their joint desire to secure a 
determination under Rule 56, they advised the Court that if any triable 
issue of fact should be found, they were prepared to stipulate with respect 
thereto. Subsequently, upon the Court’s drawing to their attention pos- 
sible issues of fact, they entered into a stipulation which will be referred 
to in more detail later on. 


Plaintiff was incorporated in 1900. It is the successor to the HOUSE OF 
KENT founded in England in 1777 by William Kent and continued there- 
after through five generations of his male heirs.! It is from this family 
name that the trade mark rights in KENT are derived. Plaintiff’s primary 
business has always been the making and selling of the highest quality 
combs and brushes (including hair, shaving, tooth, nail and paint brushes), 
although at various periods it has sold other products.? Plaintiff’s mer- 
chandise has been sold under its trade mark in every civilized country 
of the world—as its managing director put it, from ‘‘ Aden to Zanzibar.’’ 

1. Hereafter, plaintiff’s predecessors are included in the appellation ‘‘plaintiff’’. 


» 


2. Such products presently include mirrors, nail files and wallet cases. 
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In the United States, its products are sold to Cosby Brush and Import 
Co., Inc. (hereafter called ‘‘Cosby’’), a New York corporation; Cosby in 
turn sells to various retail outlets. 


Since 1777 in England and 1878 in the United States, plaintiff has 
used the trade mark KENT upon its products. In 1931, a subsidiary of 
plaintiff obtained a certificate of registration of its mark, KENT, for vari- 
ous brushes.* In February, 1951, the registration was renewed to plaintiff. 


Unquestionably plaintiff has attained a world-wide reputation in the 
field of brushes; it has built up a substantial good will in the name KENT 
and has imbued it with a secondary meaning as to the products plaintiff 
manufactures. The high quality of its merchandise is attested to by many 
prizes and awards at trade expositions and by warrant issued by the 
royal family of England. However, plaintiff has catered to a luxury 
group of customers and in consequence the distribution of its products 
has been limited. Its sales policy has been away from mass distribution 
concepts. To avoid the impairment of its reputation it has restricted the 
retail outlets, in which its products are sold, to those of the ‘‘highest class’’. 

Plaintiff’s advertising campaigns though steady through the years 
have involved modest expenditures. Thus, from 1947 to 1952, the sums 
spent on all advertising, including that spent by its customers for coop- 
erative advertising, was $250,000, an average of less than $50,000 per 
year. To this might be added the value of display advertising in various 
stores which sell plaintiff’s products. 

Since 1950 the average dollar volume on sales in the United States 
‘thas exceeded’’ $750,000 annually. More precise figures of sales in the 
United States have not been submitted. 

The name KENT is stamped on each item sold by the plaintiff. Most of 
plaintiff’s products are packaged in distinctive designs and colors—among 
which are boxes colored with broad vertical gold and white stripes bearing 
the design of a castle or crown. The plaintiff charges that the defendant 
has not only misappropriated its trade mark, but also has simulated this 
design. 

Defendant, P. Lorillard Company, whose business was established in 
1760, is the manufacturer of brand name cigarettes including OLD GOLD 
and EMBASSY and other tobacco products. The Kent cigarette was not 
marketed by the defendant until March, 1952. Prior thereto, from May 
to October, 1950, the defendant was engaged in developing a new filter type 
cigarette. 

During the process of development, Robert M. Ganger, then Executive 
Vice-President of the defendant, with considerable advertising agency 
experience, selected the name KENT for the new filter cigarette. The various 


3. This was filed in Class 29 of the Patent Office and covered toothbrushes, hair- 
brushes, handbrushes, bath brushes, clothes brushes, hat brushes, shaving brushes, com- 
plexion brushes and military brushes. 
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factors which led to the choice of name are discussed hereafter, but one 
reason was to honor Herbert A. Kent, then President of the defendant 
and soon to retire after more than 25 years association with the defendant. 
At the time, October 1950, neither Kent nor defendant’s advertising direc- 
tor, Alden James, were consulted by Ganger. The naming of the cigarette 
in honor of Kent was intended as a surprise to him and the proposed use of 
his name was not to be divulged nor his consent requested until it was 
clear that the name KENT on cigarettes would not be violative of the rights 
of third parties. Also, in October of 1950, when it was concluded that 
the new filter cigarette was desirable for marketing, counsel for the 
defendant were asked to investigate the availability of the trade mark 
KENT. After investigation, they concluded that only one registered trade 
mark KENTWOOD, issued for tobacco, offered possible conflict with KENT 
on cigarettes, and after protracted negotiations the defendant purchased 
an assignment of it. 


Early in 1951 after counsel had concluded that the name was avail- 
able, Herbert Kent was asked to give his consent to the use of his name, 
and in June, 1951, James was told of the decision. It appears that both 
Kent and James, unlike Ganger, knew of plaintiff’s use of KENT on its 
brushes, but each felt that the yet unmarketed cigarette was so dissimilar 
from plaintiff’s products, that there was no possibility of confusion—a 
view which, of course, had the concurrence of defendant’s counsel. 

On March 26, 1952, the KENT cigarette was formally introduced to 
the public. The initial sales were launched with double page advertise- 
ments in the major newspapers in New York City, Chicago and Los Angles. 
Later, television programs were also included in the promotional program. 
Total advertising expenditures during 1952 for the new cigarette amounted 
to approximately $1,550,000 and the sale of Kent cigarettes has been in 
the hundreds of millions. 

Prior to the large-scale launching of the cigarette, the defendant in 
January, 1952, had sold nominal quantities in interstate commerce under 
the name of KENT and filed an application for its registration as a trade 
mark for cigarettes in the United States Patent Office, which was refused 
‘*for the reason that the word KENT which comprised the mark is pri- 
marily a surname.* After the defendant had undertaken its large-scale 
selling and promotional program and had made distribution of the ciga- 
rettes in thirty-four states and the District of Columbia, it filed affidavits 
setting forth the facts and requested registration under Section 2(f) of 
the Lanham Act upon the ground that KENT had become distinctive of 
defendant’s cigarette.5 Thereafter, in April, 1953, registration of KENT 
as a trade mark for cigarettes was approved and a certificate of registra- 
tion duly issued by the Patent Office of the defendant. 


4. Sec. 2(e) of the Lanham Act, 15 U.S.C. See. 1052(e) (3). 
5. 15 U.S.C. See. 1052 (f). 
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Plaintiff claims that it first learned of Kent cigarettes in October, 
1952, when its managing director arrived in the United States on a business 
trip. Shortly thereafter, on October 31, 1952, a little over seven months 
subsequent to the formal introduction of the cigarette, the defendant was 
notified of the plaintiff’s claim of infringement. On November 11, 1952, 
after a discussion between counsel for.both parties which proved abortive, 
plaintiff commenced this action. 


Jurisdiction is based upon the Lanham Act® and diversity of citizen- 
ship? with pendent jurisdiction upon the claim of unfair competition.® 
I need not discuss which law, State or Federal, is applicable to this ease, 
for the Court of Appeals for this cireuit has recently said that ‘‘* * * the 
state law is not at odds with our own cases * * *,’’9 

Defendant’s basic argument in reply to plaintiff’s claim of infringe- 
ment and unfair competition, is that the products are so dissimilar and 
remote they are not in competition and that there is no likelihood of 
confusion. Plaintiff urges to the contrary that there is likelihood of con- 
fusion and contends that even if there were none, it is still entitled to 
legal protection of its interest in preventing ‘‘dilution’’ of its trade mark 
KENT.1° 

Plaintiff’s right to injunctive relief under the Lanham Act!! depends 
upon a finding that the defendant’s use of KENT on cigarettes ‘‘* * * is 
likely to cause confusion or mistake or to deceive purchases as to the source 
of origin of such goods * * *.’7!2 The fact that the products are not 
identical, does not excuse if they are sufficiently similar to make confusion 
likely.1* Plaintiff need not show that some persons actually did believe 
that defendant’s cigarettes emanated from plaintiff.‘ The test is the 
likelihood that an appreciable number of ordinarily prudent purchasers 
will be confused.15 


15 U.S.C. See. 1114, 1121. 

28 U.S.C.A. 1332. 

U.S.C.A. 1338(b). 

9. - Hyde Park Clothes v. Hyde Park Fashions, 2 Cir. 204 F.2d 223, 226 [42 TMR 
650]. 

10. See Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 N.Y.S. 176; 
Schechter, ‘‘The Rational Basis of Trade Mark Protection’’ 40 Harv. L. Rev. 813, 825 
(1927). But compare Time, Inc. v. Life Color Laboratory, 279 App. Div. 51, 107 
N.Y.S. 2d 957 [42TMR 56] Aff’d. 303 N.Y. 965. 

11. 15 U.S.C. 1114(1). 

12. Likelihood of confusion is and has been the test of both trade mark infringe- 
ment and unfair competition claims. See The American Automobile Association and 
the Automobile Club of New York, 2 Cir., decided June 25, 1953. Admiral Corp. v. 
Penco, Inc., 2 Cir., 203 F.2d 517 [42 TMR 853]; Miles Shoes, Inc. v. R. H. Macy & 
Co., 2d Cir., 199 F.2d 602 [42 TMR 911]; Federal Telephone §& R. Corp. v. Federal 
Television Corp., 2 Cir., 180 F.2d 250; Standard Brands v. Smidler, 2 Cir., 151 F.2d 
34; Triangle Publications v. Rohrlich, 2 Cir., 167 F.2d 969 [38 TMR 516, 657]; Eastern 
Const. Co. v. Eastern Engineering Co., 246 N.Y. 459, 462; Philadelphia Storage Battery 
Co. v. Mindlin, 163 Misc. 52, 296 N.Y.S. 116. 

13. Admiral Corp. v. Penco, Inc., 203 F.2d 517, 521, and cases cited therein, [43 
TMR 616]. 

14. LaTouraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F.2d 115. Admiral 
Corp. v. Penco, Inc., 203 F.2d 517, 520, [43 TMR 616]. 

15. Miles Shoes, Inc. v. R. H. Macy & Co., 2 Cir., 199 F.2d 602, [42 TMR 911]; 
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Evidence of defendant’s bad faith and of an intent to palm off its 
product as that of the plaintiff, or to trade on the latter’s good will may be 
strong evidence of the likelihood of confusion.'® In the absence of fraud- 
ulent intent, however, the Court must rely upon other criteria, such as 
the strength of the plaintiff’s mark (i.e., the extent to which similar 
trade marks were issued and are used by others on various products) ,!7 
the area of concurrent sale, the extent to which the goods are related and 
the extent to which the trade marks are like each other. It is in the light 
of the foregoing that the facts must be evaluated. 

The question which first intrudes itself is, how did it come about 
that the defendant selected the name ‘‘Kent’’ for its new product? The 
man who seems to bear the responsibility for the decision, Ganger, swore 
that four considerations induced him to choose this name: 

(1) Herbert A. Kent, the retiring President of the defendant, was 
one of the most respected men in the tobacco business. Ganger felt that 
no greater tribute could be paid to Herbert Kent than to name a fine 
product after him. 

(2) Naming the product after Kent would’ enlist the enthusiastic 
support of the wholesale tobacco trade. Such support would substantially 
aid in securing a favorable reception to the new cigarette from the retail 
trade.18 

(3) Ganger believed that a short word was desirable as the name of 
the product. 

(4) KENT followed the ‘‘scheme of things’’ in the cigarette industry, 
it being a name of English extraction. Cigarette products generally in 
the past years had emphasized names associated with England; for 
example, Chesterfield, Pall Mall, Philip Morris and Parliament. 

Ganger has sworn that these factors, and these alone, led to the 
selection of KENT as the name for defendant’s cigarettes. He categorically 
denies that the purpose was to trade on plaintiff’s name or good will or 
that he had ever heard of plaintiff’s product prior to February, 1952, 
when he saw it in a store in Georgia. He says that he had known of other 
disparate products sold under the name of KENT. Indeed the parties have 
stipulated that there was no fraudulent intent on the part of the defend- 
ant in adopting KENT for its new cigarette.19 Hence there is no question 
Eastern Wine Corporation v. Winslow-Warren, Ltd, 2 Cir., 137 F.2d 955, 960 [33 TMR 
302]; Standard Brands v. Smidler, 2 Cir., 151 F.2d 34. 

16. Best § Co. v. Miller, 2 Cir., 167 F.2d 374, 377; L. E. Waterman Co. v. Gordon, 
2 Cir., 72 F.2d 272, 273 [24 TMR 347]. 

17. Federal Telephone & Radio Corp. v. Federal Television Corp., 2 Cir., 180 F.2d 
250, 252; Sunbeam Furniture Corp. v. Sunbeam Corp., 9th Cir., 191 F.2d 141, 144 [41 
TMR 818}. 

18. Upon this record the reasons for the selection of Kent’s name is not in dispute. 
Hence, this is not a case where the alleged infringer makes use of a corporate officer’s 
or stockholder’s name to give plausibility to an obvious attempt to trade upon the first 
user’s good will. Accordingly, the cases cited by plaintiff holding that the use of the 
name cannot be justified upon this ground in such circumstances are not in point. 


19. This was one of the fact stipulations entered into by the parties upon the 
Court directing attention to a possible issue of fact on this subject. 


aS tiyPaMise tee 
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in this case of an intent to palm off ‘‘Kent’’ cigarettes as emanating from 
the plaintiff, or to capitalize on its good will. 

Quite the contrary, a purpose to trade on plaintiff’s trade mark is at 
once repelled by the fact that the defendant, to acquaint the American 
public with the name KENT in relation to cigarettes, embarked upon an 
extensive advertising campaign, spending more than $1,500,000 in 1952. 
Had the plaintiff’s trade mark and name been universally known to the 
consuming public, this vast expenditure, in large measure, would have 
been a needless waste of funds. The situation here presented appears to 
be the reverse of the free ride motive generally encountered in piracy 
situations where an unknown distributor seeks to capitalize on a nationally 
known and well-advertised name or product. Of course financial power 
and its exercise serve as no excuse for infringing on the rights of others; 
and if a violation were found to exist, the circumstance that defendant 
had spent more than a million dollars in advertising its new product 
would not serve to protect it. Indeed, it would serve to aggravate the 
offense. The extensive advertising program of the defendant is mentioned 
here merely to emphasize an absence of purpose on the defendant’s part 
to cash in on a name that someone else had made famous. However proud 
plaintiff may be of its name and product, the fact remains that Kent 
brushes are unknown to the mass purchasing public. The conclusion is 
compelled that the name was not selected to palm off defendant’s product as 


plaintiff’s or as originating with any producer other than the defendant. 


Nor does the evidence reveal the existence of actual confusion by pur- 
chasers of cigarettes as to their source. It is of significance that although 
plaintiff’s and defendant’s products are sold in 128 drugstores in New 
York City, not a single affidavit has been submitted of any instance of con- 
fusion or mistake on the part of any retailer as to the origin of either 
product. It is of no less significance that no affidavit has been presented 
of any customer indicating confusion, or the belief that KENT cigarettes 
were the product of the plaintiff. Finally, the plaintiff has stipulated the 
absence of any instance of actual confusion.?° 


Thus, the case is narrowed to a consideration of other criteria to 
determine whether likelihood of confusion exists. Plaintiff urges that such 
a likelihood may be inferred not only from the fact that the same name 
is used upon both products, but also—and with specific reference to the 
claim of unfair competition—from the gold and white stripes and castle 
on defendant’s packaging, both of which plaintiff contends are suggestive 
of British origin. Consumers knowing that plaintiff is a British manu- 
facturer will inevitably infer, so the argument runs, that the cigarette, 
in some way associated with Great Britain because of the castle and the 
coloring taken together with the name, is produced by plaintiff.” 

20. This stipulation makes it unnecessary to consider the ambiguous statement con- 


tained in the Haas affidavit. 
21. In this connection, plaintiff refers to decisions of the Federal Trade Commis- 
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Plaintiff also makes much of the fact that the defendant’s name, 
P. Lorillard Company, is not displayed upon the front of the package: 
further, because both plaintiff’s and defendant’s products are sold, in 
some instances, in the same retail outlets, that the cigarette customer will 
be misled into believing that they originate with the plaintiff. As a corollary 
to this position, the claim is that the defendant, having priced its KENT 
cigarettes at 32 to 35¢ a package, appeals primarily to plaintiff’s selective 
clientele—those willing to pay high prices. Finally, plaintiff asserts that 
KENT cigarettes might plausibly be supposed by some to emanate from 
plaintiff because of the modern phenomenon of ‘‘expansion of once limited 
companies into new fields and the appearance of their distinctive trade 
marks upon increasingly disparate and unrelated products.’’ 


These hypothetical projections must give way to the facts of the 
immediate case. Upon all the evidence I find that likelihood of substantial 
confusion is extremely remote. Recognizing that ordinarily instances of 
actual confusion are difficult of proof,?? still I cannot ignore that, with 
millions of cigarettes having been sold side by side with Kent brushes 
for the past 18 months, throughout the United States, no single instance 
of actual confusion has been presented. Cigarettes and brushes are too 
dissimilar for any appreciable number of prudent purchasers to think 
that since both are called KENT the same manufacturer produces both. 
This is not, as I have said, a case of a trade mark so widely and intensively 
advertised and nationally known as Ford, Tiffany, Du Pont or Bulova. 
Plaintiff’s attempt to equate its standing to such household names, must 
fail for lack of substance. Its products are luxury items, are purchased 
by a limited number of persons, have not achieved mass distribution, have 
not been advertised extensively and are not well known to the consuming 
public. Plaintiff not only concedes but stresses that its brushes appeal 
to a select clientele. This in large measure, as far as the mass purchasing 
public is concerned, eliminates common identification of the name ‘‘Kent’’ 
with plaintiff or its products.?* 


On the question of likelihood of confusion still other factors are to 
be considered. KENT is a common geographic name as well as a surname.** 
Further, while KENT may have attained a secondary meaning in the field 
of brushes, the name has also been identified in this country, and abroad, 


sion issuing cease and desist orders against enterprises which had deliberately fos- 
tered the impression that the wares they sold were manufactured in Great Britain. 
Such is not the case here; rather defendant’s use of ‘‘Kent’’ was motivated, among 
other things, by a desire to give its product a British ‘‘tone,’’ in the apparent belief 
that such a tone carries with it an implication of high quality. Hence, reliance upon 
Section 1126 of Title 15 is likewise misplaced. 

22. Miles Shoes Inc. v. R. H. Macy & Co., 199 F.2d 602, 603[42 TMR 911]. 

23. It is recognized that a luxury item may be nationally known to the mass pur- 
chasing public but the record here does not support this claim as far as plaintiff’s 
product is concerned. 

24. In the United States there are 24 communities and 5 counties named Kent. 
The current telephone directories of the five largest cities in the United States contain 
1,035 listings under the name Kent, including some 257 business or trade names. 
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with a variety of products—and so there has been substantial dilution 
of the trade mark. Many enterprises over the years have manufactured and 
distributed products under the name KENT. For example, KENT either alone 
or in conjunction with other words or symbols, has been registered as a 
trade mark thirty times in the United States Patent Office, by others than 
the defendant or the plaintiff. Registrations have been granted for luggage, 
gloves, blankets, men’s and boys’ clothing, pens and pencils, silverware, 
coffee, ale, flints, shirts, collars, rubber heels and soles, watches, photo- 
graphie accessories and knives—some to leading American department 
stores and distributors. In addition to others who have used the name 
on disparate products, Kent Luggage, Inc. in New York City has, since 
1936, distributed under the name of KENT luggage and luggage accessory 
products, clearly allied to plaintiff’s. Further, since 1946, this Company 
has sold Kent brushes (purchased from plaintiff’s sales representative 
Cosby in New York City) together with its own products. 

KENT has also been registered by others in foreign countries and 
incidentally used on cigarettes as well as other products. The name was 
registered in 1935 in Denmark by the American Tobacco Company for 
tobacco products, and in Sweden in 1940 by the Tobacco Monopoly of 
Sweden, also for tobacco products. Closer to plaintiff’s home, we also find 
that in 1923 an English concern registered the trade mark KENT for 
tobacco in Great Britain. 

Plaintiff replies that these uses and registrations both here and 
abroad were unknown to it or that they were insubstantial. In the 
instance of the luggage product in New York City, its failure to protest 
was due, it says, to negligence on the part of its American distributor. 
Plaintiff states that defendant’s action represents the first substantial 
menace anywhere in the world to the public’s identification of the trade 
mark KENT with its products. Of course prior wrongdoing by others, if 
in fact plaintiff’s rights were violated, does not justify current invasion 
of its rights. But to the extent that KENT has heretofore been associated 
in the publie mind with a variety of products, with other persons and with 
other places, its strength as a trade mark has been weakened and there is 
less likelihood that the public will be deceived into thinking that the defend- 
ant’s cigarettes are manufactured by the plaintiff.25 

We next consider plaintiff’s argument relative to packaging. The basic 
plea is that here there is an attempt to simulate both the name of the senior 
user and its locale; that plaintiff is threatened not only with the loss of 
position as senior KENT but also as the BRITISH KENT. On both packages 
there is the design emblem of a British figure; on the plaintiff’s a crest; 
on the defendant’s a castle. Both wrappers are colored white and gold. 


The facts as to the origin of the design of the defendant’s package 
25. Cf Yale Electric Corporation v. Robertson, 26 F.(2) 972, 974. ‘** * * if origi- 


nally descriptive a mark may have been so generally used that it denotes no particular 
maker unless narrowly applied.’’ 
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may be briefly stated. The defendant, during the process of the develop- 
ment of the filter cigarette, engaged the services of experts in packaging. 
Many designs and suggestions were considered and finally the number 
narrowed to four. The first three were substantially identical except for 
background color which was red, olive green and white respectively. The 
fourth was of a tweed design. All four contained a figure of a castle. 
The final selection was of the white package with thin gold horizontal 
stripes, the one now complained of by plaintiff. The reasons assigned 
for this selection are that (1) it followed the current trend in the ciga- 
rette industry; (2) it made the package seem larger; (3) it seemed partic- 
ularly appropriate as a new type filter was to be featured, and white 
denoted cleanliness and purity. 

Upon all the facts I find that plaintiff’s contentions relative to pack- 
aging are without merit. There is, in the first place, no proof that gold 
and white are suggestive either of British origin or of the plaintiff. A 
visual examination of plaintiff’s and defendant’s packages reveals there 
is no chance of confusion—there is a complete lack of similarity. More- 
over, most of plaintiff’s products in this country are packaged in red 
containers rather than in containers of white and gold broad stripes and 
in this situation it is unrealistic to suggest that customers will associate 
the defendant’s cigarette package with plaintiff’s packages. As to defend- 
ant’s use of a castle, it is unlike the emblem appearing on plaintiff’s pack- 
ages. It does suggest royalty—a symbol common to, and extensively used 
in, present day cigarette merchandising. The defendant, as well as its 
competitors, have used this design on cigarette wrappers.?® 

As to the further arguments of likelihood of confusion because of the 
sale of the plaintiff’s and defendant’s products in the same retail outlets 
and modern phenomenon of expansion by producers into new and unrelated 
fields, these are overcome by the factual situation of this record. The 
public is not likely to be deceived or confysed as to the origin of the defend- 
ant’s cigarettes. 

The plaintiff next contends that even in the absence of likely con- 
fusion it is entitled, as the senior trade mark owner, to protection with 
respect to goods it has not previously exploited. Stated in broadest terms, 
it claims that it has preempted the name KENT on a world-wide basis, not 
alone with respect to brushes and other products heretofore and now sold 
under its trade name, but also with respect to any other product, whether 
or not directly related to its current output, which, under modern 
merchandising methods, may be sold in those retail outlets distributing 
plaintiff’s wares. It asserts that even if it never did business in the United 

26. I find little substance to the claim that defendant’s failure to stamp the 
name of P. Lorillard Co. on the front of the cigarette wrapper, instead of on the 
side where it appears, manifests a purpose to indicate British origin. The fact that 
the name P. Lorillard Co. appears on the wrapper rebuts any such purpose. More- 


over in its television broadcasting programs defendant’s sponsorship of the cigarette 
is emphasized. 
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States, it is still entitled to enjoin the defendant. The claim is much too 
broad. Undoubtedly a senior user may be entitled to protection with 
respect to non-competitive products, but the right is not absolute. The 
Court of Appeals for this circuit recently defined?’ the interests of a party 
seeking to enjoin the use of a mark on goods on which he never previously 
used it as: ‘‘(1) the possibility that trade practices of the defendant may 
stain the reputation of the plaintiff in the minds of his customers; and 
(2) the possibility that some time in the future the plaintiff may wish to 
extend his business into the market which the defendant has already 
begun to exploit. These interests must be weighed against the interests 
of the defendant to preserve whatever good will he has acquired by 
selling his goods under the name and marks he has adopted.’’ 


As to the possibility of plaintiff entering the tobacco field, its man- 
aging director was able to say only this: ‘‘ Although the Directors of our 
Company have no immediate plans to sell cigarettes under our KENT trade 
mark, we cannot say that we shall never do so, or that we shall not do so 
in the reasonably foreseeable future. In view of the recent trends in 
merchandising in the United States, one cannot say with certainty what 
sound business judgment will dictate for us or our successors to do in 
the next ten or even five years.’’ 


This guarded and somewhat equivocal statement is no evidence of an 
intention to go into the tobacco field. Plaintiff must say what it will do, 
rather than what it cannot say it will never do.” 


On the issue of tarnishment, plaintiff’s position is it might suffer 
injury because of the appearance of the name KENT on a cigarette—that 
many people violently dislike cigarettes.2® Plaintiff suggests, if I under- 
stand its position, that those persons who find cigarettes of any kind 
distasteful per se would not buy its brushes if they thought it was also 
producing cigarettes. This conjecture seems to me fanciful. The day has 
long passed when cigarette smoking is considered offensive and sinful. 
Changing mores in large part have removed this attitude so that those who 
still object to the sale or use of cigarettes constitute an infinitesimal portion 
of the population. The possibility of boycotting plaintiff’s products 
because KENT appears on cigarettes scarely exists. Incidentally, there 
is some inconsistency in plaintiff’s position; if tarnishment may result 
because, as plaintiff puts it, of ‘‘violent dislike’’ of cigarettes by some 
persons in the community, would not the same tarnishment follow if 
plaintiff attempted to expand its activities into the tobacco field? 


27. Hyde Parks Clothes v. Hyde Park Fashions, Inc., 204 F.2d 223 [42 TMR 650]. 

28. See 8. C. Johnson & Son v. Johnson, 2 Cir., 116 F.2d 427, 429 [31 TMR 82]: 
‘cw * * Tf the first user’s interest in maintaining the significance of his name when 
applied to the new goods is nothing more than the desire to post the new market 
as a possible preserve which he may later choose to exploit, it is hard to see any basis 
for its protection.’’ 

29. Plaintiff has stipulated that KENT cigarettes are not inferior to other popular 
brands. 
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Thus, whether a finding of likelihood of confusion is a condition 
precedent to legal protection of plaintiff’s tarnishment and expansion 
interests, as the cases seem to indicate, or whether they may be protected 
absent such a finding, the conclusion is the same for upon the facts pre- 
sented neither interest justifies relief. 


There remains one other contention—based upon what has been refer- 
red to as the dilution doctrine. Plaintiff’s complaint here is that eventually 
the publie will come to associate KENT with cigarettes alone—that constant 
consumer association of KENT with cigarettes through defendant’s wide 
sales and advertising will vitiate what identification plaintiff has built 
up through the years of KENT with brushes. So, the plaintiff argues that 
notwithstanding the absence of competition, confusion, either actual or 
potential, fraud, tarnishment or expansion purpose, it is entitled to relief. 
The dilution doctrine has been advanced in a number of decisions and 
by text writers.°° Its underlying rationale is that the gradual diminution 
or whittling away of the value of a trade mark, resulting from extensive 
use by another of a mark identical or similar to that of the senior user, 
constitutes an invasion of the senior user’s property right in his trade 
mark and gives rise to an actionable wrong. The wrong, under this theory, 
is not dependent upon a showing of competitive relationship of the products 
or likelihood of confusion. Judge Learned Hand has referred to it as the 
economie interest which a senior user has in his mark outside the field of 
his own exploitation. While recognizing this right in the oft-quoted Yale 
Electric Corp. v. Robertson*' it is significant that Judge Hand noted, 
‘*And so it has come to be recognized that, unless the borrower’s use is 
so foreign to the owner’s as to insure against any identification of the two, 
it is unlawful’’.6? Thus, it appears that we come back to the point from 
which we started—the element of likely confusion must be present. Nor 
do I find that the dilution doctrine has been accepted as unqualifiedly 
as the plaintiff urges. Analysis of th& authorities, at least those in this 
cireuit and in the New York State courts, demonstrates that in each 
instance it was hinged to a factual situation which involved either like- 
lihood of confusion, tarnishment, reasonable likelihood of expansion by 
plaintiff to include the junior product, diversion of trade or other direct 
injury. But these elements are absent in this case. 


The ‘‘twenty surname ecases’’ cited by plaintiff as compelling injunc- 
tive relief must be viewed against the recent determination by the Court 
of Appeals for this circuit in the Hyde Park case.** There the Court held 
the defendant’s use of the trade mark HYDE PARK in manufacturing and 


30. Philadelphia Storage Battery Co. v. Mindlin, 163 Mis. 52, 296 N.Y.Supp. 176; 
Tiffany § Co. v. Tiffany Productions, 147 Mise. 679, 264 N.Y.Supp. 459, affirmed 262 
N.Y. 482; Schechter, ‘‘The Rational Basis of Trade Mark Protection,’’ 40 Harv. L. 
Rev. 813, 825 (1927); 3 Callmann, Unfair Competition and Trade Marks page 1644. 

31. 26 F.2d 972, 974. 

32. Emphasis supplied. 

33. 204 F.2d 223 [42 TMR 650]. 
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selling women’s coats and suits did not constitute unfair competition with 
the plaintiff who used the same mark in the selling of men’s suits. Although 
the products were related, no actual confusion as to the source of the 
products or palming off was found to exist. Clearly the facts were much 
stronger for relief than those presented in the ease before me, yet relief 
was denied.*4 In any event the ‘‘twenty cases’’ possess crucial factual 
differences. In some the relationship between the products was not remote;*” 
in others, the defendant could advance no eredible good faith reason for 
using plaintiff’s name ;*° in still others, plaintiff’s product was associated 
with his name by a large percentage of the consuming public.*? 

In summary, upon the record before me I find (1) no fraudulent intent 
by the defendant in the adpotion of the name KENT for its new filter cigar- 
ette; (2) no confusion, either actual or likely; (3) no tarnishment of 
plaintiff’s product; (4) no likely expansion by plaintiff into the tobacco 
field in the foreseeable future. Accordingly, plaintiff’s motion for sum- 
mary judgment is denied. The defendant’s cross motion for summary 
judgment on the counterclaim is granted. 


Settle order on notice. 


McCORMICK & COMPANY, INC. v. THE B. MANISCHEWITZ 
COMPANY 


No. 11687—C. A. 6—September 3, 1953 


REMEDIES—INFRINGEMENT 
Test of infringement under 1905 Act was actual confusion, Act of 1946 is of 
broader scope and applies remedies therein provided to any colorable imitation of a 
registered mark which is likely to cause confusion or deceive purchasers as to 
source of origin. Hence infringement is possible even where no identity of marks. 
COURTS—APPELLATE PROCEDURE 
Extrinsic facts are significant but likelihood of confusion may readily be 
perceived by reviewing court upon visual comparison in the absence of compelling 
extrinsic facts to the contrary. 
REMEDIES—INFRINGEMENT—EVIDENCE 
While customers seeking kosher products under ritualistic compulsion may be 
cautious and not confused this does not preclude deception of those unwary pur- 
chasers seeking McCormick products where the goods of both are displayed side 
by side with resembling symbols. 


34. It may be noted that Judge Clark in his vigorous dissenting opinion stated 
the issue: ‘‘Does the defendant’s use of the name confusingly mislead purchasers as 
to the source of the goods?’’ p. 228. 

35. E.g., Long’s Hat Stores Corp. v. Long’s Clothes, 224 App.Div. 497, 231 
N.Y.S. 107; John Forsythe Co v. Forsythe Shoe Corp., 234 App.Div. 355, 254 N-Y.S. 
584; S. C. Johnson & Son v. Johnson, 2 Cir., 116 F.2d 427 [31 TMR 82]; Del Monte 
Special Food Co. v. California Packing Corp., 9 Cir., 34 F.2d 774 [19 TMR 443]. 

36. E.g., Alfred Dunhill of London v Dunhill Shirt Shop, 3 F.Supp. 487; Ronson 
Art Metal Works v. Fink, 70 N.Y.S. 2d 196 [37 TMR 263]; Armour § Co. v. Master 
Tire & Rubber Co., 34 F.2d 201. 

37. E.g., Wall v. Rolls-Royce of America, 3 Cir. F.2d 333; Bulova Watch Co. v. 
Stolzberg, 69 F.Supp. 543; HF. I. DuPont de Nemours & Co. v. DuPont Safety R. Co., 
82 A.2d 384 (Dela.); Ford Motor Co. v. Ford Insecticide Corporation; 69 F.Supp. 935 
[37 TMR 141]. 
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Likelihood of confusion may be decided by a visual comparison but a deter- 
mination of deceptive similarity may be supported by even a small number of 
actual instances of confusion for law sets no numerical minimum. 

TRADE-MarK Act oF 1946—REGISTRABILITY—IN GENERAL 
The use of the initials Mc imparts no invalidity to a trade-mark. 
REMEDIES—INFRINGMENT—BASIS OF RELIEF—COLORABLE IMITATION 

Use by defendant of own initials does not negate infringement of mark con- 
sisting of initials. 

REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 

No judgment will be entered upon issue of unfair competition and no ac- 
counting ordered since infringement lacked wilful intent and there was no proof 
of substantial damage to plaintiff in view of increase and decrease of business to 
plaintiff and defendant, respectively. 

REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Injunction limited to competing items. 


Appeal from District Court, Ohio. Suit for trade-mark infringement 
and unfair competition by McCormick & Company, Inc. v. The B. Manis- 
schewitz Company. Complaint dismissed and plaintiff appeals. Reversed. 


C. Willard Hayes, of Washington D. C. (Wood, Herron & Evans and 
Truman A. Herron, of Cincinnati, Ohio, and Cushman, Darby & 
Cushman, and William C. Cushman, of Washington, D. C., on the brief 
for plaintiff-appellant. 

Asher Blum, New York, N.Y. (Zugelter & Zugelter, Cincinnati, on the 
brief; Mock & Blum, New York, N.Y., of counsel) for defendant- 
appellee. 

Before Stmons, Chief Judge, and ALLEN and MILLER, Cireuit Judges. 

Stmons, Chief Judge. 

The suit was for infringement of a trade mark and sought injunction 
and damages for both infringement and unfair competition. The District 
Court denied the injunction and dismissed the bill. The record discloses 
the following facts fairly established by the evidence. 

The appellant, plaintiff below, had ‘keen for many years engaged in 
the business of manufacturing, packing, and distributing flavoring extracts, 
spices, condiments, insecticides, household chemicals, and similar products. 
In 1938, to differentiate its food products from other articles, it engaged 
James Harley Nash, a designer, to re-design its labels for all of its food 
packages. Nash designed and McCormick adopted the trade mark here 
relied upon. It consisted of the use of the letters Me standing bolding 
above a straight bar or band against a contrasting background, the capital 
M being much higher than the small e adjoining it, later to be shown by 
cuts of the mark. The trade mark was initially registered in 1938 and 
later re-registered under the Trade Mark Act of 1946, on May 24, 1949, 
registration number 510,053. 

The appellee’s business was founded in 1889 and dealt from the begin- 
ning in ‘‘kosher’’ products. From 1938, when the plaintiff adopted the 
trade mark in issue, until 1948 the appellee was engaged exclusively in 
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the sale and distribution of bakery products, such as matzoth and matzoth 
products. In 1948, it added ‘‘gefilte fish’’ to its line. In 1935, Manischewitz 
Food Products, Inc. was organized by other members of the founder’s 
family to carry on an independent business in spices, condiments, tea, 
canned soups, and other grocery products and in December, 1948 its busi- 
ness was acquired by the appellee. There being no uniformity between 
the labels of the two Manischewitz Companies, the appellee decided to 
adopt, in addition to its old trade marks, a new label and display for 
all of its products so as to create a family resemblance indicating that 
there is only one Manischewitz. In August 1948, it engaged the above- 
named Nash to design new labels and packages and a new trade mark for 
its entire line. Nash exhibited to it labels previously designed for other 
clients, including the trade mark here in issue. The mark finally selected 
was that here charged to infringe and a speciment of it will, likewise, be 
presented by a cut. The accused mark came to appellant’s attention in 
December, 1949, at which time it notified the appellee that it constituted 
infringement of its registered mark. The appellee refused to discontinue 
and, subsequently, applied it to its entire line of food products. From 
1916 on, the defendants had used the initials BmMco arranged vertically 
within the so-called Star of David and under a ribbon pennant containing 
a slogan in Hebrew. 

The products of the appellee and its predecessor have always been 
kosher products destined primarily to the Jewish trade. However, they 
are also offered to the general public and are available in many super- 
markets, chain stores and self-service stores. In 82 out of a total of 159 
stores investigated, the goods of both parties were sold and were often 
exhibited side by side. In three instances there was proof of confusion on 
the part of the general public, but this was considered by the court as 
insignificant. Upon visual comparison of the two trade marks, the court 
found as a fact that the appellant had not sustained its burden of proving 
infringement and that the differences between the two marks were suffi- 
cient to dispel any likelihood of confusion, mistake, or deception of pur- 
chasers as to the source or orgin of the goods and that the use by the 
appellee of its name in connection with the accused mark eliminated such 
likelihood. As ground for its finding, it recited that appellant had not 
proved a sufficient number of instances of actual confusion. 

It must be noted at the outset that while in the 1905 Trade Mark Act 
33 Stat. 724 § 16, the test of infringement was actual confusion, the 
Lanham Act of 1946, 60 Stat. 437, 15 U.S.C. § 1114(I) (a), § 32(1) (a), 
is of broader scope and applies the remedies therein provided to any color- 
able imitation of a registered mark which is likely to cause confusion or 
mistake or to deceive purchasers as to source or origin. As we said in 
Mishawaka Rubber & Woolen Manufacturing Company v. S. S. Kresge 
Company, 119 F.2d 316, 325 [32 TMR 42]: ‘‘The degree of resemblance 
necessary to constitute infringement is incapable to exact definition.’’ It 
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follows, however, that there may be infringement even though there is 
no identity between the registered mark and the one accused. It also 
follows that while extrinsic facts are significant, the likelihood of con- 
fusion may as readily be perceived by a reviewing court upon visual com- 
parison as by a court of first instance, unless extrinsic facts compel determ- 
ination one way or the other. 


An extrinsic fact relied upon by the defendant is that its products are 
produced and distributed for sale principally to the Jewish trade and there 
is, therefore, no likelihood of confusion with the plaintiff’s non-kosher 
products. We readily agree that customers, cautious under ritualistic 
compulsion, will not be confused. This does not, however, dispose of the 
probability that purchasers seeking McCormick products, identified by the 
Me mark, and lacking Jewish incentive to care may be deceived where the 
goods of both parties are displayed side by side with resembling symbols. 


The cases relied on by the defendant, namely, Benrose Fabrics Corpo- 
ration v. Rosenstein, 183 F.2d 355 [40 TMR 664]; Ambrosia Chocolate 
Company v. Ambrosia Cake Bakery, Inc., 165 F.2d 693 [38 TMR 183], 
and Brown & Bigelow v. B. B. Pen Company, 191 F.2d 939 [41 TMR 1066] 
do not deal with situations where trade marked and accused goods are 
sold from the same shelves in the same stores. The argument that there 
can be no likelihood of confusion since the plaintiff uses the mark directly 
above the word McCormick while the defendant displays its mark above the 
name Manischewitz was briefly disposed of in a like situation by the 
response of Judge Dennison of this court in Nashville Syrup Company v. 
Coca-Cola Company, 215 F. 527, 530: ‘‘But a trade mark right which 
could be so avoided would be of no value. Indeed, even under the sec- 
ondary meaning theory, and without the aid of the statute, such marking 
would not sufficiently differentiate.’’ Moreover, the registered trade mark 
is not the combination of Me and McCormick and the use of initials in 
the precise form registered imparts no invalidity to a trade mark, Great 
Atlantic & Pacific Tea Company v. A. & P. Radio Stores, Inc., 20 F.Supp. 
703, 705, 706 [27 TMR 783], D. C. Pa., nor is infringement negated by 
the use of an accused’s own initials reaching even to a case where similarity 
is more obvious to the ear than to the eye, Esso, Inc. v. Standard Oil Co., 
98 F.2d 1, 7 [28 TMR 386], (C.A.8). 


The previous use by the defendant of its own initials in a symbol of 
widely differing composition does not anticipate and, of course, the defend- 
ant was and still is free to use its older trade mark upon all of its prod- 
ucts since there is neither identity nor recognizable similarity between it 
and the plaintiff’s mark. It should have been easy for a designer of the 
skill of Nash to have adapted the defendant’s old trade mark to his employ- 
er’s needs, or have designed an entirely new one which would have com- 
pletely avoided confusion or its likelihood. The likelihood of confusion is, 
of eourse, a matter of opinion based upon comparison, but a determination 
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of deceptive similarity is strongly supported by even a small number of 
actual mistakes made by average customers, and the law sets no numerical 
standard for misguided purchasers. 

Following is depicted a sufficiently typical use of the registered trade 
mark and an equally typical design of the accused mark. While there are 
aspects of dissimilarity, it will be observed that the ‘‘Me’’ in each label 
dominates it and the reduced size of the distinguishing components in 
the defendant’s label are assigned a minor role. Though the coloring, for 
obvious reasons, is here in black the similarity of a red background with 
blue or green departures for name of the producer strikes the eye with 
an aspect of sameness. This is not to say that the owner of the mark has 
any proprietary title in the colors used,—it is only mentioned by way of 
emphasis as increasing the probability of confusion. Since the trade mark 
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was limited in the Patent Office to avoid conflict with an mc mark previ- 
ously registered under the 1905 Act to the M&C Foods, Inc., of Chicago, 
and re-registered under the 1946 Act, we think a limited injunction, as 
hereinafter directed, will sufficiently protect the appellant. 


Since it does not appear, upon this record, that infringement by 
defendants was wilful, and there is lack of proof of substantial damage 
to the plaintiff, there will be no judgment entered upon the issue’of unfair 
competition and no accounting will be ordered for less of profits. The 
record discloses that the defendant’s business decreased after the adoption 
of the accused labels and the plaintiff’s business substantially increased. 
Besides that, the items sold by the defendant in competition with the 
plaintiff were mainly spices and tea which were sold in limited quantity 
mainly to a different class of purchasers. Mishawaka Manufacturing Com- 
pany Vv. Kresge, 316 U.S. 203, [32 TMR 42]; Champion Spark Plug Com- 
pany v. Sanders, 331 U.S. 125, 131 [87 TMR 323]; Hemmeter Cigar 
Company v. Congress Cigar Company, 118 F.2d 64, 71-72 [31 TMR 182], 
(C.A. 6). The injunction will be limited to those items of the appellee 
which compete with similar products of the appellant. 


Reversed and remanded for further proceedings in conformity 
herewith. 


SPRINGFIELD FIRE AND MARINE INSURANCE COMPANY v. 
FOUNDERS FIRE AND MARINE INSURANCE COMPANY 


No. 29834—D. C., N. D. California, $. Division—September 24, 1953 


REMEDIES—UNFAIR COMPETITION—BasIs OF RELIEF—IN (NERAL 
Under California law, ultimate test for unfair’ competition is: Is the con- 
suming public likely to be deceived, 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Plaintiff insurance company uses registered service mark consisting of covered 
wagon design on letter heads, policies, and advertising media, and seeks to enjoin 
defendant insurance company from similar use. Evidence fails to show that 
plaintiff’s mark has acquired secondary meaning, so defendant’s use of similar 
mark is not deceptive. 
TRADE-MarkK Act or 1946—CoNnsTRUCTION—IN GENERAL 
Congressional intent as to scope of protection afforded by Lanham Act must 
be considered against common law philoso»hy of trade-mark protection. 
CoMMON-LAW TRADE MarkKS—IN GENERAL 
Trade-mark today performs three-fold function; (1) to indicate origin; (2) to 
guarantee; and (3) to advertise and sell. 
Recent cases have recognized that protection is afforded a trade mark both 
for benefit of public and of trade-mark owner. 
TRADE-MarRK AcT oF 1946—CONSTRUCTION—IN GENERAL 
Lanham Act has not significantly altered common law requirement that trade- 
mark must be affixed to goods which it identifies. 
TRADE-MarRK Act OF 1946—REGISTRABILITY—SERVICE MARKS 
Lanham Act does not specify any type of —— association that must exist 
between service and service marks. 
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TRADE-MaRK Act OF 1946—CONSTRUCTION—SECTION 40 
Reference in section 45 to distinctive features of radio advertising was intended 
primarily to protect titles, theme songs, character names, and other distinctive 
features of radio programs. However, it is not expressly limited to radio advertising. 
TRADE-MaRK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 
It is reasonably clear that drafters of service marks provisions intended pro- 
tection to be limited to those marks which perform the same functions in the 
selling of services that trade-marks have traditionally performed in the selling of 
goods; thus statutory protection must be limited to those marks which acquire 
association with the service which enables them to perform a true trade-mark 
function. 
TRADE-MarRK Act OF 1946—CONSTRUCTION—SECTION 45 
‘*Colorable imitation’’ is used in section 45 to mean a mark so similar in 
appearance to registered mark that confusion would be likely. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Section 32 (b) demonstrates that for injunctive relief to be granted, the 
colorable imitation must be applied to material to be used in selling services ‘‘in 
connection with which such use is likely to cause confusion or mistake or to deceive 
purchasers as to the source of origin of such’’ services. 


Action for trade-mark infringement and unfair competition by 
Springfield Fire and Marine Insurayce Company v. Founders’ Fire and 
Marine Insurance Company. Judgment for defendant. 

Cooper, White & Cooper and Townsend, Townsend & Hoppe, of San Fran- 
cisco, California for plaintiff. 
Lyon & Lyon, Leonard B. Lyon and Reginald E. Caughey, of Los Angeles, 


California, for defendant. 
GoopMAN, District Judge. 

This case tenders the riovel question, whether or not the plaintiff 
Insurance Company, which uses a picturization of a ‘‘covered wagon,’’ 
drawn by oxen, on its insurance policies, stationery, and advertising 
media and which registered the picturization as a ‘‘service’’ mark pursuant 
to the provisions of the Lanham Act, 60 Stat. 427, 15 U.S.C. 1051-1127, 
may enjoin the defendant Insurance Company from using a similar pictur- 
ization on its policies, stationery, and advertising matter. 


Prior to July 5, 1947, the effective date of the Lanham Act, there was 
no federal statutory provision for registering any mark used in connection 
with the sale or advertising of ‘‘services.’’ Theretofore the federal register- 
ing of ‘‘trade marks’’ had been confined to those affixed to tangible com- 
modities. 

Section 45 of the Lanham Act indicates the distinction between ‘‘trade 
marks’’ and ‘‘service marks’” as follows: It defines the term ‘‘trade mark’’ 
as any word, name, symbol or device used by a manufacturer or merchant 
to identify his goods and distinguish them from those manufactured or 
sold by others. It defines the term ‘‘service mark’’ to mean a mark used 
in the sale or advertising of services to identify the services of one person 
and distinguish them from the services of others. 


Plaintiff’s complaint sects forth two causes of action. One alleges what 
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might be termed technical ‘‘service mark’’ infringement, i.e. that the 
defendant’s picturization of a ‘‘ecovered wagon’’ is a ecolorable imitation 
of the plaintiff’s registered mark. 


The second is for unfair competition. It is based upon the ground 
that the plaintiff’s mark has acquired secondary meaning in the industry 
and that the defendant competes unfairly by using a similar mark. The 
second cause of action may be summarily disposed of. The ultimate test 
for unfair competition under the applicable California law! is: is the 
consuming public likely to be deceived. Silvers v. Russell, 113 F.Supp. 
119, 125, and eases there cited. The evidence fails to shows that plaintiff’s 
mark has acquired any secondary meaning. It follows therefore that de- 
fendant’s use of a similar mark would not be deceptive. 


An appraisal of the merits of the first cause of action necessitates a 
fuller statement of the facts of the case. The evidence shows that the 
plaintiff first began to use the so-called ‘‘covered-wagon’’ picturization 
as a mark in 1926. In the sueceeding years, and prior to registration, 
the mark was used on the plaintiff company’s letterheads, insurance policies, 
by pictorial display in advertising in newspapers and trade journals, on 
pamphlets, booklets and circulars concerning its insurance services, and on 
calendars and similar advertising media. As well, the company has had 
a fine painting of the ‘‘covered-wagon’’ in the vestibule of its home office 
in Springfield.? 

On July 18, 1947, some two weeks after the Lanham Act became effee- 
tive, plaintiff applied for registration of the ‘‘covered-wagon’’ as a service 
mark. Registration was issued on September 21, 1948. The registration 
statement, as well as the evidence, shows that the plaintiff is engaged in 
the business of writing fire, marine and other similar types of insurance. 
Its insurance policies are issued upon the order of and through insurance 
agents and brokers, who deal with the public. The plaintiff company itself 
has no direct relationship with those who desire to obtain insurance cover- 
age or protection. The brokers and agents order the insurance for the 
insured, who are customers of the brokers. Equally, the evidence shows 
the same method of doing business by the defendant insurance company; 
and also that it uses a representation of a ‘‘covered-wagon’’ drawn by 
oxen across the prairies, in the same general manner and upon the same 


1. The cause of action for unfair competition has been argued by the parties 
upon the theory that it is governed by California law under the doctrine of Erie v. 
Tompkins. There are in the Lanham Act certain sweeping provisions, designed to im- 
plement various International Conventions to which the United States is a party, which 
might be construed to create a federal statutory law of unfair competition. See Sub- 
sections 44(h) and 44(i), and the discussion of these subsections in Robert, The New 
Trade-Mark Manual (Washington, D. C., 1947) at xiii-xx and 165-180. But, however 
that may be, there is nothing in these statutory provisions nor in the International 
Conventions which would sustain plaintiff’s claim of unfair competition under the cir- 
cumstances of this case. 

2. There is an excellent mural of the covered wagon, somewhat similar to plaintiff ’s 
painting, in the lobby of the First National Bank of St. Louis. See Gabriel, The Pag- 
eant of America, Vol. 2 (Yale University Press 1929), p. 278. 
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type of documents as does the plaintiff. The defendant began the use of 
such insignia or picturization a short time prior to the passage of the 
Lanham Act. 


The picturization of the ‘‘covered-wagon’’ drawn by oxen, as regis- 
tered, is of the general pattern of similar pictures of ‘‘covered-wagons’’ 
frequently found in advertising and literature. The mark of the ‘‘covered- 
wagon’’ used by the defendant, while it might be differentiated in minor 
details, is still the picture of a ‘‘covered-wagon’’ drawn by oxen proceed- 
ing on the prairie. The motif of both marks is the same: an oxen-drawn 
covered wagon on the prairie. The mark used by plaintiff is as follows: 


The picturization of ‘‘covered-wagons’’ drawn across the prairies by 
oxen has been used in advertising both services and goods for more than 
half a century.® It is, of course, well known that the covered wagon was the 
means by Which merchants, in movements south and west in early days, 
transported their wares, and families transported themselves and their 
possessions. It is sometimes referred to as a Conestoga wagon because it 
was said to have been manufactured at Conestoga, Pennsylvania, a town 
which took its name from an old tribe of Iroquois Indians who lived in the 
Susquehanna area. Others say that the Conestoga wagon was named after 


3. The evidence in this case discloses the use of such representations or picturiza- 
tions by life insurance companies, title insurance companies, banks, insurance agencies 
and travel agencies, both before and after the effective date of the Lanham Act. 

Travelers’ Insurance Co. of Hartford, Connecticut, and Pioneer Insurance Co. of 
Lincoln, Nebraska, are insurance companies using the covered wagon insignia, besides 
plaintiff and defendant. 

As to railroad companies, see United States News, April 10, 1953, p. 107. 

As to banks, see Western Advertisers, vol. 56, #1, p. 46, 64. 

As to furniture, see The Pony Express, Placerville, California, February, 1953, 
p. 16. 

As to games of chance, the billboards throughout the nation advertising Harold’s 
Club, Reno, Nevada. 

As to tobacco, the ‘‘Covered Wagon 

As to bread, ‘‘Covered Wagon’’ bread. 

For a discussion of the degree of protection accorded commonly used marks by the 
common law, see Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141 [41 TMR 
818] (9 Cir. 1951). 


’? cigar. 
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the breed of horses by which it was drawn. Some of the covered wagons 
have been referred to as Pittsburg wagons.* 

However that may be, the covered wagon came into widespread use 
in the trek south and southwest over the Santa Fe trail and later across the 
prairies to the west.5 As has been picturesquely stated, ‘‘the covered 
wagon, or ‘prairie schooner’ is perhaps the best single symbol of the great 
westward movement of the virile Anglo-Saxon race as it reached out with 
an irresistible demand for continental boundaries for the nation.’’® 


Plaintiff has adopted and used the covered-wagon picturization to 
symbolize that it was a pioneer company in the insurance business.’ 
Whether plaintiff’s use of this symbolic mark entitles the mark to the trade 
mark protection, sought in the first cause of action under the Lanham Act, 
is a novel question. The Lanham Act created, for the first time, federal 
substantive rights in registered trade marks and extended these rights to 
registered marks used in the sale or advertisement of services. 


Plaintiff’s cause depends upon the scope of the protection Congress 
intended to afford by the Lanham Act. The Congressional intent must be 
considered against the background of the common law philosophy of 
trade mark protection. 


Trade marks have always been regarded by the law as a means by 
which the seller seeks to distinguish his. goods from those of another. A 
trade mark has been treated as a right which is appurtenant to a business 
or trade in which the mark is employed or to the commodity with which it 
is identified. The right to the mark grows out of its use. 


Today, a trade mark performs a three-fold function: (1) to indicate 
origin; (2) to guarantee; and (3) to advertise and sell. Historically, the 
function of indicating origin was the first to develop. The trade mark 
came to mean that a certain manufacturer made the goods that bore the 
mark. Today, the trade mark still serves to indicate origin, but the 
identity of the origin is often unknown to the consumer. The mark 
merely indicates to him that goods bearing the mark come from the same 
origin, whatever that origin may be. 


Later in their historical development, trade marks took on the function 
of guaranteeing to the consumer that the quality of goods bearing the mark 
was the same as previous goods which bore the same mark. 


4. See Rittenhouse, American Horse-Drawn Vehicles (Los Angeles 1948) p. 72; 
Vestal, Old Santa Fe Trail (Horghton Mifflin Co., Boston 1939) p. 36. 

5. Gregg, Commerce of the Prairies, 1845; Vestal, Old Santa Fe Trail, supra note 
4; Parrish, The Great Plains (A. C. McClurg & Co., Chicago 1907) p. 135; Paden, 
Wake of the Prairie Schooner (MacMillan Co., New York 1944); Hafen & Register, 
Western America (Prentice-Hall, New York 1941); Jackson, Wagon Roads West 
(University of California Press, Berkeley 1952). 

6. Hunt and Ament, Oxcart to Airplane (Powell, Los Angeles 1929) p. 50. 

7. For example, in an advertisement in The National Underwriter, for May 25, 
1939, Plaintiff ’s Exhibit 43, it is stated that: ‘‘The ‘Covered Wagon’ is the copyrighted 
trade mark of the Springfield Fire and Marine Insurance Company, Springfield, Mass., 
exemplifying well the pioneering spirit of the Company’s founders. Chartered in 1849, 
the Springfield has grown steadily and conservatively.’’ 
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As modern advertising developed, trade marks assumed their third 
function of creating and perpetuating a market for goods through use of 
the advertising. Consumers are now induced to try a product because of 
the inherent appeal of the trade mark used in advertising the product.® 


The common law was originally shaped to protect trade marks in their 
functions of indicating origin and guaranteeing quality to the consuming 
public. There was much discussion in the early cases as to whether pro- 
tection was accorded a trade mark merely to prevent the public from being 
deceived as to origin and quality, or also to prevent loss to the trade mark 
owner of his market. The more recent cases have recognized that protection 
is afforded a trade mark both for the benefit of the public and the trade 
mark owner. The express purpose of the Lanham Act is to assure the trade 
mark owner the advantages rightfully accruing to him from his use of the 
mark as well as to protect the public from deceit.® 


Because a trade mark performs none of its functions apart from its 
use in connection with the sale of goods or services, the common law did not 
protect a mark, as a trade mark unless it was in fact in use. It is clear that 
the Lanham Act did not change the law in this respect. Registration under 
the Act does not in itself constitute a grant of the exclusive right to 
control a mark. The mark must be in use as a trade mark or service mark 
to entitle it to registration under the Act, and it must remain in use in 
order to receive the protection afforded by the Act. (Sections 1, 3, 14, 45.) 

The difficult question here is: what type of use is contemplated by 
the Act? At common law a mark was not protected as a trade mark unless 
it was used by affixing it to goods on the market to indicate the origin 
of the goods. The philosophy of the common law was that a mark was 
not in need of protection unless it had become associated in the mind of 
the consuming public with a particular product. However, if a mark was 
the proper subject of a trade mark and had been continuously used by 
affixing it to goods with the intention that the mark should indicate the 
origin of the goods, actual proof that the mark had been identified by the 
publie with the goods apparently was not generally required to establish 
the validity of the mark as a trade mark. As was stated in Kathreiner’s 
Malzkaffee Fab. v. Pastor Kneipp Med. Co., 82 F. 321 (7 Cir. 1897) at 326, 
adopting the language of an English case, ‘‘were it otherwise, and were 
the question to depend entirely on the time the mark had been used, or the 
reputation it had acquired, a very difficult, if not an insoluble, inquiry 
would have to be opened in every case, namely, whether the mark had 
acquired in the market a distinctive character, denoting the goods of the 
person who first used it.’’ But, in cases where the sale of the marked 
goods were sporadic or few, or where it was not clear that the mark was 

8. For excellent discussions of the nature and history of trade marks, see Robert, 
The New Trade-Mark Manual (Bureau of National Affairs, Washington, D. C., 1947); 
Schechter, The Rational Basis of Trade Mark Protection, 40 Harvard Law Review 813 


(1927). 
9. House Report 219, Senate Report 1333, 79th Congress. 
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affixed for the purpose of indicating origin, the mark was denied trade 
mark protection in the absence of a showing that the mark had become 
associated with the goods in the mind of the consuming public. See for 
example, MacMahan Pharmacal Co. v. Denver Chemical Mfg. Co., 113 F. 
468 (8 Cir. 1901), where in 10 years there had been but 362 sales of a 
drug marked ANTIPHLOGISTINE; Kipling v. G. P. Putnams Sons, 120 F. 631 
(2 Cir. 1903), where a single edition of Kipling’s works had been stamped 
with an ornamental device without any notice that it was intended as a 
trade mark; Capewell. Horse Nail Co. v. Putnam Nail Co., 140 F. 670 
(C.C.Mass. 1905), where a check pattern was stamped upon nail heads 
but no public attention was called to it in the advertisements of the plain- 
tiff nor upon its cartons; but compare the later case of Capewell Horse 
Nail Co. v. Mooney, 167 F. 575 (C.C.N.D.N.Y. 1909), where, upon other 
evidence, the court held the check pattern to be a valid trade mark. 

The Lanham Act has not significantly altered the common law require- 
ment that a trade mark must be affixed to the goods which it identifies. 
The Act does not permit the registration as trade marks of marks used 
‘fon the displays associated’’ with goods. (Section 45). But even this 
use necessitates a close physical association between the mark and the goods. 
Thus the Lanham Act preserves the requirement of actual physical asso- 
ciation between trade mark and goods which tends to assure that a mark 
which is accorded trade mark protection actually performs its fune- 
tion of identifying the goods to the consuming public. 

The common law did not afford trade mark protection to marks used 
in connection with the sale of services because the mark could not be affixed 
to the services. Such protection as these marks received was accorded 
under the general principles of unfair competition. See e.g., Atlas Assur- 
ance Company v. Atlas Insurance Company, 112 N.W. 232 (Iowa 1907). 
In extending trade mark protection to service marks, the Lanham Act does 
not specify any type of physical association that must exist between the 
service and the mark. The Act permits the registration, as a service mark, 
of marks ‘‘used in the sale or advertising of services to identify the ser- 
vices of one person and distinguish them from the services of others * * *.’’ 
(Section 45). The Act goes on to specify that such service marks ‘‘inelude 
without limitation the marks, symbols, titles, designations, slogans, character 
names, and distinctive features of radio and other advertising used in com- 
merce.’’ (Section 45). This latter provisions was intended primarily to 
protect the titles, theme songs, character names, and other distinctive 
features of radio programs. However, it is expressly not limited to radio 
advertising, although it was suggested at the Congressional committee 
hearings on the Lanham bill that it should be so limited.1° The Lanham 
Act thus emphasizes the advertising and selling function of a service mark. 

During the Congressional committee hearings upon the Lanham Bill, 


10. House Committee on Patents, Hearings on H.R. 102 and 5461, and 8. 895, 77th 
Congress, Ist Session, pp. 170-177. 
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there were complaints that the definition of service marks did not provide 
an adequate guide as to how a mark must be used to entitle it to protec- 
tion as a service mark.!! But, the Congress was in virgin soil. Those who 
participated in the drafting of the service mark provisions apparently 
felt that, while service marks were entitled to some general protection, 
since there had been no previous experience with service marks, is was 
best to leave to future determination, the particular kind of marks which 
should receive statutory protection.12 Thus it is that there is no definite 
guide to be found in the statute itself and that the marks entitled to pro- 
tection will have to be determined by experience. In a sense, this leaves the 
door open to what has been sometimes called ‘‘ judicial legislation.’’ 


Certainly there was justification for the complaints concerning the 
lack of a more specific description of service marks in the Lanham Act. 
Innumerable words or pictures used in the sale or advertising of a service 
might conceivably be embraced by the Act’s sweeping definition. But, 
it is fairly obvious that every mark, or name, or phrase which an insur- 
ance company, or other similar service organization uses in its advertis- 
ing, cannot be protected as a service mark. And, it is reasonably clear 
that the drafters of the service mark provisions intended protection to 
be limited to those marks which perform the same functions in the selling 
of services that trade marks have traditionally performed in the selling of 
goods.!* Thus the statutory protection must be limited to those marks 
which are used in such a way that they acquire an association with the 
service which enables them to perform a true trade mark function.'4 


Since the variety of ways which an infinite number of marks might 
be used in the sale or advertising of a service is limited only by the ad- 
man’s ingenuity, it cannot be assumed, as might be done in the ease of a 
trade mark, that a mark has acquired a service mark association with a 
service, merely because it has been used for a considerable period. Whether 
plaintiff’s mark is entitled to be protected by any of the remedies afforded 
by the Lanham Act depends upon whether the evidence establishes that 
those who deal with plaintiff, in fact, associate the covered-wagon mark 
with plaintiff’s services in such a way that the mark performs a true 
service mark function. 


In my opinion there is no evidence showing, nor any evidence from 
which an inference could be reasonably drawn, that the insurance brokers 


11. Hearings, House Committee on Patents on H.R. 102, H.R. 5461, S. 895, 77th 
Congress, Ist Session, pp. 170-177, 228; House Committee on Patents on H.R. 4744, 
76th Congress, Ist Session, p. 186; House Committee on Patents on H.R. 9041, 75th 
Congress, 3rd Session, p. 124. 

12. Hearings, House Committee on Patents on H.R. 4744, 76th Congress, Ist 
Session, pp. 50-53; House Committee on Patents on H.R. 9041, 75th Congress, 3rd 
Session, p. 124. 

13. Hearings, House Committee on Patents on H.R. 102, H.R. 5461, 8S. 895, 77th 
Congress, Ist Session, pp. 170-177. 

14. For discussions of the functions of trade marks see, Mishawaka Rubber ¢ 
Woolen Co. v. 8. 8. Kresge Co., 119 F.2d 316 [32 TMR 42] (6 Cir. 1941); Robert, 
op. cit. supra, note 8. Schechter, supra, note 8. 
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and agents, acting for their customers, associate in this manner the covered- 
wagon mark with the insurance services sold by the plaintiff.15 The mark, 
when placed upon plaintiff’s policies does not serve to apprise the policy 
holder or the broker of the origin of the service, since the policy is merely 
a written statement of the contract already made. Nor does the mark serve 
to guarantee the quality of plaintiff’s service since neither the policy- 
holder nor the broker relies upon the mark as a guarantee of the con- 
tents of the policy, or of plaintiff’s ability to abide by the contract. 


Finally, the covered-wagon mark does not perform what is probably 
the most important function of a service mark, the function of creating 
a market through its advertising appeal. The plaintiff, The Springfield 
Fire and Marine Insurance Company, is an old and well-known fire and 
marine insurance company. It is known by name, location, and character 
of service to the brokers and agents, who select insurance coverage for 
their customers. Only a vivid imagination could conjure the assumption 
that a broker for a rice mill, for example, would buy fire insurance from the 
plaintiff because he associated in his mind the ‘‘covered-wagon’’ mark with 
the insurance services of plaintiff. There is not the slightest evidence that 
any agent or broker has been so attracted by the picturization of the 
‘‘eovered-wagon’’ on any of plaintiff’s advertising media that he sought 
plaintiff’s services. The conclusion is inescapable that the evidence fails 
to show that the ‘‘covered-wagon’’ mark registered by plaintiff identifies 
its services and distinguishes them from the services of others in such a 
way as to perform any trade mark function. 

There is another and still more persuasive ground for denying injune- 
tive relief to plaintiff. Assuming the validity of plaintiff’s service mark, 
the evidence has not established that the defendant’s use of a similar mark 
has produced thé consequences for which the statute provides equitable 
relief. 

Section 32(1) of the Lanham Act provides that: 


‘‘Any person who shall, in commerce, 


(a) use, without the consent of the registrant, any reproduction, 
counterfeit, copy, or colorable imitation of any registered mark in 
connection with the sale, offering for sale, or advertising of any goods 
or services on or in connection with which such use is likely to cause 
confusion or mistake or to deceive purchasers as to the source of orgin 
of such goods or services; or 

(b) reproduce, counterfeit, copy or colorably imitate any such 
mark and apply such reproduction, counterfeit, copy, or colorable 
imitation to labels, signs, prints, packages, wrappers, receptacles, or 
advertisements intended to be used upon or in connection with the 
sale in commerce of such goods or services, shall be liable to a civil 
action by the registrant for any or all of the remedies hereinafter 


15. Compare the somewhat analogous trade mark case, American Brake Shoe & 
Foundry Co. v. Alltex Products Corporation, 117 F.2d 983, 984 [36 TMR 125] (2 Cir. 
1941). 
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provided, except that under subsection (b) hereof the registrant shall 

not be entitled to recover profits or damages unless the acts have been 

committed with knowledge that such mark is intended to be used to 
cause confusion or mistake or to deceive purchasers.’’ (emphasis 
supplied). 

It may be conceded that defendant’s mark is a ‘‘colorable imitation”’ 
of plaintiff’s mark within the meaning of the statute. Section 45 of the Act 
provides that ‘‘The term ‘colorable imitation’ includes any mark which 
so resembles a registered mark as to be likely to cause confusion or mistake 
or to deceive purchasers.’’ Although the word ‘‘colorable’’ might connote 
deliberate imitation with design to deceive, I do not belive it was employed 
in this sense in the statute. In my opinion the term is used here to mean a 
mark so similar in appearance to a registered mark that confusion would 
be likely, assuming that both marks are performing trade mark functions 
in the same or related fields. This can be determined merely by a compari- 
son of the two marks themselves.!® 


Plaintiff contends that it is entitled to injunctive relief under sub- 
section (b) of section 32 of the Lanham Act, supra, merely upon the show- 
ing that defendant has colorably imitated its mark, and that it is unneces- 
sary to show that defendant’s use of the colorable imitation is ‘‘likely to 
eause confusion’’ as is required for relief under subsection (a). Defend- 
ant urges that injunctive relief can be granted under subsection (b) only 
against printers or publishers who perform the actual physical imitation. 
And, indeed, it appears that subsection (b) was intended to apply merely 
to printers and other persons who actually perform the colorable imitation 
rather than to the user of the imitation. However, it is unnecessary to 
determine whether subsection (b) is so limited in its application. A careful 
reading of subsection (b) will demonstrate that for injunctive relief to 
be granted even under subsection (b), the colorable imitation must be 
applied to material to be used in selling services ‘‘in connection with which 
such use is likely to cause confusion or mistake or to deceive purchasers 
as to the source of orgin of such”’’ services. This is so because the term 
‘‘such goods or services’’ in subsection (b) refers back to the quoted 
clause in subsection (a). 

Thus for relief to be granted plaintiff, it must appear that defendant’s 
use of the similar covered-wagon mark is likely to cause confusion as to the 
source of origin of the services. There is no evidence of any actual 
instance of such confusion, nor any evidence of any instance from which 
an inference as to such confusion could be drawn. As was said by Justice 
Hand in Miles Shoes, Inc. v. R. H. Macy & Co., Inc., 190 F.2d 602, 603 
[42 TMR 911] (2 Cir. 1952), in the absence of such actual instances of 


confusion, ‘‘in the final analysis the decision must rest upon the courts 


16. For discussion concerning the colorable imitation of trade marks see, Walter 
Baker § Co. v. Delapenha, 160 F. 746 (3 Cir. 1908); Gordon’s Dry Gin Co. v. Eddy 
& Fisher Co., 246 F.954 (R.I. 1917); Rogers, Good-will, Trade Marks and Unfair 
Trading, 179. 
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conviction as to possible confusion.’’ The Court’s conviction in this case 
is that there could not possibly be any confusion. Both the nature of the 
insurance business and the nature and character of the services sold by 
plaintiff and defendant, and their manner of operation, make it conclusively 
appear that it would not only be unlikely but completely improbable that 
the defendant’s use of the covered wagon ornamentation would cause any 
broker or agent who had actual dealings with either plaintiff or defendant 
to believe that the two companies were in any way connected. For any 
broker who would select an insurance carrier because its policies or adver- 
tising material carried an imprint of a covered wagon, or a pine tree, or 
an elephant, would obviously soon be seeking his living in other fields. 

This case, despite the interesting legal problem it has presented, really 
is ‘Much Ado About Nothing.’’ The pleasure and pride of the plaintiff 
in the use of the ornamental picture of the covered wagon is understandable. 
But that is, per se, a far ery to granting judicial aid to stop another insur- 
ance company from using similar adornments or ornaments. In the absence 
of any evidence showing any confusion or likelihood of confusion, there 
is no need or cause for the drastic sanction of injunctive relief. 


Judgment for defendant upon findings of fact and conclusions of law 
to be presented pursuant to the rules. 


MAOLA ICE CREAM COMPANY OF NORTH CAROLINA, INC. 
v. MAOLA MILK AND ICE CREAM COMPANY 


N. C. Sup. Ct.—October 14, 1953 


TRADE-MarK Act oF 1946—TITLE 

Owner of ice cream business consisting of two plants had legal right to sell 
one plant together with its business and right to use mark on goods made at that 
plant and the’ respective rights of the parties with regards to the trade-marks may 
be governed or restricted by contract between the parties. 

Good will is not susceptible of being owned and disposed of separately from 
the property rights to which it is incident. 

Seller of business and its good will is under implied obligation to refrain 
from impairing the advantages and benefits acquired by purchaser but in absence 
of agreement not to compete vendor of the business and good will is not pre- 
cluded from engaging in a similar business so long as he does not interfere with 
the purchaser’s enjoyment of the premises or engage in unfair competition. 

Agreement to use mark only in territory formerly served by plant acquired 
by purchaser may not be enforced by seller as agreement was not in writing, 
restriction of territory tended to stifle competition and was unnecessary to afford 
fair protection to seller and further constituted an unreasonable restrictive agree- 
ment. 


Appeal from North Carolina Superior Court, Second District. Action 
by Maola Ice Cream Company of North Carolina, Inc. v. Maola Milk and 
Ice Cream Company, for unfair competition. Defendant appeals from 
order issuing restraining order pendente lite. Reversed; Johnson, Justice, 
dissenting with opinion. 
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Rodman & Rodman, of Washington, N. C. for plaintiff. 
R. E. Whitehurst, of New Bern, N. C., for defendant. 


Before Devin, Chief Justice, and BARNHILL, WINBORNE, DENNY, ERVIN, 
JOHNSON and PARKER, Justices. 


PARKER, Justice. 

The plaintiff bases its action upon unfair competition. These facts are 
clearly stated in the complaint and amended complaint. 1. In 1935 F. E. 
Mayo & Co., Inc., owned an ice cream plant in Washington and another 
ice cream plant in New Bern: from both plants the company manufactured, 
distributed and sold ice cream under the trade name or trade mark MAOLA. 
2. During the time the company owned both plants there existed between 
the two plants a well defined division of territory. The territory served 
by the Washington plant consisting generally of that part of Eastern North 
Carolina north of Vanceboro, and that served by the New Bern plant the 
town of Vanceboro and southwardly. 3. In 1935 the company sold to 
H. L. Barnes and wife, the defendant’s predecessors in title, the New Bern 
plant, and it was clearly understood, and the agreement of sale so provided, 
that the use of the trade name MAOLA was limited to the territory thereto- 
fore served by the New Bern plant. 4. From then until March 1953, with 
one or two rare exceptions along the border of the respective territories, 
the territorial division theretofore existing was observed by the defendant 
and its predecessor and the plaintiff and its predecessors. 5. In March 
1953, the defendant purchased a dairy in Williamston, North Carolina, 
in territory theretofore continually and exclusively served by the plaintiff 
and its predecessors, and from said dairy began the distribution and sale 
of ice cream products in cartons carrying an identical trade mark MAOLA, 
as those used by plaintiff. 6. That this has created untold confusion and 
uncertainty on the part of the buying public as to the identity of the man- 
ufacturer, is unfair competition, and unless the defendant is restrained 
from such acts in plaintiff’s territory, plaintiff will suffer irreparable 
injury. 7. A predecessor in title of plaintiff in 1944 registered in the 
Secretary of State’s office the trade mark MAOLA and in 1947 the trade mark 
was assigned to plaintiff, who is now the owner. 


It is well established law that F. E. Mayo & Co., Ine. had the legal 
right to sell and assign its New Bern plant with the business of that plant 
and the right to use the trade name or trade mark MAOLA on ice cream there 
manufactured, distributed and sold, and Barnes and wife succeeded to all 
the rights of the transferor with respect to the use and enjoyment thereof, 
except as such use and enjoyment may have been restricted by a valid 
contract. Cowan v. Fairbrother, 118 N.C. 406; Sea Food Co. v. Way, 169 
N.C. 679; Lilly & Co. v. Saunders, 216 N.C. 163; 52 AM. Jur. pp. 526 and 
530; 38 C.J.S. p. 954; 63 C.J. p. 518. The rights of the parties with respect 
to the use of trade names or trade marks involved in a transaction may be 
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governed or restricted by contract between them. Sea Food Co. v. Way, 
supra; 52 AM. Jur. p. 530; 63 C.J. p. 518. 


Goodwill exists as property merely as an incident to other property 
rights, and is not susceptible of being owned and disposed of separately 
from the property right to which it is incident. Goodwill may adhere 
to the reputation acquired by an established business, the right to use a 
particular name or trade mark. 38 C.J.S. pp. 951 and 952, where the 
cases are cited. 


A sale of a business and its goodwill carries with it the implied obliga- 
tion that the seller will in good faith do nothing to impair the advantages 
and benefits which the purchaser has acquired by the purchase. While there 
is some authority apparently to the contrary, the weight of authority 
seems to be that, in the absence of agreement as to the right to complete 
the vendor of a premises and its goodwill is not precluded from engaging 
in a similar business in the vicinity, provided he does not interfere with 
the purchaser’s enjoyment of the premises sold, and provided that he does 
not engage in unfair competition. Sea Food Co. v. Way, supra; 38 C.J.S. 
p. 957. 


The plaintiff alleges in its pleadings that F. E. Mayo & Co., Inc., owned 
the Washington and New Bern Plants, and used the trade name or trade- 
mark MAOLA, on products sold from both plants; that in 1935 Mayo & Co. 
sold the New Bern plant with the right to use the trade mark MAOLA to a 
predecessor in title of the defendant. If that were the entire contract, it 
would seem that the defendant had a legal right to buy a dairy in Wil- 
liamston and distribute and sell its products there under the trade mark 
MAOLA in rivalry with the plaintiff without being guilty of unfair compe- 
tition, as there is no allegation in the plaintiff’s pleadings that the defend- 
ant has changed its cartons and the way MAOLA is placed on the cartons 
from the manner it has customarily used them with intent to confuse the 
buying public. 

However, the plaintiff alleges in its pleadings that there existed between 
the Washington and New Bern plants a well defined division of territory 
served by each; the territory served by the Washington plant consisting 
generally of that part of Eastern North Carolina north of Vanceboro, and 
that served by the New Bern plant the town of Vanceboro and southwardly, 
and that in the sale of the New Bern plant in 1935 to defendant’s prede- 
cessor in title it was clearly understood and the agreement of sale so pro- 
vided that the use of the trade name MAOLA was limited to the territory 
theretofore served by the New Bern plant. There is no allegation in plain- 
tiff’s pleadings that the agreement of sale was in writing, and signed by 
H. L. Barnes and wife. 

The plaintiff contends that when the defendant in March 1953 pur- 
chased a dairy in Williamston and began the distribution and sale of its 
products under the trade name MAOLA, it was guilty of unfair competition 
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and that in its complaint and amended complaint it has alleged a good 
cause of action for unfair competition. That raises for our determination 
the question as to whether the restriction or more correctly the division 
of territory in the agreement declared upon in plaintiff’s pleadings is valid 
and enforceable. It seems to be illegal on three grounds. 


First. If the alleged agreements was a limitation upon Barnes and 
his wife, and their successors in title, to do business anywhere in the State 
of North Carolina, the agreement was not in writing signed by Barnes 
and his wife. P.L.N.C. 1913, Ch. 41, see. 4, now G.S. Ch. 75, see. 4, requires 
such an agreement to be in writing and signed by the party who agreed 
not to enter into any such business within such territory to be enforceable. 


Second. It clearly appears from the alleged agreement that the divi- 
sion of territory was not merely for the purpose of conveying to Barnes 
and his wife, and their successors, the New Bern plant with the right to 
use the name MAOLA and to obtain all the patronage of that plant, but also 
for the purpose of shutting off competition by preventing Barnes and his 
wife and their successors from engaging in the ice cream business under 
the trade name MAOLA within all that part of Eastern North Carolina north 
of Vanceboro. There is no allegation that the plaintiff is serving ice cream 
products in all Eastern North Carolina or was in 1935. Such a division 
of territory was not necessary to afford fair protection to Mayo & Co., and 
interfered with the interests of the public as it prevented, if enforceable, 
Barnes and his wife, and their successors, from selling its products under 
the name MAOLA anywhere in North Carolina north of Vanceboro. Such 
an agreement would suppress and stifle competition, and is void. Culp v. 
Love, 127 N.C. 457; Shute v. Shute, 176 N.C. 462; 3 A.L.R. Anno. 250; 
Hill v. Davenport, 195 N.C. 271. 


In Shute v. Shute, supra, this Court held that an agreement on the 
part of the vendee of a cotton gin plant that he would not engage or be 
interested in ginning cotton, or buying cottonseed or seed cotton, for a 
period of ten years, on the north side of a certain creek in the county, and 
would remove a gin plant which he was then operating within such terri- 
tory, the vendor binding himself not to build or cause to be built any gin- 
ning plant in such county on the south side of such creek for a period of 
ten years, was void, because it appeared upon the face of the agreement 
that this division of the territory was not for the purpose of conveying 
to the vendee the right to obtain all the patronage of the establishment 
which he vendor sold to him, but for the purpose of shutting off competi- 
tion, by preventing the vendee from putting up any other plant or being 
interested in the establishment of any other plant within all that part of 
the county north of the creek. 


Third. If the agreement declared upon is considered as a restrictive 
agreement, and not an agreement for division of territory, is it reasonable 
in its terms and purposes? The answer is No. In the earlier cases there 
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was a tendency to establish as the standard for determining the reasonable- 
ness of the contract, the duration of the contract as to time and the extent 
of the territory in which it was to operate. We have held in earlier cases 
that the limitation as to space must be set out with the same definiteness 
as would be required in a deed of conveyance. Hauser v. Harding, 126 N.C. 
295; Shute v Heath, 131 N.C. 281. 


Under changed conditions and in the effort to make goodwill a valuable 
asset these tests have been abandoned, and the true test now is whether the 
restraint is such as to afford a fair protection to the interests of the party 
in whose favor it is given, and not so large as to interfere with the interests 
of the public. Sea Food Co. v. Way, supra; Hill v. Davenport, supra; 
Comfort Spring Corp. v. Burroughs, 217 N.C. 658; Sonotone Corp. v. Bald- 
win, 227 N.C. 387. Contracts in partial restraint of trade are still contrary 
to publie policy and void if nothing shows them to be reasonable. Kadis v. 
Britt, 224 N.C. 154. Tested by this standard the agreement that the defend- 
ant and its predecessor in title should not engage in the ice cream business 
under the name MAOLA in Eastern North Carolina north of Vanceboro— 
and there is no allegation in plaintiff’s pleadings that it is now or was in 
1935 selling ice cream over all such territory—is greater than is required 
for the protection of the plaintiff, is detrimental to the public interest, and 
is unreasonable and void. 

Cab Co. v. Creasman, 185 N.C. 551; Extract Co. v. Ray, 221 N.C. 269; 
Hanover Star Milling Co. v. Metcalf, 240 U.S. 403; United Drug Co. v. 
Rectanus, 248 U.S. 90, eases relied upon by the plaintiff, have different 
factual situations. In none of those cases had one party bought from the 
other a business with the right to use a trade name. 


As to the alleged registration of the trade mark MAOLA in the Secretary 
of State’s office by the plaintiff in 1944, the plaintiff has alleged in his 
complaint thatyits predecessor in title sold the New Bern plant with the 
right to use the trade mark MAOLA to Barnes and wife in 1935. 


Construing the complaint and amended complaint liberally with a view 
to substantial justice between the parties, and making every intendment in 
favor of the pleader (G. S. 1-151; McKinney v. High Point, 237 N. C. 66), 
we are of opinion that the complaint and amended complaint fail to state a 
cause of action. ‘‘ We have repeatedly held that where a complaint states no 
cause of action such a defect is not waived by answering. The defendant 
may demure ore tenus, and, furthermore, this Court may take notice ex 
mero motu of the insufficiency of the complaint in this respect. If the cause 
of action, as stated by the plaintiff, is inherently bad, why permit him to 
proceed further in the ease, for if he proves everything that he alleges he 
must eventually fail in the action.’’ Garrison v. Williams, 150 N. C. 674; 
Watson v. Lee County, 224 N. C. 508; Aiken v. Sanderford, 236 N. C. 760, 
where the cases are cited. The statute which requires liberal construction in 
favor of the pleader neither requires nor permits the court to construe into 
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a pleading that which it does not contain. Dillingham v. Kligerman, 235 
N. C. 298. 

The demurrer admits the facts pleaded in the complaint and amended 
complaint, but it does not admit the legal inferences or conclusions of law 
set out therein that the registration of the trade mark MAOLA in the Secre- 
tary of State’s office and its assignment to the plainiff made it the true and 
absolute owner and holder thereof; that the facts alleged constitute unfair 
competition, ete. We have held repeatedly that a demurrer does not admit 
any legal inferences or conclusions of law asserted by the pleader. Mc- 
Kinney v. High Point, supra; Bumgardner v. Fence Co., 236 N. C. 698; 
McLaney v. Motor Freight, Inc., ibid. 714; Anderson v. Atkinson, 234 N. C. 
271. 

There was error in overruling the defendant’s demurrer ore tenus. The 
order issuing a restraining order pendente lite will be vacated. 

The judgment below is reversed. 

JOHNSON, Justice, dissents. 


MIFFLIN CHEMICAL COMPANY v. PUREPAC CORPORATION 
No. 86-380—D.C., $.D. N.Y.—October 21, 1953 


REMEDIES—INFRINGEMENT 
Where one uses as name for ingredient of salve word previously used by 
another as trade-mark for rubbing alcohol, an injunction will issue. 
REMEDIES—Score oF RELIEF—INJUNCTION 
Issuance of preliminary injunction held in abeyance reasonable time to permit 
infringer to dispose of products in view of investment involved and submission 
of non-infringing label for future use. 


Trade-Mark infringement suit by Mifflin Chemical Company v. Pure- 

pac Corporation. Motion for preliminary injunction granted. 

Henry L. Burkitt, of New York, N. Y. 

(Caeser & Rivise and A. D. Caesar, of Philadelphia, Pa., of counsel) for 
plaintiff. 

Mock & Blum and Richard Blum, of New York, N. Y. for defendant. 

Concer, District Judge. 

This is an application by the plaintiff for a preliminary injunction 
restraining the defendant from using in the distribution and sale of its 
products the plaintiff’s registered trade mark DERMIUM. 

It appears from the affidavits of the plaintiff’s president that the 
plaintiff has been engaged in the manufacture distribution and sale of 
pharmaceuticals since 1921; that it has spent large sums of money to 
advertise its products under its trade marks; that it adopted in 1946, the 
trade mark permium for rubbing alcohols and emollients and in September 
and November, 1947, the Patent Office issued Certificates of Registration 
to plaintiff covering the trade mark pERMIUM as used on such products; 
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that it has spent over $265,000 in advertising its products bearing the 
DERMIUM trade mark and has sold approximately 3,500,000 units totalling 
approximately $1,750,000. 


It further appears from this affidavit that in the early part of 1953 
the defendant commenced selling a medication for pimples, acne and black- 
heads called WUNDER-SKIN, the label of which included the legend, ‘‘ Active 
Ingredients: Dermium * * *’’, ete. and that defendant’s extensive adver- 
tising called attention to the presence of a cleansing antiseptic, DERMIUM ; 
that, in May of this year, plaintiff’s attorneys notified defendant of its 
alleged infringement of plaintiff’s trade mark and demanded that the 
defendant cease such infringement, surrender labels, circulars, ete. and 
remove the offending product from customers’ shelves; that the defendant 
has failed to comply with the plaintiff’s demands for immediate surrender 
of labels, ete. and removal of products and has failed to inform plaintiff 
how quickly it will comply; that the continued infringement of plaintiff’s 
trade mark as well as the continuation of defendant’s product on customers’ 
shelves along with the advertising will irreparably damage plaintiff’s repu- 
tation and good will built up in the trade mark pERMriuM, will mislead 
consumers into believing that defendant’s product originates with plain- 
tiff so that the plaintiff may be further irreparably damaged in the event 
defendant’s antiseptic is inferior to plaintiff’s. 


The plaintiff has also offered various exhibits in support of the appli- 
cation. 


In opposition, the executive vice president of the defendant avers that 
the latter has been in existence since 1929, manufacturing, distributing 
and selling drugs, pharmaceuticals and chemicals and is probably one of 
the largest packaged drug houses in the United States, with a credit rating 
of over $1,000,000; that in April, 1953 it put out the preparation WUNDER- 
SKIN, which is an old preparation formerly sold under the trade mark 
WUNDERSKIN, now Axpired, by a company with which the president of 
defendant was formerly connected; that the defendant’s advertising agency 
suggested the hyphenation of WUNDER-SKIN and also selected the word 
DERMIUM to designate an ingredient at the time defendant decided to rein- 
troduce the product; that DERMIUM was not searched by defendant’s counsel 
because defendant was not using the same as a trade mark; that its product 
can in no way be considered as relating to or competitive with plaintiff’s 
product containing the DERMIUM mark, rubbing alcohol; that when the 
defendant put WUNDER-SKIN on the market it never knew that DERMIUM 
was the registered trade mark of plaintiff but knew plaintiff marketed a 
rubbing alcohol under the name of MirFLIN; that affiant has never observed 
plaintiff’s alleged emollient under the word DERMIUM on sale in drug stores 
and does not believe that plaintiff markets such a product. 


The affiant further relates that upon notification of plaintiff’s regis- 
tration of pERMIUM, the defendant decided to replace such word with 
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DERMA-SEP which it had been using for years in its aLCoRUB product and 
on June 19, 1953 it instructed the manufacturer of its WUNDER-SKIN tubes, 
and notified its advertising agency, to make the substitution; that it has 
been unable to remove DERMIUM from the tubes lithographed prior to plain- 
tiff’s notice without destroying its great investment therein; it anticipates 
that by October 31, 1953, it will have disposed of all the tubes so litho- 
graphed and will thereafter use tubes with the substituted word. 


In addition, with the aforementioned affidavit the defendant has offered 
various exhibits, one of which is a compilation made by defendant’s counsel 
of unexpired registrations of, and pending applications for, trade marks 
commencing with the prefix p—erM. There appears to be 103 of the same 
and, according to an affidavit of defendant’s counsel, there are about 50 
expired registrations and at least 75 unexpired registrations which include 
DERM as a suffix. 


An affidavit of a pharmacist and drug store owner filed in defendant’s 
behalf states, among other things, that the affiant has never heard anyone 
eall for rubbing alcohol as pERMium, nor has affiant ever heard of an 
emollient by that name; he has heard many customers call for MIFFLIN 
aleohol and WUNDER-SKIN medicated skin cream. 


An affidavit of one, Elvira W. Darne, filed in defendant’s behalf, states 
that she has examined the Patent Office files, has found plaintiff’s two 
registrations, for both of which the same label was filed and no other. The 
label reads as follows: 

‘*‘DERMIUM 
Trade Mark 
Mifflin Chemical Co. Philadelphia, Pa.’’ 


In reply to the affidavit of defendant’s executive vice president, the 
vice president of the plaintiff states that in August of this year agents 
of the plaintiff promoted WUNDER-SKIN with DERMIUM; that he knows that 
defendant clfanged its label for its rubbing alcohol from aLcoruB to ALCORUB 
WITH DERMA-SEP about six-months after the plaintiff placed its mirrLIN 
aleohol with p—ERM1uUM on the market, and believes that the defendant had 
full knowledge of plaintiff’s use and ownership of the trade mark pDERMIUM 
at the time defendant began to market WUNDER-SKIN with DERMIUM. 

The complaint herein states the customary claims for trade mark in- 
fringement and unfair competition and seeks an injunction, an accounting 
and treble damages. 

The answer, in addition to the usual denials, sets up various defenses 
ineluding that neither defendant nor plaintiff uses peERMIUM as a trade 
mark or origin indicator but rather to designate an ingredient of its 
products; that defendant has always presented and advertised its products 
as WUNDER-SKIN; that plaintiff’s registration of p—ERMIuUM is invalid by rea- 
son of prior and subsequent use and registration of marks commencing 
with pERM; that DERMIUM as used by plaintiff is descriptive of plaintiff’s 
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goods; that upon notice of plaintiff’s interest, it immediately took steps to 
eliminate DERMIUM from its products. 


I believe the plaintiff should have the relief it seeks, commencing, 
however, from November 1, 1953. 

Although the defendant has suggested the invalidity of plaintiff’s 
mark, its own non-infringement and lack of unfair competition, its conduct, 
nevertheless, spells out a seeming acquiescence in the relief sought. It seeks 
only to be spared the loss of its investment in tubes and cartons produced 
and distributed prior to notice of plaintiff’s interest. I believe that this 
is an equitable reprieve and I, therefore, grant it in reliance upon its rep- 
resentations, and affirmations in proof of the bona fides of such representa- 
tions, that it will have disposed of all offending articles by October 31, 1953. 

Along with the order to be settled herein, the parties will submit 
memoranda in connection with the amount of security to be fixed. 


THE UPJOHN COMPANY v. SCHWARTZ, doing business as 
BRYANT PHARMACEUTICAL COMPANY 


D.C., $.D. N.Y.—October 26, 1953 


CoURTS—PLEADING AND PRACTICE 
Suit for injunction on grounds of trade-mark infringement and unfair compe- 
tition raises essentially equitable issues. Charge that defendant was entrapped by 
plaintiff ’s fraud and deceit and that plaintiff comes into court with unclean hands 
and was guilty of the identical practices complained of does not change proceed- 
ing from equitable to legal entitling parties to a jury trial. 


Action for trade-mark infringement and unfair competition by The 
Upjohn Company v. David Schwartz, doing business as Bryant Pharma- 
ceutical Company. Defendant counterclaims for violation of anti-trust 
laws. Plaintiff’s motion to strike demand for jury trial granted. 
Kenyon & Kenyon, of New York, N. Y. for plaintiff. 

Arthur D. Hbrrick, of New York, N. Y. for defendant. 
SuGARMAN, District Judge. 

The complaint herein seeks (a) an injunction against defendant re- 
straining 41 alleged practices of trade-mark infringement and/or unfair 
competition; (b) an accounting of profits and damages; (c) costs and (d) 
other appropriate relief. 

The answer pleads denials, defenses and a counterclaim. The defend- 
ant timely demanded a jury trial of all issues. 

Plaintiff now moves to strike the jury demand and transfer the case 
to the non-jury calendar. The issues, not the form of the case, determine 
the method of trial. 

The complaint, praying injunctive relief against trade mark infringe- 
ment and unfair competition raises essentially equitable issues. 


1. 1. Beaunit Mills, Inc. v. Eday Fabric Sales Corporation et al., 2 Cir., 124 F.2d 
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‘‘Injunctions are asked, and, in keeping with equity’s object to grant 
complete relief, an accounting. Claims such as those here set forth are 
not triable by jury at common law and do not come within the purview 
of either the Seventh Amendment of the Constitution or Rule 38(a), 
Fed. Rules Civ. Proce. 28 U.S.C.A.’’.? 


Defendant’s third defense, that plaintiff’s fraud and deceipt entrapped 
and enticed defendant into engaging in the practices complained of, and 
its fourth defense that plaintiff engaged in identical practices and thus 
‘‘does not come into court with clean hands and is not, in equity, entitled 
to the relief demanded in the complaint’’, if assumed to state legal defenses 
to an equitable action, do not change the character of the proceedings or 
entitle either party to a jury trial.® 

Defendant’s counterclaim charges plaintiff with violation of the anti- 
trust laws and the answer seeks, on this score, injunctive relief, triple 
damages and costs and attorney’s fee. Such an action may be either 
legal,* equitable> or both. If legal, i.e. for damages, the right to a jury 
trial prevails; if equitable, i.e. for injunctive relief, such right does not 
exist ; if mixed, the question is reserved for the trial judge’s discretion.® 

Plaintiff argues that defendant’s counterclaim, although seeking triple 
damages fails to state a claim therefor by virtue of its silence as to injury 
to defendant’s business or property. This objection is well founded. ‘‘ Under 
Title 15, 15 [sie]U.S.C.A. § 15 any person injured in his business or prop- 
erty by reason of anything forbidden in the anti-trust laws may sue and 
recover three-fold actual damages sustained. Under this section it is obvi- 
ously the duty of the plaintiff to aver and prove that he has been injured 
in his business or property and that this injury was caused by acts for- 
bidden by the anti-trust laws.’’? Absent such allegations, as in the counter- 
claim at bar, the pleading fails to state a legal claim for damages.* Hence, 
no legal claim, sufficient to warrant a jury trial is posed and no right 
thereto exists. : 

Plaintiff’s motion to strike defendant’s jury demand and to transfer 
this cause to the non-jury calendar is granted. 

Settle order on notice. 


EX PARTE COLVIN, MENDELHALL & CO. 


Commissioner of Patents—September 4, 1953 


TRADE-MaRK Act oF 1946—-REGISTRABILITY—DESCRIPTIVE TERMS 
While TECHNICAL is descriptive and TREND generic, when used in connection 
with an investment advisory service is registrable as a service mark since neither 


Protezol Corp. v. Koppers Co., Inc., 12 F.R.D. 7. 

50 C.J.8. Juries §42. 

Title 15 U.8.C.A. §15. 

Title 15 U.8S.C.A. §26. 

Ralph Blechman, Inc., et al. v. I. B. Kleinert Rubber Co. et al., 98 F.Supp. 1005, 
Kainz v. Anheuser-Busch, Inc., et al., 7 Cir., 194 F.2d 737. 

Beegle v. Thomson, 7 Cir., 1388 F.2d 875. 
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individually nor in combination do they describe the service except as it may have, 
through usage, come to indicate services rendered by applicant. Test of whether 
mark should be refused registration as descriptive under the statute is whether or 
not mark is merely descriptive as applied to applicants goods or services. 


Application for registration of service mark by Colvin, Mendelhall 
& Co., Serial No. 590,073 filed December 29, 1949. Applicant appeals 
from decision of Examiner of Trade-Marks refusing registration. Reversed. 


Henry Gifford Hardy, of San Francisco, California for applicant. 


Leeps, Assistant Commissioner. 

Application has been filed to register on the principal register the 
term THE TECHNICAL TREND as a service mark for ‘‘an investment advisory 
service providing printed market analysis and recommendations for the 
long term investor and providing professional aid in determining policy 
for capital investment and for the protection and growth of the capital so 
invested.’’ Registration was refused by the Examiner of Trade Marks on 
the ground that the mark when applied to the services is merely descriptive 
of them. Applicant has appealed from this refusal. 

There is no doubt that the word ‘‘technical’’ is a descriptive word, 
and that it has a well-defined meaning, as quoted from Webster’s Inter- 
national Dictionary, Second Edition, by the examiner. In fact, it has a 
special meaning in relation to the Stock Exchange as follows: ‘‘ designating 
or pertaining to a market the price in which is mainly determined by 
manipulation or speculative conditions.’’ 

The noun ‘‘trend’’ is a generic word also well defined by Webster as 
quoted by the examiner. 

Thus, the mark presented is a combination of a descriptive word and 
a generic word preceded by the definite article ‘‘The’’. The question to 
be determined is whether or not the term as applied to applicant’s services 
is ‘‘merely descriptive.’’ There is no question but that the term is merely 
descriptive of trepds which are technical. 

A clear understanding of the nature of applicant’s service is neces- 
sary to a determination. An exhibit filed during the prosecution of the 
application describes the business as follows: 

‘‘THE TECHNICAL TREND is a timing method for the longer term 
investor. 


‘‘THE TECHNICAL TREND is a service designed for the protection 
and growth of capital invested in common stocks. 


‘‘THE TECHNICAL TREND Offers the broker, investment banker or 
individual having the responsibility of investing money, professional 
aid in determining policy for capital invested in common stocks.”’ 


In short, it is an investment advisory service, which obviously is not 
‘‘technical’’ within the special meaning of that word as related to the 
Stock Exchange. Nor is it deemed to be ‘‘technical’’ within the ordinary 
understanding of the meaning of the word. 
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The applicant does not sell ‘‘trends.’’ The fact that it may study and 
analyze certain trends in rendering its services, and the further fact that 
such trends may form the basis of specific recommendations to its clients 
with respect to investment policy or timing, do not, in my view, lead to 
a conclusion that the word ‘‘trend’’ is descriptive or generic when applied 
to the services of the applicant. This combination of a descriptive word 
with a generic word has no meaning which would in any way suggest an 
investment advisory service, except as it may have, through usage, come 
to indicate the services rendered by applicant. 


In determining the question of whether or not a given mark is merely 
descriptive, one is not required to go through mental gymnastics. Marks 
should not be denied registration simply because there are dictionary 
definitions of the words which, after remote and round-about reasoning, 
might possibly be deemed to be descriptive of the involved goods or 
services. The statute provides for refusal only when the mark is merely 
descriptive as applied to the applicant’s goods or services. The mark in 
this case does not fall within the ‘‘merely descriptive’’ category. 


The decision of the Examiner of Trade Marks is reversed. 


EX PARTE HANDMACHER-VOGEL, INC. 
Commissioner of Patents—September 4, 1953 


TRADE-MaRK Act OF 1946—SERVICE MARKS 

Use of mark WEATHERVANE in connection with golf tournaments and as a 
service mark is sufficiently supported by proof of use on entry blanks, tickets, 
information and score cards and advertising in connection with service of conducting 
golf tournaments in different states. 

Evidence indicates mark is used solely in connection with promotion of golf 
tournaments and is completely unrelated to manufacture and sale of clothing and 
any good will attaching to the trade mark used on the clothing as a result of the 
services performed under the mark, WEATHERVANE is remote and incidental and the 
mark is therefore registrable. 


Application for registration of service mark by Handmacher-Vogel, 
Inc., Serial No. 596,225, filed April 25, 1950. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Reversed. 
Sidney A. Diamond, of New York, N. Y. for applicant. 

Leeps, Assistant Commissioner. 

Application has been filed to register as a service mark on the principal 
register the word WEATHERVANE super-imposed upon a representation of 
a weathervane and enclosed within a circle formed of the words WOMEN’s 
OPEN GOLF TOURNAMENT, for the service of ‘‘conducting golf tournaments’’ 
in Class 107, Education and Entertainment. The words WoMEN’s OPEN 
GOLF TOURNAMENT are disclaimed. Use is claimed since February, 1950. 
Registration was refused on the ground that the mark does not meet the 
statutory requirement of a service mark because the service claimed is 





192 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


a vehicle or medium employed by the applicant to advertise and promote 
the sale of its goods. Applicant has appealed from this refusal. 


Handmacher-Vogel, Inc., the applicant herein, is a manufacturer and 
distributor of women’s wearing apparel. It owns Registration No. 554,949, 
comprising the word WEATHERVANE, coupled with the representation of a 
weathervane, for women’s suits; Registration No. 553,814, comprising the 
word WEATHERVANE, coupled with the word GoLFER and a representation 
of a weathervane, for shirts, women’s jackets and women’s hats; and Regis- 
tration No. 339,318, comprising the word WEATHERVANE alone for piece 
goods made wholly or partially of cellulose derivatives. The word WEATHER- 
VANE has been used by applicant and its predecessor since 1936 in the 
piece goods field, and by applicant since 1941 in the women’s apparel field. 

The various papers, documents and exhibits filed in this case show 
that during the year 1950 Handmacher-Vogel, Inc., commenced conduct- 
ing golf tournaments in four different places located in different States, 
and has, since that time, used the WEATHERVANE mark involved here to 
identify such tournaments. In connection with the tournaments, the mark 
is used on entry blanks furnished by applicant to participants, on tickets 
sold, on information cards and score ecards distributed by applicant, on 
advertising posters, and in newspaper advertising paid for by applicant. 
These papers, documents and exhibits are sufficient to support the claim 
of use of the mark in connection with services rendered in commerce which 
may lawfully be regulated by Congress. 

Tickets to the tournaments are sold to the public, entry fees are 
charged the entrants, and prizes are awarded to both participating pro- 
fessional and amateur players. 

Numerous press clippings have been filed, and these clipping show a 
widespread press coverage of the sporting events identified as ‘‘ Weather- 
vane Women’s Open golf tournament,’’ ‘‘Weathervane Cross Country 
golf tournament’’ and ‘‘Women’s Weathervane golf tournament.’’ They 
also indicate participation by some of the nations outstanding golfers, 
namely, Babe D. Zaharias, Betsy Rawls, Patty Berg, Louise Suggs, Betty 
Jameson, and Marlene and Alice Bauer. Prizes in the 1951 tournaments 
totalled $17,000. In other words, the tournaments conducted by applicant 
are of more than passing interest and importance as sporting events. 


The original rejection states in part: 


‘‘While the examiner does not take the position that a manu- 
facturer or merchant may not also render services or that the same 
mark may not be used both as a trade mark and a service mark, it 
is his view that all services which constitute operations involved in 
the designing, production, sale, sales promotion, advertising or build- 
up of good-will of one’s own goods do not constitute services within 
the purview of the Act.’’ 


As a broad and general statement this may be a substantially correct 
interpretation of the law. 
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The examiner has taken a narrow view of the statutory provisions 
dealing with registration of service marks, and has apparently given little 
or no weight to any evidence submitted other than the specimens filed 
with the application. These specimens are mailing pieces designed for 
distribution to retail outlets selling women’s apparel manufactured by 
applicant. They contain such statements as: ‘‘This greatest of women’s 
sporting events will make the immensely popular Weathervane line even 
more popular;’’ ‘‘Schedule tie-in ads now. Plan your Weathervane win- 
dows now. Plan to cash in on this event that means big volume for your 
store’’; and ‘‘Each year you will benefit by the tremendous advertising 
and promotional value of this great event.’’ After quoting from the 
specimens, he concluded : 

‘<* * * it is believed that the service claimed by the applicant is 


merely a means of advertising and promoting the sale of its goods; and 
as such is not considered a service within the meaning of the Statute.’’ 


This position was retained in final rejection. It is not clear just what the 
examiner’s position would have been had the golf tournaments been in- 
stituted first in point of time and as a subsequent venture, the applicant 
decided to go into the manufacturing of women’s apparel. 


In the Examiner’s Statement filed on appeal, the following appears: 


‘While the applicant may be rendering a service in conducting 
these tournaments, this service is rendered primarily as a means of 


promoting the sale of these goods [women’s apparel] and comes within 
the scope of the decisions cited * * *.’’ (Emphasis Added) 


There is no evidence to support such a statement; but, on the contrary, 
the evidence indicates that in this case the services are entertainment 
services completely unrelated to the designing, production, sale, sales 
promotion or advertising of the applicant’s goods sold under the WEATHER- 
VANE mark. None of such goods are designed, produced, advertised, pro- 
moted, sold or offered for sale at the tournaments. It cannot be said to be 
a sales promotion program directed to purchasers of such goods. The 
goods are nowhere mentioned in the press releases, on entry blanks, on 
tickets, on score cards, in advertising of the tournaments, or in announce- 
ments or information bulletins. If additional good-will attaches to the 
trade mark as a result of the services performed, it is not seen how this 
ean have any bearing on the question of whether or not a bona fide 
service is being performed. Careful consideration of all the evidence 
submitted convinces me that the applicant here is performing a bona fide 
service unconnected with the manufacture and sale of its goods, and that 
any effect which the conducting of the golf tournaments under the 
WEATHERVANE mark may have upon the sale of women’s apparel under 
the same mark is remote and incidental. 


A mark used by a person on or in connection with services normally 
expected of him and rendered merely as an accessory to and solely in 
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furtherance of the sale, offering for sale, or distribution of his goods is not 
a service mark within the purview of the Act; but a manufacturer, seller 
or distributor of goods who supplies a bona fide service or services over 
and above those normally expected and only incidentally related to the 
furtherance of such manufacture, sale or distribution is entitled to have 
the registrability of his mark judged by the standards ordinarily applied 
in determining registrability—whether the mark used to identify the 
service is the same as or different from that used to identify the goods. 

The examiner cited and relied on six cases, namely: Ex parte Pacific 
Coast Aggregates, Inc., 91 USPQ 210; (41 TMR 1132) Ex parte Tampaz, 
Inc., 91 USPQ 215; Ex parte Radio Corporation of America, 92 USPQ 
247 (42 TMR 346) (affirmed C.C.P.A. 98 USPQ 157); (48 TMR 1168) 
Ex parte The Elwell-Parker Electric Company, 93 USPQ 229; (42 TMR 
691) Ex parte The Arco Company, 96 USPQ 171; (43 TMR 293) and 
Ex parte The Procter & Gamble Company, 97 USPQ 78 (43 TMR 747). 
The first five cases are readily distinguishable from the present case, and 
in view of the pendency of an appeal in the last mentioned case, comment 
is withheld. In each of the five cases the mark was used on or in con- 
nection with services rendered merely as an accessory to and solely in 
furtherance of the sale of the applicant’s goods. In the first case, the 
claimed ‘‘service’’ consisted of preparing the applicant’s concrete for 
sale. In the second the claimed ‘‘service’’ consisted of an advertisement 
containing a list of the physical characteristics of the applicant’s goods 
and featuring some of those descriptions in the form of a slogan. In the 
third case the claimed ‘‘service’’ comprised the mere playing of the ap- 
plicant’s own phonograph records with an invitation to the public to 
purchase them. In the fourth the claimed ‘‘service’’ was the rendering of 
advice as to the use of applicant’s industrial equipment. In the fifth case 
the claimed ‘‘service’’ was the mixing of applicant’s paints and rendering 
advice as to color matching in using applicant’s paints. None of these 
eases is controlling under the facts and circumstances of the present case. 


The decision of the Examiner of Trade Marks is reversed. 


EX PARTE THE R. K. LeBLOND MACHINE TOOL CO. 
Commissioner of Patents—September 4, 1953 


TRADE-MaRK Act OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Secondary meaning is established by use of a mark by the public to identify 
and distinguish the product of a specific manufacturer or trader and not by mere 
public acquiescence and hence DUAL DRIVE is not registrable on Supplemental Regis- 
ter as it is so highly descriptive of a lathe having two drives as to be incapable 
of distinguishing the product. 


Application for registration of trade-mark by The R. K. LeBlond 
Machine Tool Co., Serial No. 514,658, filed December 21, 1946. Applicant 
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appeals from decision of Examiner of Trade-Marks refusing registration. 
Affirmed. 

Williard L. Groene, of Phoenix, Arizona, for applicant. 

Leeps, Assistant Commissioner. 

Application has been filed to register DUAL DRIVE as a trade mark on 
the supplemental register for engine and tool room lathes in Class 23. 
The lathe specifically covered by the application is described as ‘‘having 
a low speed gear drive and high speed direct V-belt drive to the work 
spindle.’’ Use is claimed since April 2, 1946. Registration was refused on 
the ground that the words are generically descriptive of applicant’s goods, 
and cannot function to distinguish the goods in commerce. Appeal has 
been filed from the refusal of the Examiner of Trade Marks. 

During the prosecution of the application numerous statements and 
exhibits were filed by applicant, and a careful examination of them leads 
to the conclusion reached by the examiner. The following quotations are 
deemed to be in point: 

‘«# * * customers distinctly refer to the LeBlond pUAL prive lathe, 

‘the lathe having the combined belt and gear drive in a single head- 

stock with a single lever control for getting all the speed changes.’ 

They are distinctly impressed with this unique design and they utilize 

the trade mark as indicating that particular type and design of lathe. 

It is used not only in distinguishing this unique lathe from all com- 

petitors but to distinguish from other types of lathes in the LeBlond 

line of machine tools.’’ (Emphasis added) 


(An elaborate brochure showing drawings of the dual drive lathe states 
on the inside back cover: ‘‘LeBlond manufactures Dual Drive Lathes, 
Heavy Duty Lathes, Precision, Toolroom Lathes, Rapid Production Lathes, 
Oil Country (Hollow Spindle) Lathes, Automatic Lathes, Semi-Automatic 
Lathes, Automatie Crankshaft Lathes, Universal Crankshaft Lathes, Regal 
Light Pattern Engine Lathes, Special Purpose Lathes.’’) 

‘‘* * * it is already tied down and specifically linked with a very 
special type of lathe already protected in patents issued by the Patent 
Office covering the particular structure.’’ (Emphasis added) 


‘‘Ip particular the mark is used only in connection with a very 
special type of lathe"having a very special and unique drive transmis- 
sion as evident by the above patents.’’ (Emphasis added) 


‘When dual drive is mentioned the trade immediately thinks of 

a LeBlond machine having the above distinct lathe structure; namely, 

the low speed gear drive combined with the high speed V-belt drive 

direct to the work spindle.’’ 

The term ‘‘dua] drive lathe’’ in lower case letters is used in innumer- 
able places throughout the papers and arguments filed by applicant in such 
manner as to indicate that the words ‘‘dual drive’’ describe the specific 
lathe manufactured under certain patents. 

Applicant attempts by an Exhibit A attached to its brief on appeal 
to explain the various meanings of the words ‘‘dual’’ and ‘‘drive’’, but 





196 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


the explanation is not entitled to any weight when the description of 
the lathe furnished by applicant, and repeated a number of times through- 
out the proceedings, is a lathe ‘‘having a low speed gear drive and high 
speed direct V-belt drive * * *.’’ ‘‘Dual’’ means ‘‘two’’—and ‘‘drive’’ 
means ‘‘drive.’’ It is not seen how DUAL DRIVE as applied to the lathe in 
question means anything other than a lathe with two drives, which is 
exactly the item described in the application. It is just as much a 
description of a type of lathe as are HEAVY DUTY, PRECISION TOOLROOM, 
RAPID PRODUCTION, and the others listed in the brochure. 

Applicant argues at length that no other manufacturer has used the 
term ‘‘dual drive’’ in connection with a lathe. If, as is asserted, the item 
is covered by valid patents, then no other manufacturer may make the 
lathes without infringing, or without a license from the patentee; and if, 
as is asserted, the words ‘‘dual drive’’ are linked with and indicate to 
customers and the trade a particular design and type of lathe covered 
by patents, then use of the words in connection with any other lathe would 
amount to misrepresentation. : 

It is urged that secondary meaning has been established by publie 
acquiescence in the use of the mark, but secondary meaning is not estab- 
lished by publie acquiescence. Rather, it is established by use of a mark by 
the public to identify and distinguish the product of a specific manufac- 
turer or trade. In view of all the circumstances of this case, secondary 
meaning has not been proved. 

The term ‘‘dual drive’’ as used by applicant is so highly descriptive 
of its lathe having two drives as to be ineapable of distinguishing the 
product. The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE THURLOW GLOVE COMPANY 


Commissioner of Patents—September 4, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Where a composite mark includes disclaimed descriptive and generic matter, it 
must be considered in its entirety but where that portion of mark deemed to be 
dominant is admittedly unregistrable and the pictorial matter is so closely associ- 
ated in significance with the unregistrable matter, the entire mark is rendered 
unregistrable. 
DESCRIPTIVE MARK 
Application to register composite mark FINE WESTERN DEERSKIN (disclaimed) 
with deer in flight is refused the mark being descriptive of leather goods. 


Application for registration of trade-mark by Thurlow Glove Com- 
pany, Serial No. 606,828, filed November 22, 1950. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Buckhorn & Cheatham, of Portland, Oregon for applicant. 

LEEps, Assistant Commissioner. 
Registration on the principal register [Section 2(f)] is sought for a 
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composite mark comprising the words FINE WESTERN DEERSKIN above a 
stylized line drawing of a deer in flight for leather gloves, moccasins and 
jackets made of tanned deerskin. The words FINE WESTERN DEERSKIN are 
disclaimed. Use is claimed since 1939. Registration has been refused on 
the ground that the mark is so highly descriptive of the goods that it is 
believed to be incapable of distinguishing them. This appeal is from the 
refusal of the Examiner of Trade Marks to register the mark. 

Applicant contends that the drawing is the dominant portion of the 
mark, and that the mark is therefore registrable with the disclaimer of 
the word portion. The specimens filed show that the words dominate the 
pictorial matter in size, position and significance, and the words are 
deemed to be the dominant portion. See: Ex parte The Naval Uniform 
Service, Inc., 61 USPQ 380, (34 TMR 308); 71 USPQ 106; Ex parte Bison 
Company, Inc., 67 USPQ 328; Radiator Specialty Co. v. Sure Rite Prod- 
ucts Co., 89 USPQ 430 (41 TMR 703) ; Harris-Seybold Company v. Simonds 
Worden White Co., 97 USPQ 303. A composite mark must be considered 
in its entirety, including descriptive and generic matter which has been 
disclaimed, but where, as here, that portion of the mark deemed to be 
dominant is admittedly unregistrable, and where, as here, the pictorial 
matter is so closely associated in significance with the unregistrable matter, 
the entire mark becomes unregistrable. 

Applicant states in its brief ‘‘The animal symbolizes a deer, but the 
representation is purely arbitrary for there has never been any deer or 
other animal on earth having antlers or horns as represented in the trade 
mark.’’ Assuming the last clause to be true, nevertheless any person 
familiar with the appearance of a deer would immediately recognize the 
stylized drawing as representing a deer. The drawing cannot, therefore, 
be regarded as an arbitrary feature when used on articles made from 
deerskin. 

It is believed that the public would regard the words and design 
merely as informative matter relating to the goods, namely, that they are 
made of a fine grade of deerskin from the West, rather than as a mark 
indicating source of manufacture. Others are entitled to give the same 
information concerning articles of apparel made of such deerskin. To 
grant registration to this applicant would pre-empt an ordinary informa- 
tive statement to the exclusion of others. 

Registration was properly denied, and the Examiner of Trade Marks 
is affirmed. 


EX PARTE TRUE TEMPER CORPORATION 


Commissioner of Patents—September 4, 1953 
TRADE-MarRK Act OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Section 2 (f) does not permit registration of term CRIPPLED SHAD since ‘‘Crip- 
pled’’ is descriptive of functional features of lure and ‘‘shad’’ is not a word 
capable of exclusive appropriation in the fish lure field. 
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Application for registration of trade-mark by True Temper Corpora- 
tion, Serial No. 591,442, January 25, 1950. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Slough & Slough, of Cleveland, Ohio for applicant. 

Leeps, Assistant Commissioner. 

Application has been filed to register on the principal register [Sec- 
tion 2(f)] the words crrpPLep sHapD for artificial fish lures in Class 22, 
Games, Toys and Sporting Goods. Use is claimed since September 6, 1941. 
Registration has been refused on the ground that the term is ‘‘clearly a 
type designation, and certainly it far transcends the commonly understood 
‘merely descriptive’ meaning of trade marks.’’ This is an appeal from the 
decision of the Examiner of Trade Marks. 


Applicant contends that the term is not descriptive; it is not a generic 
designation; and it is not incapable of distinguishing. 

Admittedly, ‘‘erippled’’ is an ordinary descriptive word. Applicant’s 
lure is identified in Montgomery Ward’s ‘‘Fishing and Hunting Catalog’’ 
as follows: ‘‘True Temper Crippled Shad. 200 Series. Floating surface 
bait with wounded minnow action.’’ In its brief on appeal applicant 
argues that crippled ‘‘actually means ‘to deprive a use of a limb, particu- 
larly a leg or foot’,’’ citing Webster’s New International Dictionary, 2d 
Edition. The definition, however, also includes ‘‘To become disabled, in- 
capacitated, or weakened.’’ This portion of the definition is unquestion- 


ably applicable to the lure involved here, since it is described as a 


>? 


‘*floating surface bait with wounded minnow action.’’ The word ‘‘crip- 
pled’’ obviously describes a functional feature designed to attract fish 
(as well as fishermen). 

The examiner was of the opinion that the term CRIPPLED SHAD names a 
lure which simulates the action of a ‘‘erippled shad.’’ This does not 
necessarily follow, however. It could indicate a lure intended to attract 
and catch shad. In James Heddon’s Sons v. Millsite Steel & Wire Works, 
Inc., 47 USPQ 106 [30 TMR 649] (affirmed 53 USPQ 579), [32 TMR 
410] where the word BASSER was used as a part of a mark for fish lures, 
Judge Tuttle said: 

‘‘If the plaintiff had secured a trade mark on the word BASSER, 
and was here seeking to enforce it, I would hold the trade mark void. 

I don’t think the plaintiff or anyone else can get a good trade mark on 


the word BASSER in the fish bait art any more than they could get a 
good trade mark on the word Bass.’’ 


This language is equally applicable to sHap, and no fault is found with 
Judge Tuttle’s statement. So, whether the word sHaApD in applicant’s mark 
indicates a lure simulating a shad or a lure for catching shad, this appli- 
cant should not be permitted to appropriate the word exclusively. 


The question for determination is whether the term CRIPPLED SHAD, 
not as two single words, but as a term compounded from two words, is 
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registrable as a trade mark. As stated above ‘‘crippled’’ is descriptive of 
functional features of the lure, and therefore unregistrable and ‘‘shad’’ is 
a word not capable of exclusive appropriation in the fish lure field. While 
it is true that words unregistrable in and of themselves may be combined 
into a registrable term, it is not believed that this combination falls in that 
eategory. To grant registration would deprive others of the right to use 
the word ‘‘crippled’’ as they are entitled to do in describing a functional 
feature of a lure. 
The decision of the Examiner of Trade Marks is affirmed. 


MOGILNER v. CUNNINGHAM 
No. 5529—Commissioner of Patents—September 10, 1953 


TRADE-MAaRK Act OF 1946—TITLE 
Where public looks to registrant as source of goods he has acquired exclusive 
right to mark even as against petitioner who originally made goods for regis- 
trant but who fails to establish ownership. Contention that registrant is not 
entitled to exclusive right to mark is not valid since use by different parties would 
destroy function of trade-mark which is to indicate goods of one manufacturer as 
distinguished from others. 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Patent Office can consider in cancellation proceeding only grounds urged in 
petition and not those raised subsequently. 


Cancellation proceeding by George S. Mogilner v. Jack B. Cunningham, 
Registration No. 441,484 issued November 30, 1948. Petitioner appeals 
from decision of Examiner of Interferences dismissing petition. Affirmed. 
George S. Mogilner of Los Angeles, California, pro se. 

Robert U. Geib, Jr., of Washington, D. C. for respondent-appellee. 
Freperico, Examiner in Chief. 

This is an appeal by the petitioner Mogliner from the decision of the 
Examiner of Interferences dismissing its petition to cancel a registration 
issued to the respondent Cunningham. 

The registration sought to be cancelled, No. 441,484, was issued No- 
vember 30, 1948, under the Act of 1905, on an application filed December 
19, 1946. It discloses the phrase woop WELDER used for ‘‘electrie high 
frequency generators suitable for dielectric heating to cause drying of 
adhesives for bonding layers of material together.’’ Use since February 
26, 1946, was alleged in the registration as issued but this date was 
amended to October 17, 1945, by a certificate of correction under Rule 
34.5. 

In the petition for cancellation, which was filed December 17, 1949, 
it is alleged that petitioner and his predecessor in interest were prior in 
adoption and use of the,trade mark woop wELpER for equipment of the 
character involved and have carried on a profitable business in the manu- 
facture, sale and distribution of such equipment up to the present time; 
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and that petitioner is now using the trade mark on such equipment. 
Following allegations relating to the good will of the petitioner in the 
mark, the identity of the marks and the goods, and the likelihood of 
confusion, it is further stated in the petition that petitioner’s predecessor 
in interest manufactured and sold to the respondent as its distributor the 
goods involved, the goods being identified by name plates carrying the 
trade mark, that respondent without the knowledge or consent of the 
predecessor covered these name plates with his own, and filed the appli- 
cation for registration of the mark which issued as the involved regis- 
tration in which, the petitioner alleges, the respondent falsely declared 
himself to be the owner of the mark. 


The issue raised is that of ownership of the mark. The examiner, 
after pointing out that the registration constitutes prima facie evidence 
of ownership by the respondent of the mark for the goods recited therein 
and that the petitioner who has challenged such ownership is under the 
burden of establishing his allegations by ecléar and convincing proofs, 
held that the proofs presented were not so clear and convincing, and free 
from ambiguity, as would support petitioner’s contentions of his owner- 
ship of the mark but that the record was believed to fairly show that 
ownership of the mark resides in respondent. The examiner also held 
that petitioner was not using the mark and hence is without standing to 
seek the relief sought here. 


Prior to the beginning of the period of time involved, the petitioner 
Mogilner was in partnership with one J. H. Walker, doing business 
under the name of Merit Short Wave Diathermy Co., Walker being the 
technical man of the partnership. The firm was engaged in the manufac- 
ture and sale of high frequency generators, more particularly diathermy 
equipment for the therapeutic use. Beginning in 1943, and more exten- 
sively in 1944, the partnership extended its activities to include a high 
frequency generator to be used to heat and dry glue in bonding layers of 
wood together. A device for this purpose, to which the name Polimerator 
was applied, was made and sold or leased by the firm. 


There is disagreement between the parties as to the early relation- 
ship between them. According to Walker and Cunningham, Cunningham 
(though then employed elsewhere) became associated with Walker in 
1943 in developing the Polimerator; Cunningham was an expert in wood 
and glue, with no technical experience in building electronic equipment, 
while Walker had no experience in the treatment of wood and glue. 
Early in 1944 Cunningham’s relationship with the firm became one in 
which he may reasonably be called an employee. He was carried as an 
employee with tax and other deductions made from his compensation. 
He operated to promote the Polimerator business, was the salesman, oper- 
ator of the machines, instructor of others in the operation, ete., and his 
compensation was one third of the profits received by the firm from the 
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Polimerator business. This relationship continued until August 31, 1945, 
when Cunningham went into business for himself under the name of 
Short Wave Plastic Forming Company. 

At about this time it was determined to produce a portable device to 
be used for the same purpose as the Polimerator, which was not portable. 
This device, to which the name Wood Welder was subsequently applied 
differed, from the Polimerator in size and capacity, and the electrodes 
were in the form of a hand gun for application to the wood being glued. 

Manufacture of the woop WELDER by the partnership began in Sep- 
tember 1945 but only several machines were made the first few months. 
All machines made were sold to Cunningham and were paid for by Cun- 
ningham at a price established by the partnership (except for the first 
two or three machines). Cunningham independently solicited orders for 
the machines from manufacturers of wood products, being the only one 
who did so, and sold them in his own business name at a retail price which 
he set. The orders for the first two or three machines were received by 
the partnership from the ultimate purchasers who had been solicited by 
Cunningham, but the machines were delivered to Cunningham and his 
account was credited with any money received. Instruction of purchasers 
in the operation of the machines, servicing them, guaranteeing them, as 
well as all advertising and publication of circulars and booklets, was 
done by Cunningham under his own business name and at his own ex- 


pense. As far as the public was concerned Cunningham, under his busi- 
ness name, was the source of the machines. 


The relationship, in connection with which there was no written 
agreement, continued from September 1945 until May 1948, during which 
time the partnership exclusively supplied the respondent, on the order of 
his company, with over seven hundred machines. 


The first two or three machines were not sold by Merit with the name 
Wood Welder, but carried Merit’s Polimerator label. Thereafter, Merit 
placed a name plate carrying only the words woop WELDER, and a label 
reading ‘‘wooD WELDER manufactured by Merit Short Wave Diathermy Co., 
ete.’”? on them. Cunningham testified that he placed a label with woop 
WELDER and his business name on the machines. Cunningham states that 
he permitted the Merit label on the machines to avoid some question of 
a possible claim for patent infringement, since Merit had a license in con- 
nection with the diathérmy apparatus, but that later the Merit label was 
covered over. 

There is some discussion as to the origin of the name woop WELDER. 
The examiner stated that who originated the name is of no consequence. 
The testimony and exhibits indicate that perhaps neither party considered 
the phrase a trade mark at the beginning. Petitioner and his secretary 
indicate that the first suggestion came from Walker who proposed woop 
WELDER, spelled with an ‘‘o’’ in the belief that a common name could 
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not be incorporated in a trade mark and registered. Petitioner was asked 
in his direct examination, ‘‘Did you adopt the name woop WELDER to indi- 
cate your company as the source of manufacture of this particular 
product?’’ (Q. 204), and answered, ‘‘No. The woop WELDER was for the 
purpose of describing a process that would have the meaning of glue 
setting.’’ Some of Cunningham’s earlier publications seem to use the 
words descriptively. 


In 1947, Cunningham formed a corporation called ‘‘  Woodwelding, 
Ine.,’’ and name plates carrying this name were used thereafter. Orders 
for machines to Merit were made and filled in this name. In August of 
this year petitioner wrote a letter of protest to the use of the Woodweld- 
ing, Ine. name plate, but nothing further was done by petitioner, whose 
firm continued to sell machines to Woodwelding, Inc. 


The partnership between the petitioner and Walker was dissolved on 
May 20, 1948. Walker immediately went into business for himself and 
began the manufacture of the machines for sale to-Cunningham’s com- 
pany, which in the meantime had commenced to manufacture some of the 
machines. After dissolution of the partnership, petitioner disposed of the 
stock on hand, some eight or ten machines, to Cunningham. He states 
that he was unable to continue the manufacture and sale of the machines 
but that after a six months’ interval, with some technical assistance, he 
resumed. The evidence on this resumption is not very satisfactory and 


at most only indicates that very few machines were made and sold; 
petitioner’s only statement on this matter is that he ‘‘made some subse- 
quent sales.’’ 


The Examiner of Interferences stated: 


‘‘It moreover appears from the record that the petitioner has 
never done any advertising, or had engaged in any promotional activ- 
ities of any kind in connection with the generator units under the 
mark woop WELDER here involved, whereas on the contrary the re- 
spondent has very actively engaged himself in the advertising thereof, 
has written instructions or specifications with respect to the opera- 
tion thereof, has written many articles for periodicals on this subject 
of use of short wave generators for bonding wood plys with syn- 
thetic resins and glues, and has lectured and conducted classes at the 
University of California on the subject. By reason of his activity in 
this field, and the wide publicity given thereto in connection there- 
with, as well as the advertising of the generator units in connection 
with the term woop WELDER, the respondent and not the petitioner is 
looked to by the public as the source of origin of such units, and 
is deemed to have acquired the exclusive right to the mark woop 
WELDER used in connection therewith, notwithstanding that originally 
the goods were made for the respondent by the petitioner. Menendez 
et al. v. Holt et al., 46 O.G. 971, 1889 C.D. 344, 128 U.S. 514. 


‘*Tt is accordingly the opinion of the examiner that the petitioner 
has failed to sustain his burden in establishing by clear and convine- 
ing proof that he is entitled to ownership of the mark of the regis- 
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tration here sought to be cancelled; and that on the record here pre- 
sented such ownership is deemed to reside in the respondent.’’ 


I agree with the examiner that petitioner has not established that 
he is the owner of the mark in question, and that, on the facts of record, 
he cannot be considered the owner. 


In his reply brief, petitioner now states that he does not contend that 
he is entitled to the ownership of the mark but only that the registrant 
is not entitled to the exclusive rights; petitioner urges, without denying 
registrant’s right to use, that he has a right to use the name and states 
that Walker also had the right to use it after the dissolution of the 
partnership. If this is the case, the name could not be considered a trade 
mark at all since it would not serve to identify the goods of one 
manufacturer or merchant and distinguish them from those manufac- 
tured or sold by others and the argument amounts in effect to a charge 
that the name is not a trade mark at all. However, this cannot be consid- 
ered since the only question which can be determined by the Patent 
Office in a cancellation proceeding is whether the registration should be 
cancelled on the grounds alleged in the petition for cancellation, and 
this ground has not been raised before. 


The decision of the examiner dismissing the petition for cancellation 
is affirmed. 


FORD MOTOR COMPANY v. LINCOLN RADIO & TELEVISION 
CORPORATION 


Commissioner of Patents—September 16, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONCURRENT USE 

Where one party has registration for mark LINCOLN in which goods were 
specified as radio receiving sets of console and table model type, and another applied 
to register same mark for radios for motor cars, application for concurrent regis- 
tration should be refused. Fact that parties are in agreement should not affect 
result, since decision as requested would serve as precedent for parallel cases when 
parties are not in agreement or when applications are not styled concurrent use 
applications. 

Statement by parties as to different methods of distribution of goods is of 
minor importance where goods are used by same class of purchasers, are merely 
different varieties of same goods, purchasers would be apt to acquire both varieties, 
and customary methods of distribution are employed. 

REGISTRATION PROCEDURE—APPLICATION 

Prior use by party is stipulated in application for concurrent use registrations. 
After refusal of application, it can still be regarded as an ordinary application 
for registration. 


Concurrent use proceeding between Ford Motor Company, Serial No. 
584,277, filed August 31, 1949, and Lincoln Radio & Television Corpora- 
tion, Serial No. 584,278, filed August 31, 1949. Both parties appeal from 
decision of Examiner of Interferences that neither party is entitled to 
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registration. Appeal of Ford Motor Company affirmed; appeal of Lincoln 
Radio & Television Corporation reversed. 
Edwin C. McRae, John R. Faulkner and Thomas H. Oster, of Dearborn, 

Michigan for Ford Motor Company. 

Schroeder, Merriam, Hofgren & Brady, of Chicago, Illinois for Lincoln 

Radio & Television Corporation. 

Freperico, Examiner in Chief. 

These are appeals by both parties from the decision of the Examiner 
of Interferences in the above entitled concurrent use proceeding. The case 
was submitted on stipulated facts and both parties asserted that each was 
entitled to the registrations sought. The examiner held that they were 
not and each party has appealed from the decision. The parties have filed 
a joint brief in their appeals, and at the hearing counsel for one presented 
the arguments for both. 

The two applications involved were filed on the same day, following 
an interference involving a prior application of Lincoln Radio & Television 
Corporation, and a registration of Ford Motor Company. The interference 
stands suspended pending the final determination of the present proceeding. 

Lincoln Radio’s application seeks registration on the Principal Register 
under section 2(f) of the name LINCOLN as a trade mark for ‘‘television 
receiving sets and radio receiving sets of the type made and sold for use 
in buildings (e.g., console, table model and combination receivers) and 
hand portable sets, and parts thereof.’’ Use since 1922 is asserted. The 
application acknowledges use of the same mark by Ford Motor Company 
‘‘in connection with or on radio receiving sets of the type made and sold 
for use in automotive vehicles.’’ The application requests registration of 
the mark LINCOLN for the goods as specified in the first quotation above, 
as a concurrent registration with the proposed registration of the same 
mark to Ford Motor Company for the goods as specified in the second 
quotation. 

The application of the Ford Motor Company, for registration of the 
same mark LINCOLN, is parallel to Lincoln Radio’s application but with the 
statements of the goods for which registration is sought and the goods on 
which the mark is used by the other being reversed, although expressed in 
the same language. Use since 1936 is alleged in the application. 

The parties have filed a joint stipulation of facts as to their use of 
the name LINCOLN. According to this statement Lincoln Radio and its 
predecessors have used the trade mark LINCOLN continuously since 1922 on 
radio receiving sets for other than motor vehicles and sold only to other 
than manufacturers and distributors of motor vehicles; a registration of 
the mark was obtained in 1923, No. 171,959 (this registration was under 
the Act of 1920), and an application for registration was filed in 1947, 
Serial No. 529,181. Ford Motor has used LINCOLN ZEPHYR or LINCOLN 
since 1936 on radios for motor vehicles and sold only to manufacturers 
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and distributors of motor vehicles; LINCOLN ZEPHYR was registered in 
1940, No. 383,572, and LINCOLN alone has been used since at least 1941. 
The stipulation further states that to the best of the knowledge of the 
parties there has in the past been no confusion or mistake or deception 
of purchasers resulting from their concurrent use of LINCOLN. The parties 
have further entered into an agreement parts of which are summarized 
in the stipulation. A copy of this agreement has been filed and by its 
terms Ford Motor agrees to confine its use of the trade mark LINCOLN 
on radios and television sets to radios and television sets for motor 
vehicles and also agrees to sell radios and television sets bearing the name 
LINCOLN only to manufacturers and distributors of motor vehicles, and 
Lincoln Radio agrees to confine its use of the trade mark LINCOLN on 
radios and television sets to radios and television sets for other than 
motor vehicles and also agrees not to sell any radio or television set bear- 
ing the name LINCOLN to any manufacturer or distributor of motor vehicles. 


The applications are presented under the proviso in section 2(d) of 
the Trade Mark Act which reads in part as follows: 


‘‘Provided, That the Commissioner may register as concurrent 
registrations the same or similar marks to more than one registrant 
when they have become entitled to use such marks as a result of their 
concurrent lawful use thereof in commerce prior to any of the 
filing dates of the applications involved and the Commissioner or a 
court on appeal determines that confusion or mistake or deceit of 


purchasers is not likely to result from the continued use of said marks 
under conditions and limitations as to the mode or place of use or the 
goods in connection with which such registrations may be granted 
which conditions and limitations shall be prescribed in the grant of 
the concurrent registrations thereof ;’’ 


It should be noted that the only conditions and limitations specified 
in the respective applications reside in the specification of the goods, and 
the goods are specified by defining the types, which are known and dif- 
ferentiated types. There is considerable doubt in my mind as to whether 
such applications can properly be considered applications under the con- 
current use proviso, they would ordinarily appear to be in fact regular 
applications for registration since there is nothing to prevent an applicant 
from specifying his goods in narrow terms and the same test of absence 
of likelihood of confusion that applies to ordinary applications is stated 
in the proviso as applying to concurrent use applications, see Rohm & 
Haas Co. v. The C. P. Hall Co., 91 USPQ 69, (41 TMR 1109). 


The Examiner of Interferences held that: 


‘‘While it is true that the goods of the parties are specifically 
different, in that they apparently are not interchangeable, one being 
designed for use only in the home and the other in motor vehicles, 
and that such goods are distributed through different channels of 
trade; however, the examiner cannot agree that because such products 
are designed for use in different locations, and are sold, on the one 
hand, to owners or users of motor vehicles, and, on the other, to pur- 
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chasers of domestic equipment that the goods are therefore sold to 
different classes of purchasers, and that such distribution of the goods 
involves a condition or limitation ‘as to the mode or place of use or 
the goods’, as would entitle the parties to concurrent registrations 
of the similar marks under the proviso clause of Section 2(d) of the 
Act of 1946. 

‘*Sinee a large proportion of purchasers of household goods are 
also owners of automotive vehicles, and vice versa, it is quite obvious 
that the intended users of both types of radio and television devices 
are the same, and in view thereof confusion or mistake, or deception 
of purchasers is believed to be inevitable, notwithstanding that the 
parties have stipulated that to their knowledge there has been no 
evidence of confusion or mistake or deception of purchasers; and in 
view thereof concurrent registrations may not properly issue on the 
applications herein involved.’’ 


The proviso in section 2(d) requires a specific finding that ‘‘confusion 
or mistake or deceit of purchasers is not likely to result’’ from the con- 
tinued concurrent use of the mark, before two registrations of the same 
mark are authorized. I am unable to hold that such would be the case 
and agree with the examiner. There is no doubt in my mind that if one 
party had a registration for a mark in which the goods were specified as 
radio receiving sets of console and table model type, and another applied 
to register the same mark for radios for motor cars, the application would 
be refused, and that the refusal would be proper. The fact that the parties 
are in agreement and are not antagonistic should not affect the result, 
since a decision as requested would still serve as a precedent for parallel 
eases when the parties are not in agreement or when the applications are 
not styled concurrent use applications. 

The parties urge that the class of purchasers are different, stating 
that ‘‘it is possible that the purchaser of a motor vehicle radio may also 
be the purchaser of a household radio, this is true of practically all types 
of goods. Purchasers of steam shovels may also be purchasers of gardenias, 
but it could hardly be said that they belong to the same class of purchasers 
because of this.’’ The analogy given is somewhat strained and not at all 
appropriate since we are dealing here with different varities of the same 
goods and not with wholly disparate goods. The class of purchasers is 
considered the same; purchasers of home radios would be most apt to also 
purchase motor radios, and the owner of a car with a radio would most 
likely also have a radio in his home. 

As to the different methods of distribution, this is of minor importance 
when, as here, the goods are used by the same class of purchasers, are 
merely different varities of the same goods, purchasers would be apt to 
acquire both varieties, and the methods of distribution are merely those 
normally suited to the varieties of the goods. 

The parties urge that to their knowledge there has been no evidence 
of any confusion or mistake and they would be apt to know if there were 
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any. On behalf of Ford Motor it is urged that the average purchaser will 
not see the trade mark on the goods because the goods would be installed 
in the car at the time he buys the car; it was also urged that the mark 
appears only on the carton received by the dealer, and that the purchaser 
does not see the mark, which does not appear on the radio itself, except in a 
folder of instructions and in a pamphlet advertising Lincoln car accessories. 


It seems to me that prior absence of confusion, if such be the case, 
may be due to the fact that Ford Motor may not have any actual trade 
mark use of a trade mark for radios. The radios appear to be supplied only 
to dealers in LINCOLN cars (in the application of Lincoln Radio involved, 
use by Ford Motor on car radios supplied to dealers in LINCOLN cars only 
was first acknowledged and the parties have offered to restore this restric- 
tion) who would think of ‘‘Lincoln car’’ radios rather than LINCOLN car 
radios. They come to the LINCOLN car dealer, from his source of supply 
of LINCOLN cars, in cartons one end of which carries the LINCOLN car trade 
mark! and the legend ‘‘Radio Receivers/Styled Exclusively for Lincoln 
Cars,’’ with ‘‘Lincoln-Mercury/Division of Ford Motor Company/Detroit- 
Michigan’’ at the bottom. I doubt that either the dealer or the purchaser 
of a LINCOLN car with a radio installed would have any idea that there was 
a trade mark for radios, but would only think of LINCOLN as the name of 
the ear. 


The examiner held that, since the only question in the present pro- 


ceeding is the right to concurrent registrations on the applications here 
involved, neither party is entitled to the concurrent use registration for 
which it has made application. The examiner also stated that ‘‘The ques- 
tion of which one of the parties is entitled to registration of the mark 
under the general provisions of the Act of 1946 is not involved in this 
proceeding; it being a proper one for consideration in the companion 
interference proceeding, and the decision here is accordingly confined to 


1, It appears that there is in fact no evidence in this case that Ford Motor uses 
the mark in commerce, for radios, as required by the Trade Mark Act, section 45 of 
which provides: 

‘<For the purposes of this Act a mark shall be deemed to be used in commerce 

(a) on goods when it is placed in any manner on the goods or their containers 

or the displays associated therewith or on the tags or labels affixed thereto and 

the goods are sold or transported in commerce and (b) * * *.’’ 


The only assertion in the application as to the mode or manner in which the mark 
is used in connection with the goods is that it is placed on labels affixed to the cartons, 
and the specimens are photographs of such labels. The labels have been described above. 
The mark which appears on the labels is the word Lincoln, with a shield design behind 
it, and the phrase ‘‘Reg. U. 8. Pat. Off.’’ is closely associated with the word. Since 
Ford Motor does not have a registration of the word LINCOLN or of LINCOLN and the 
shield, for radios (the registration it Has, No. 383,572, which recites radios among the 
goods is of the two words LINCOLN ZEPHYR which, as was also indicated by counsel 
during the prosecution of the application which resulted in that registration, is not a 
registration of LINCOLN and does have registrations of the word Lincoln for motor cars 
(Registration 170,692, July 17, 1923, issued under the Act of 1920, and Registration 
511,662, June 28, 1949, issued under section 2(f) of the Act of 1946), it can be taken 
that the mark on the carton is intended as a representation of the trade mark of the 
automobile, otherwise there would be false use of the trade mark registration notice. 
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the claims asserted in the involved applications.’’ Confining the decision 
to the matters raised or considered, I do not believe that there should be 
a refusal in this decision of the application of Lincoln Radio, the prior 
user on the stipulated facts, since this application can very well be regarded 
as an ordinary application for registration with a few surplus statements, 
although the application might require re-examination as to formal and 
possibly other matters; if the stipulation was only for the purpose of this 
proceeding, the question of priority need not be considered concluded. 


The decision of the Examiner of Interferences is affirmed in the appeal 
of Ford Motor Company, and is reversed in the appeal of Lincoln Radio 
& Television Corporation and the application of the latter is remanded 
to the examiner for such re-examination and further action as may be 
deemed proper. 


EX PARTE THE HERRMAN-McLEAN COMPANY 


Commissioner of Patents—September 17, 1953 


REGISTRATION PROCEDURE—APPLICATION 

Patent Office is not concerned whether goods are of same descriptive prop- 
erties or whether they fall within same Patent Office classification, but rather 
whether applicant’s mark as applied to its goods so resembles registered mark as 
applied to pertinent goods as to be likely to cause confusion or’ mistake or to 
deceive purchasers. 

TRADE-MaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR Marks—Goops 
or SAME CLASS 

In determining likelihood of confusion, Patent Office should consider fact that 
word involved is in rather common usage as a trade-mark for a number of food 
products, and that each manufacturer using word uses it in a limited field. 

TRADE-MaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

SUNSHINE, for cattle, hog and poultry feeds, is not likely to be confused with 
SUNSHINE, for wheat flour, particularly where products have been produced and 
sold in same area for sixteen years without confusion. 

SUNSHINE, for cattle, hog and poultry feed, is confusingly similar to SUNSHINE 
MINERALS, with latter word disclaimed, for mineral compound used with animal 
and poultry feeds. 

REGISTRATION PROCEDURE—APPLICATION 

Patent Office is not authorized to apply any equitable principles in ex parte 

cases. 


Application for registration of trade-mark by The Hermann-McLean 
Company, Serial No. 590,981, filed January 17, 1950. Applicant appeals 
from decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Woodling & Krost, of Cleveland, Ohio for applicant. 

Leeps, Assistant Commissioner. 

Application has been filed to register the word SUNSHINE for cattle 
feed, hog feed and poultry feed in Class 46, Foods and Ingredients of 
Foods. Use is claimed since August 17, 1937. Registration was refused on 
the ground of likelihood of confusion between the mark sought to be regis- 
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tered and Registration No. 68,810, suNSHINE owned by Commander-Larabee 
Milling Company for wheat flour, and Registration No. 527,205, suNSHINE 
MINERALS (MINERALS disclaimed) with a stylized representation of the shin- 
ing sun, owned by C. J. Korinek for a mineral compound used as a supple- 
mentary dietary preparation in animal and poultry feeds. This is an appeal 
from the refusal of the Examiner of Trade Marks. 

The mark now owned by Commander-Larabee Company, of Minne- 
apolis, has been used since 1882—seventy-one years. The mark owned 
by C. J. Korinek, of San Francisco, has been used since 1923—thirty years. 
Applicant, located in Cleveland, has used its mark since 1937—sixteen years. 

The examiner held that cattle, hog and poultry feeds are closely related 
to wheat flour, and cited Ex parte Schier Bros., 58 USPQ 339 (33 TMR 
559), and The Quaker Oats Co. v. Holland-O’Neill Milling Co., 146 Ms.D 
382, in both of which it was held that white flour and chicken feed were 
goods of the same descriptive properties. We are not concerned here, how- 
ever, with whether or not the involved goods are goods of the same descrip- 
tive properties—nor are we concerned with whether or not they fall within 
the same Patent Office classification. One question to be resolved is whether 
or not the applicant’s mark SUNSHINE as applied to cattle, hog and poultry 
feeds, so resembles the registered mark SUNSHINE as applied to wheat flour 
as to be likely to cause confusion or mistake or to deceive purchasers. The 
word used by these two parties is not unique. It is a word in rather com- 
mon usage as a trade mark for a number of food products, and each manu- 
facturer using the word uses it in a limited field. This is not an unusual 
situation where a common word such as this is utilized to perform a trade 
mark function, and it does not in any manner diminish any user’s rights 
within his own limited field. The Patent Office should consider these facts, 
however, in determining likelihood of confusion. 

Here we have two users of the same mark who have produced and sold 
their products in the same general geographical area for some sixteen years. 
This would indicate that if confusion is likely, it would have developed 
by this time, and something would have been done about it. I disagree with 
the examiner that SUNSHINE cattle, hog and poultry feeds is likely to be 
confused with or mistaken for SUNSHINE wheat flour, or that purchasers 
are likely to believe that both emanate from the same source. 

The examiner held likelihood of confusion also between applicant’s 
mark and SUNSHINE MINERALS for dietary supplements to animals and 
poultry feeds. This second question to be resolved presents a different 
set of facts. The registrant uses SUNSHINE MINERALS on his mineral com- 
pound intended as a supplementary dietary preparation in animal and 
poultry feeds. It might well be uséd as an ingredient of, a supplement to, 
or in conjunction with applicant’s SUNSHINE animal and poultry feeds. The 
two products logically could be purchased together at the same sales outlet, 
mixed together and fed to animals and poultry as a single feed product. 
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Under these circumstances it is quite likely that the purchasers would be 
led, by the marks used, to believe that both products emanated from the 
same source. While it is true that both parties have used their marks, 
apparently without complaint, for some sixteen years, they are produced 
in widely separated areas, and it is possible that neither’s use has come 
to the attention of the other. In view of the nature of the products and 
the marks used, it is believed that concurrent use in the same markets will 
inevitably lead to confusion of purchasers. 


Applicant argues quite effectively in its brief that the mark SUNSHINE 
falls in the same category as do GOLD MEDAL, BLUE RIBBON, ARROW, BUCKEYE, 
ROYAL and numerous others, citing cases and quoting extensively from 
Court decisions. However this may be, in each of the cases cited, the 
Court weighed the equities of the parties in arriving at its conclusion. The 
Patent Office is not authorized to apply any equitable principles in ex 
parte cases. 

The Examiner of Trade Marks is reversed as to rejection on Registra- 
tion No. 68,810, and affirmed as to Registration No. 527,205. 


NORTH STAR WOOLEN MILL COMPANY v. CALJAX 
INCORPORATED 


No. 30339—Commissioner of Patents—September 17, 1953 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Contention that opposer has not used its mark on items set forth in registra- 
tion should not be considered in opposition proceeding, since it involves questions 
which can be resolved only in cancellation proceeding. 
TRADE-MarRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SUEDESTAR, for men’s, women’s and children’s jackets, coats and vests, is 
confusingly similar to NORTH STAR, for woolen blankets, fabrics, robes, piece 
goods (including those known as SUEDES) and men’s, women’s and children’s 
wearing apparel. 


Opposition proceeding by North Star Woolen Mill Company v. Caljaz 
Incorporated, Serial No. 581,550, filed July 6, 1949. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Parry & Giese, of Washington, D. C., for opposer-appellee. 
Fulton Brylawski, of Washington, D. C., for applicant-appellant. 
LeEps, Assistant Commissioner. 

North Star Woolen Mill Company, owner of the trade mark NorTH 
staR for woolen blankets, woolen fabrics, robes, woolen piece goods (in- 
eluding those known as ‘‘suedes’’) and men’s, women’s and children’s 
wearing apparel, has opposed registration of SUEDESTAR for men’s, women’s 
and children’s jackets, coats and vests. Applicant has appealed from a 
decision of the Examiner of Interferences sustaining the opposition. 
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Applicant claims use since June 14, 1949 of its mark suEDESTAR dis- 
played in conjunction with the representation of a star accompanied by 
lines suggesting the nebulous trail of a meteor or comet. 

Opposer claims use since 1864 of its mark which consists essentially 
of the notation NORTH STAR, and the four registrations relied on show the 
mark in four different displays. The display shown in Registration No. 
120,773, issued in 1918, was the subject of a ‘‘design patent for a trade 
mark’’ granted by the Patent Office on May 10, 1870, some two months 
prior to passage of the first Congressional Act which provided for regis- 
tration of trade marks. 

Primary reliance in this case, however, is on Registration No. 378,875, 
consisting of the words NORTH STAR above a small representation of a star, 
as applied to articles of wearing apparel, including men’s and boy’s coats 
and vests, and upon prior use and ownership of said mark for woolen piece 
goods known as ‘‘suedes’’ used in the manufacture of such apparel. This 
registration is based on an application filed August 17, 1936, long prior to 
applicant’s claimed date of first use. 

Opposer filed stipulated evidence in lieu of testimony, and applicant 
filed no evidence or testimony. Opposer’s use of its trade mark in con- 
nection with the advertising and sale of suede fabrics utilized in garment 
manufacture is conceded by applicant, but in its brief and at the hearing 
applicant contended that the opposer had not, at any time, used its mark 
on the items set forth in registration No. 378,875. The contention is unsup- 
ported by any evidence of any nature. Furthermore, it is not proper to 
consider such a contention in this proceeding, since it involves questions 
which can be resolved by the Patent Office Tribunals only in a cancella- 
tion proceeding. The opposer here is regarded as the owner of its mark 
for all of the goods recited in its registrations. Lactona, Inc. v. Lever Bros. 
Co., 32 C.C.P.A. 704, 144 F.2d 891 [34 TMR 331]; Ely & Walker Dry 
Goods Co. v. Sears, Roebuck & Co., 24 C.C.P.A. 1244, 90 F.2d 257 [27 TMR 
462]. 

At the hearing counsel for applicant stated that they had not intro- 
duced evidence which would have been introduced had this been a Court 
proceeding involving the respective rights of the parties in their marks. 
It is not clear why evidence which might aid a Court in arriving at a 
conclusion as to likelihood of confusion (infringement) was not presented 
to the Patent Office Tribunals to aid them in determining likelihood of 
confusion. ‘ 

The applicant states that the word ‘‘star’’, common to both marks 
under consideration, ‘‘is very commonly used and no one seems to have 
the exclusive rights to the use thereof.’’ There is nothing in this record, 
however, which tends to indicate that it lacks distinctiveness as applied to 
opposer’s goods. If there were, then it would likewise lack distinctiveness 
as applied to applicant’s goods. 
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So far as the record shows, the goods of the parties are identical, and 
opposer’s use of its mark on the goods antedates applicant’s use of its 
mark by several years. The only question for determination is whether 
or not contemporaneous use of the two marks is likely to cause confusion 
or mistake or deception of purchasers. Likelihood of confusion is largely 
a matter of opinion, and prior decisions are of little value or aid since 
each case must rest on its own facts. Lever Brothers Co. v. Geo. A. Hormel 
& Company, 36 C.C.P.A. 995, 173 F.2d 903 [39 TMR 415];The Crown 
Overall Mfg. Co. v. Desmond’s, 37 C.C.P.A. 1118, 182 F.2d 645 [40 TMR 
680]; North Star Manufacturing Co. v. Wells Lamont Corporation, 39 
C.C.P.A. 764, 193 F.2d 204 [42 TMR 220]. The applicant concedes opposer’s 
prior usage of its mark NORTH sTaR as an identification for its suedes. In 
my opinion SUEDESTAR is sufficiently similar in significance to NORTH STAR 
suedes as to be likely to lead the public to believe that the products sold 
under the marks emanate from the same source. 


The Examiner of Interferences is affirmed. 


EX PARTE IPPOLITO, doing business as HOLLYWOOD 
DOLL MFG. CO. 


Commissioner of Patents—September 18, 1953 


TRADE-MARK Act OF 1946—REGISTRABILITY—DISCLAIMERS 
Disclaimer filed along with appeal papers should not be entered where phrase 
is denied registration because it does not function as a trade-mark. 
TRADE-MarRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
WODEN ’S BABY BORN ON WEDNESDAY, With BABY diclaimed, as applied to dolls 
and dolls’ clothes, is not confusingly similar to WEDNESDAY’S CHILD, for identical 
goods. 
TRADE-MarRK Act OF 1946—REGISTRABILITY—SLOGANS 
Phrase WODEN’S BABY BORN ON WEDNESDAY is not registrable as a trade-mark, 
since its use is to distinguish dolls from similar dolls of manufacturer bearing 
names of other days of the week. It denotes the doll, rather than the source of 
the doll, and hence is in the nature of a style designation, but not of a trade-mark. 


Application by Domenick Ippolito, doing business as Hollywood Doll 
Mfg. Co., for registration of trade-mark, Serial No. 582,631, filed July 28, 
1949. Applicant appeals from decision of Examiner of Trade Marks refus- 
ing registration. Affirmed. 

J. Calvin Brown, of Los Angeles, California and Henry H. Snelling, of 

Washington, D. C., for applicant. 

Leeps, Assistant Commissioner. 

Application has been filed to register on the principal register the 
phrase WODEN’S BABY BORN ON WEDNESDAY, for dolls and dolls’ clothes in 
Class 22, Games, Toys, and Sporting Goods. Use is claimed since April 15, 
1949. Registration was refused on the ground of likelihood of confusion 
with Registration No. 403,252, issued in 1943 for WEDNESDAY’s CHILD as 
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applied to dolls and dolls’ clothes. This is an appeal from the Examiner 
of Trade Marks. 

Early in the prosecution of the application the word BABy was dis- 
claimed, and after final rejection by the examiner, a disclaimer of WEDNES- 
pay was filed along with the appeal papers. Action on this disclaimer was 
deferred until the hearing on appeal. For reasons which are apparent from 
the conclusions hereinafter reached, the disclaimer should not be entered. 


No likelihood of confusion between the mark sought to be registered 
and the reference cited by the examiner is found. 


The facts developed at the hearing were as follows: Applicant manu- 
factures and sells dolls and dolls’ clothes which it sells under the distine- 
tive composite mark comprising a star with a ribbon bow on the top point, 
within which appears the representation of an old-fashioned doll, and 
superimposed upon which appear the words a HOLLYWoopD DOLL. Included 
in its line of dolls are a group of seven which represent the days of the 
week, and they are distinguished one from the other by the name of the 
appropriate Norse god, i.e. Woden, Thor, ete., coupled with the words 
BABY BORN ON followed by the appropriate name of the day of the week. 
The WEDNESDAY doll is differentiated from the other six in the group by 
a small gummed label usually attached to the price tag. The gummed 
label, filed as a specimen in this case, shows on one side the distinctive 
trade-mark described above, and on the other the phrase WODEN’s BABY 
BORN ON WEDNESDAY. It is obvious that the phrase is used to distinguish 
one of applicant’s dolls from its other dolls in the group, that is, to dis- 
tinguish the WEDNESDAY DOLL from the Monday, Tuesday, Thursday, Friday, 
Saturday and Sunday dolls. It denotes the doll—not the manufacturer. 
In the manner used, it does not, and cannot identify the source of the doll. 
It is not used to distinguish the goods of the applicant from the goods of 
others, but to distinguish one of applicant’s dolls from the other dolls in 
the group. It does not function as a trade-mark any more than do ordinary 
color designations of a paint manufacturer. It is in the nature of a style 
designation or mark. Neither this applicant nor any other person has an 
exclusive right to use the name of the days of the week any more than 
the months of the year. See Dollcraft Co. et al. v. Nancy Ann Storybook 
Dolls, Inc., 94 F.Supp. 1, 88 USPQ 18 (41 TMR 155). 


The Examiner of Trade-Marks is reversed and the application is re- 
manded for action consonant with this opinion. 


WHITEHALL PHARMACAL COMPANY v. McPHAIL 
No. 30489—Commissioner of Patents—September 18, 1953 


EFFEect OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
TRADE-MARK—ACT OF 1946—REGISTRABILITY—TITLE—IN GENERAL 
Filing under Rule 282 of certified copies of registrations and assignments 
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establishes prima facie validity of registrations, ownership of marks, and exclusive 
right to use marks in commerce in connection with goods specified. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Where there is nothing in record other than marks, hearing officer must try 
to place himself in position of average, ordinary purchaser and decide whether he 
would be likely to be confused. 
TRADE-MarK ActT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
It is unlikely that average purchaser would believe, from marks alone, that 
same company made ZEET athlete’s foot preparations as made NEET toilet prep- 
arations. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Judicial notice can be taken of fact that liniments and athlete’s foot prep- 
arations are self-medicaments, purchased without prescription and used for relief 
from irritations. 
TRADE-MaRK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Average purchaser might be led, by close similarity of zEET, for athlete’s foot 
preparation, and HEET, for liniment, to believe that both products emanate from 
same source. Doubt must be resolved in favor of first user. : 


Opposition proceeding by Whitehall Pharmacal Company v. Charles C. 
McPhail, Sr., Serial No. 568,205, filed November 4, 1948. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Affirmed. 
Dudley Browne, Louis H. Baer, and Mortimer Altin, all of New York, N. Y. 

for opposer—appellee. 

Lee L. Townshend, of Washington, D. C., for applicant-appellant. 
Leeps, Assistant Commissioner. 

Application to register the word zEet for an athlete’s foot preparation 
in Class 18, Medicines and Pharmaceutical Preparations, has been opposed 
by the owner of the trade-marks NEET, registered in 1922 for depilatories 
and antiperspirants, and HEET, registered in 1925 for liniment, both in 
Class 6, Chemicals, Medicines and Pharmaceutical Preparations. In recent 
years, the classification of cosmetics and toilet preparations has been changed 
to Class 51, and Medicines and Pharmaceutical Preparations has been 
changed to Class 18. Chemicals remain in Class 6. 

Applicant claims use since February 7, 1945, and opposer’s use of its 
marks, as indicated in its registrations, dates respectively from 1919 to 
1925. The Examiner of Interferences sustained the opposition and refused 
registration on the ground that confusion, mistake or deception of pur- 
chasers was likely to result from contemporaneous use of the marks ZEET 
and HEET. This is an appeal from the Examiner of Interferences. 

Opposer filed under Rule 282 certified copies of its registrations and 
assignments which establish prima facie the validity of the registrations, 
registrant’s ownership of the marks, and registrant’s exclusive right to 
use the marks in commerce in connection with the goods specified in the 
certificate. The only remaining matters in the notice of opposition are 
that the goods of both parties are goods of the same general character, 
uses and properties, and that the contemporaneous use of applicant’s mark 
with opposer’s marks is likely to cause confusion, mistake or deception of 
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purchasers. Applicant has denied both, but neither party has presented 
any evidence of any kind with regard to these matters to aid the Tribunals 
of the Patent Office in arriving at a conclusion. It is true that in the absence 
of evidence of actual confusion, a conclusion as to likelihood of confusion 
must be largely a matter of opinion. Lever Brothers Co. v. George A. 
Hormel & Company, 36 C.C.P.A. 995, 173 F.2d 903 [39 TMR 415]; The 
Crown Overall Mfg. Co. v. Desmond’s 37 C.C.P.A. 1118, 182 F. 2d 645 
(40 TMR 680]; North Star Manufacturing Co. v. Wells Lamont Corpora- 
tion, 39 C.C.P.A. 764, 193 F.2d 204 [42 TMR 220]. Also, there are 
numerous cases which hold that a side-by-side comparison of the marks 
is not the test in determining likelihood of confusion. There is nothing 
in the record here, however, other than the marks, and the hearing 
officier must therefore try to place himself in the position of the average, 
ordinary purchaser in the marketplace and decide whether he would be 
likely to be confused, or mistaken, as to whether zEET is made by the 
manufacturer of NEET and HEET. 


Depilatories and antiperspirants, liniments, and athlete’s foot prepara- 
tions are all sold in drug stores. Depilatories and antiperspirants are toilet 
preparations, and, in my opinion, it is unlikely that the average purchaser 
in a drug-store would be led, by the marks alone, to believe that the same 
company made ZEET athlete’s foot preparations as made NEET toilet prep- 
arations, particularly in view of.the suggestive nature of NEET as applied 
to the goods. 


Judicial notice can be taken of the fact that liniments and athlete’s 
foot preparations are self-medicaments, purchased over the counter with- 
out prescription, and used for relief from certain irritations. Although 
one may be a remedy and the other a treatment, they both serve the same 
general purpose—and it is possible that some might use liniment as a tem- 
porary relief from the irritation of athlete’s foot. Both are liquid prep- 
arations sold in bottles. In my opinion, the average purchaser, under the 
foregoing circumstances might be led, by the close similarity of the marks, 
to believe that both products emanate from the same source. It is not free 
from doubt, and having due regard for the public’s right not to be con- 
fused, that doubt must be resolved in favor of the first user which, in this 
case, was in the field thirty years before the applicant. 


The decision of the Examiner of Interferences is affirmed. 


JOHN H. BRECK, INC. v. THE ARMAND COMPANY 


No. 29717—Commissioner of Patents—October 12, 1953 


TRADE-MarRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Contemporaneous use of BRISK, for hair dressings, deodorants, and cologne, 
and BRECK’s and THE BRECK METHOD, for hair and scalp preparations, is not likely 
to result in confusion, mistake or decéption. 
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Opposition proceeding by John H. Breck, Inc., v. The Armand Com- 
pany, Serial No. 565,517, filed July 10, 1948. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Reversed. 


Ross & Ross, of Springfield, Massachusetts for opposer-appellee. 
Bair, Freeman & Molinaire, of Chicago, Illinois for applicant-appellant. 
LEEps, Assistant Commissioner. 


Application has been filed to register on the Principal Register Brisk 
for hairdressing cream and oil, body deodorant, and after-shave cologne in 
Class 51, Cosmetics and toilet preparations. Applicant owns registration 
No. 268,362, Brisk, registered under the Act of 1905 on March 11, 1930 
for shaving cream. The registration shows use since November 27, 1928 
on shaving cream, and this application claims use on the products listed 
therein since January 24, 1946. Opposition has been filed by the owner of 
registration No. 285,031, BREcK’s and design, used since February 4, 1931, 
and registered on July 14, 1931 for preparations for the treatment of the 
hair and scalp; and registration No. 337,494, THE BRECK METHOD and 
design, used since August 1, 1915 and registered on August 11, 1936 for hair 
and sealp preparations for dandruff, falling hair, and irritations of the 
scalp. The Examiner of Interferences sustained the opposition, and appli- 
eant has appealed from that decision. 

Applicant took testimony proving its use of BRISK continuing since 
1928 on shaving cream and since 1946 on hair dress, deodorant, and after- 
shave cologne, and introduced exhibits, includings the earlier registration 
of Brisk for shaving cream; invoices showing sales of BRISK cologne, hair- 
dressing cream and oil and deodorant; sample advertisements and circulars 
featuring Brisk for the items sold under the mark; letters indicating con- 
sumer acceptance of BRISK shaving cream; and package labels and markings 
for BRISK products. 

Opposer filed a stipulation of fact showing use since 1915 of BRECK 
and BRECK’s for scalp and hair preparations. Exhibits accompanying 
the stipulation include a booklet explaining The Breck Method for the care 
of the hair, distributed in 1915; a label for Breck’s hair tonie used in 
1915; and twelve labels showing the marks BRECK and BRECK’S as presently 
used. These exhibits indicate that the designs which formed a part of the 
registrations are no longer in use, and that the name BRECK and the pos- 
sessive BRECK’S constitute the marks in use at the present time. 

It is conceded that opposer commenced use of its marks BRECK and 
BRECK’s prior to applicant’s earliest use of its mark Brisk. The sole issue 
for determination is whether there is such resemblance between the marks 
as applied to the respective goods as to be likely to cause confusion, 
mistake or deception. 

The marks look somewhat alike when they are compared side by side 
without the setting of their respective displays, but applicant’s mark for 
which registration is sought appears in a stylized capital and lower case 
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arrangement, whereas opposer’s mark, as shown by its exhibits, is used 
in capital letters. 

There are some similarities in the sound of the marks, but the dis- 
similarities probably outweigh them. 

The greatest dissimilarity is in the meaning or significance of the marks. 
BRECK originally was a surname which has acquired a secondary significance. 
BRISK is an adjective meaning full of life; keenly alive or alert; sharp or keen 
to the senses; stimulating; freshly invigorating. As applied to applicant’s 
products it has these suggestive qualities. 

It is believed that the impression created by applicant’s mark—and 
the recollection of that impression by the purchasing public—is such as to 
distinguish the goods of applicant from those of opposer, and that the 
contemporaneous use of the two marks is not likely to result in confusion, 
mistake or deception. 

In view of the finding here, it is not necessary to pass upon the affirm- 
ative defenses raised by applicant in its answer. 

The decision of the Examiner of Interferences is reversed. 


JOSEPH DIXON CRUCIBLE COMPANY v. RICHARD BEST 
PENCIL COMPANY, INC. 


No. 31392—Commissioner of Patents—October 12, 1953 


CANCELLATION—PLEADING AND PRACTICE 

To establish probable damage because of registration of mark, it must be 
alleged and shown not only that registration is invalid, but that presence of mark is 
inconsistent with some right to use same or confusingly similar mark for like goods 
which applicant possesses under 1946 Act. Application for cancellation must be 
sufficient in itself to state valid cause of action, notwithstanding that applicant 
has been charged with violation of trade-mark rights of registrant. 

Mere filing of opposition based on likelihood of confusion between mark sought 
to be registered and a registered mark is insufficient to constitute ground for 
cancellation. 


Opposition proceeding by Joseph Dixon Crucible Company v. Richard 
Best Pencil Company, Inc., Serial No. 524,900, filed October 25, 1948, in 
which applicant counterclaims for cancellation of trade-mark registration. 
Applicant appeals from decision of Examiner of Interferences dismissing 
counterclaim. Appeal dismissed. 

Spencer A. Studwell, of New York, N.Y. for opposer-appellee. 
C. P. Goepel, of New York, N. Y. for applicant-appellant. 
Leeps, Assistant Commissioner. 

Opposition having been filed to its application to register, applicant 
joined a counterclaim for cancellation with its answer. The counterclaim 
was based primarily on the ground that applicant has prior trade mark 
rights in the word common to both marks, and opposer’s registration, upon 
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which the opposition is based, is being utilized by opposer to interfere with 
applicant’s right to register. Applicant has denied likelihood of confusion 
in its answer to the opposition, and has not pleaded it in the counterclaim 
relying upon the theory that damage results from opposer’s assertion of 
rights under its registration which applicant contends is invalid. An 
indefinite charge of fraud is also pleaded. 


Opposer moved to dismiss on the ground that the counterclaim fails to 
state a claim upon which relief can be granted. The examiner granted the 
motion, and applicant has appealed. 


The examiner correctly stated: ‘‘It is well settled, however, that in 
order to establish probable damage because of the registration of a mark, it 
must be alleged and shown, not only that the registration is invalid, but 
that the presence of the mark is inconsistent with some right to the use 
of the same or a confusingly similar term for like goods which the applicant 
possesses under the Trade Mark Act; and further, that an application for 
cancellation must be sufficient in itself independently to state a valid cause 
of action, notwithstanding that the applicant for cancellation may have 
been charged, whether correctly or incorrectly with a violation of the 
trade mark rights of the registrant. The Goheen Corporation v. The White 
Co., 126 F.2d 481, 53 USPQ 52 (32 TMR 241) (C.C.P.A.); Brown & 
Biegelow v. The International Silver Company, 86 USPQ 460 (40 TMR 
469); The Coca-Cola Company v. Rodriguez Flavoring Syrups, Inc., 89 
USPQ 36 (41 TMR 463); Pepsi-Cola Co. v. Vess Dry Co. of Ohio, 85 
USPQ 511 (40 TMR 595) ; New England Glass Works, Inc. v. Untermeyer, 
Robbins & Co., 74 USPQ 137 (37 TMR 600) ; Leon v. McKesson & Robbins, 
Inc., et al., 74 USPQ 140; The United States Time Corporation v. Medi- 
cated Products Co., 72 USPQ 377 (37 TMR 275); Polaroid Corporation v. 
Sun Glass Industries, Inc., 67 USPQ 239; The William Carter Co. v. 
Schwartz, 74 USPQ 191 (37 TMR 604) Brown Shoe Co., Inc. v. A. Werman 
& Sons, Inc., 76 USPQ 357 (38 TMR 372) Juliana Underwear Co. v. 
Drittel, 70 USPQ 40.’’ 


The mere filing of an opposition based on likelihood of confusion 
between a mark sought to be registered and a registered mark is insuf- 
ficient in and of itself to constitute a ground for cancellation. The appli- 
cant has denied likelihood of confusion and that issue will be decided in 
the opposition proceeding. If it is decided in applicant’s favor, it is not 
seen how, or in what manner, applicant is or will be damaged by opposer’s 
registration. If it is decided against applicant, the matters pleaded in the 
counterclaim may become pertinent, and applicant should, in a properly 
presented pleading, have an opportunity to prove its case. 


In its appeal, applicant has requested leave to amend its counterclaim 
in the event of affirmance of the decision of the Examiner of Interferences. 
It is apparent that applicant is trying to avoid an inconsistent position, 
although Rule 8(e) of the Federal Rules of Civil Procedure expressly pro- 
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vides that statements of a claim or defense may be made either ‘‘alternately 
or hypothetically’’ and ‘‘regardless of inconsistency.’’ There is, however, 
precedent for holding that ‘‘such inconsistencies cannot be entirely dis- 
regarded in applying the rule that petitioner has the burden of proving by 
a preponderance of evidence that it is injured by the registration of a mark 
that it has thus argued to be dissimilar to its own.’’ E. Bierhaus & Sons 
v. The Great Atlantic & Pacific Tea Co., 62 USPQ 254 (Com’r.). 

Applicant’s counterclaim does not state facts sufficient to constitute a 
valid cause of action. In view of the request for leave to amend, and of the 
liberal construction of Rule 15(a) Federal Rules of Civil Procedure, the 
appeal herein is dismissed and the matter is remanded to the Examiner of 
Interferences with instructions to suspend all proceedings under the 
counterclaim pending termination of the opposition proceeding, without 
prejudice to applicant’s right to renew its request for leave to amend 
within a reasonable time, to be fixed by the Examiner of Interferences, 
after such termination, such request to include or be accompanied by the 
specific amendment, or amendments, proposed. 


EX PARTE FOX RIVER PAPER CORPORATION 
Commissioner of Patents—October 13, 1953 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant files to register ENGLISH for writing paper. Evidence submitted in 
support of distinctiveness is not persuasive of finding that word functions as 
indication of origin, since it appears that at least seven other companies use word 
in connection with paper. 
REGISTRATION PROCEDURE—APPLICATION 
Question of distinctiveness under section 2(f) is one of fact. Mark may 
become distinctive within time period shorter than five years, or it may never 
achieve distinctiveness, no matter how long used. 


Application for registration of Trade-Mark by Fox River Paper Corp., 
Serial No. 565,765, filed September 24, 1948. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 


Parker & Carter, of Chicago, Illinois for applicant. 


Leeps, Assistant Commissioner. 

Application has been filed to register on the Principal Register the 
word ENGLISH for writing paper in Class 37, Paper and stationery. Use 
is elaimed since January, 1900. Registration has been refused on the 
ground of likelihood of confusion with three previously registered marks 
(Reg. No. 26,782—x,RLY ENGLISH for writing paper and envelopes; Reg. 
No. 171,983—ENGLISH VELLUM for writing paper and mailing envelopes; and 
Reg. No. 298,260—ENGLISH LINEN with monogram for writing and printing 
paper. This latter registration expired on October 18, 1952, and the refer- 
ence was withdrawn) ; and on the further ground that applicant’s claim of 
substantially exclusive use is negatived by other uses during the ‘‘critical 
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period,’’ presumably the five year period immediately preceding the 
filing date of the application. This is an appeal from the Examiner of 
Trade Marks. 

The aplication recites substantially exclusive use of the word in com- 
merce by applicant for more than 48 years immediately preceding the 
filing date, and a number of affidavits have been filed in support of appli- 
cant’s claim of distinctiveness of the word as applied to the goods. The 
affidavits are summarized as follows: 

(1) The Secretary of applicant gave the pound sales of paper under 
the names ENGLISH BOND and ENGLISH LEDGER from 1926 through 1949 and 
the dollar value of sales under the designations during the year 1949; 

(2) The Vice-Presidents of four competitors stated that ENGLISH is 
a mark identifying the product of applicant; 

(3) Officers and purchasing agents of six companies which purchase 
paper for printing and allied operations stated that they have understood 
that paper sold under the same ENGLISH BOND originates and is identified 
exclusively with applicant ; 

(4) An Officer of the registrant of expired Registration No. 298,260 
stated that there appears to be no conflict between applicant’s ENGLISH 
papers and his company’s ENGLISH LINEN; and no objection to applicant’s 
use is made; and 

(5) An Officer of the registrant of Registration No. 26,782 stated that 
his company does not object to applicant’s use of ENGLISH BOND and ENGLISH 
LEDGER, and that he did not see any likelihood of confusion between appli- 
eant’s use of ENGLISH and his company’s use of EARLY ENGLISH. 

The records of the Patent Office reveal applications for and/or regis- 
trations of OLD ENGLISH BOND with design, OLD ENGLISH, ENGLISH LINEN, 
EARLY ENGLISH and ENGLISH VELLUM with dates of first use claimed variously 
from 1885 to 1932. These uses are by five different paper companies. In 
addition, Lockwood’s Directory of the Paper and Allied Trades (1949 
Edition) lists two other companies using ENGLISH BOND and ENGLISH VEL- 
LUM, respectively on paper. Thus it appears that at least seven companies 
in addition to applicant, have used or are using the word ENGLISH on or in 
connection with paper. Under such circumstances, the evidence submitted 
in support of distinctiveness is not persuasive of a finding that the word 
functions as an indication of origin. Whatever its status may have been 
originally, the word ENGLISH as applied to paper can no longer serve to 
identify the goods of one manufacturer and distinguish them from those 
of another. 

With reference to the second ground of rejection, it is not necessary, 
in view of the conclusion reached, to pass on the issue here, but it should 
be noted that Section 2(f) of the Trade Mark Act of 1946 does not require 
that an applicant have substantially exclusive use of a mark for the five 
years next preceding the date of filing an application for its registration. 
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The section merely authorizes the Commissioner, in the exercise of his 
discretion, to accept, without additional evidence, proof of substantially 
exclusive and continuous use of the mark in commerce for the five years 
next preceding the application filing date as prima facie evidence of dis- 
tinetiveness. The question of distinctiveness under this section is one of 
fact. A mark may become distinctive within a period of time much 
shorter than five years, or it may never achieve distinctiveness no matter 
how long it is used. 


The decision of the Examiner of Trade Marks is affirmed. 


THE JUVENILE SHOE CORPORATION OF AMERICA v. 
VOCATIONAL FOOTWEAR, INC. 


No. 30653—Commissioner of Patents—October 19, 1953 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—DISCLAIMERS 
Fact that word is disclaimed as being descriptive does not eliminate it from 
consideration is determining likelihood of confusion, for it is word combinations 
and impression created by them, which is important. 
TRADE-MaRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SPORT STRIDE, for women’s and girls’ shoes, is confusingly similar to SPORT 
WALKS, for shoes and slippers of leather or kid. 


Opposition proceeding by The Juvenile Shoe Corporation of America 
v. Vocational Footwear, Inc., Serial No. 582,367, filed July 22, 1949. Appli- 
eant appeals from decision of Examiner of Trade-Marks sustaining op- 
position. Affirmed. 
Kingsland, Rogers & Ezell, of St. Louis, Missouri for opposer-appellee. 


Koenig & Pope, of St. Louis, Missouri for applicant-appellant. 


Lreps, Assistant Commissioner. 

Application has been filed to register on the Principal Register sport 
STRIDE for women’s and growing girls’ shoes in Class 39, Clothing. Use is 
claimed since July 1, 1949. Opposition has been filed by the owner of 
SPORT WALKS used since March 22, 1917, on shoes and slippers of leather 
or kid, and registered under the Trade Mark Act of 1905, Registration No. 
357,514. Opposer also owns Registration No. 304,153, issued June 20, 1933, 
under the 1905 Act for NATIONAL PARK SPORT WALKS for the same goods. The 
examiner sustained the opposition and refused registration. This is an 
appeal from that decision. 

Neither party has filed testimony or other evidence. There is no dispute 
as to priority of use, and the only question to be determined is likelihood 
of confusion, mistake or deception. Applicant has disclaimed the word 
in its Registration No. 357,514. 

In determining the question of likelihood of confusion, it is not neces- 
sary to examine the respective meanings of the words sTRIDE and WALKS, 
since these words alone are not claimed as trade marks. The fact that the 
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word sport is disclaimed as being descriptive of a type of shoes manufac- 
tured by both parties does not eliminate it from consideration in determin- 
ing likelihood of confusion. Even though no claim of exclusive rights in the 
word sport alone is made by either party, nevertheless both are claiming 
exclusive rights in the respective terms SPORT WALKS and SPORT STRIDE. It is 
the word combinations, and the impression created by them, with which we 
are concerned, and not the separate words in each mark. 

Applicant contends that the examiner, in ‘‘indulging in linguistic 
gymnastics.’’ never extended them to a comparison of WALKS and STRIDE 
though appellee’s (opposer’s) mark is SPORT WALKS and not SPORT WALK. 
It is believed likely, however, that if a prospective purchaser ordered the 
shoes by brand name, she would ask for opposer’s product as a pair of 
SPORT WALKS shoes or a pair of SPORT WALKS and applicant’s product as a 
pair of SPORT STRIDE shoes or a pair of SPORT STRIDES. In either event the 
final letter of SPORT WALKS is not of great importance in comparing the 
marks. 


Considerable reliance is placed by applicant on the decision of the 
Commissioner in A. H. Hoffman, Inc. v. William H. Rorer, Inc., 542 0.G. 
805, 54 USPQ 337, in which PLANT DINNER was held not likely to cause con- 
fusion with PLANT PANTRY for plant foods. There it was held that the 
word PLANT was incapable of denoting origin and DINNER and PANTRY did 
not have the same significance. It does not follow that sPpoRT STRIDE and 


SPORT WALKS do not have the same significance. Each of the terms suggests 
sport shoes for walking purposes. It is this impression which is likely to 
be remembered, and it is my opinion that a consumer having purchased 
SPORT WALKS shoes in the past is likely, upon seeing SPORT STRIDE shoes in 
the market, and not having a too clear recollection of the mark, is likely to 
be led to believe that sPoRT STRIDE shoes are the same aS SPORT WALKS shoes 
or that they emanate from the same source. 


The decision of the Examiner of Interferences is affirmed. 


A. E. STALEY MANUFACTURING COMPANY v. 
STALEY MILLING COMPANY 


Oppos. Nos. 30449, 32107-8, 32268; Interference No. 5015— 
Commissioner of Patents—October 19, 1953 


REGISTRATION PROCEDURE—INTERFERENCE—PLEADING AND PRACTICE 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Commissioner’s order making applications special, by reason of pendency of 
court actions brought by applicant, was issued prior to filing of oppositions; 
changed conditions resulting from filing are such as to overcome effect of order. 
Examiner of Interferences had authority, in view of such changed conditions to 
suspend proceedings notwithstanding order. 
Since court’s findings in connection with issues of priority of use, validity 
of registrations and secondary meaning may be determinative of same issues in 
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so far as they are involved in Patent Office cases, proceedings in interference and 
oppositions are stayed pending final conclusion of civil action. 


Opposition and interference proceedings between A. E. Staley Manu- 
facturing Company and Staley Milling Company. Staley Milling Company 
petitions from decision of Examiner of Interferences refusing stay of 
proceedings. Petition granted. 

Case below reported at 42 TMR 640. 

Cromwell, Greist & Warden, of Chicago, Illinois for A. E. Staley Manu- 
facturing Company. 
Hovey & Hamilton and C. Earl Hovey, of Kansas City, Missouri for 

Staley Milling Company. 

LEeEps, Assistant Commissioner. 

The parties herein are involved in Interference No. 5015, and Op- 
positions Nos. 30,449, 32,107, 32,108 and 32,268, in the United States 
Patent Office and Civil Action No. 1291 in The District Court for the 
Southern District of Illinois, Southern Division. 

In Opposition No. 30,449, (Serial No. 559,864) Staley Milling Company 
seeks registration of sSTALEY’S BULLETS for hog feed supplement composed 
of ground cereal grains and other ingredients suitable for hogs, claiming 
use since 1948. Opposition by A. E. Staley Manufacturing Company is 
based on prior use of STALEY’s PELLETS on feed pellets. Opposer owns 
Registration No. 378,691 for sTaLEy’s with rectangle for edible starches 
consisting of powered starches and confectioner’s thin boiling starches, 
and soybean meal useful as an ingredient for food and as a cattle feed. 
This registration was issued on June 11, 1940, under the Act of 1920, based 
on use since 1912. Applicant owns Registration No. 346,528 for sTaLEY’s 
RECORD and design, for milled grain products and preparations thereof, 
particularly poultry feeds. This registration was issued on June 1, 1937 
under the Act of 1905 based on use since 1934. 

In Opposition No. 32,107, (Serial No. 632,583) A. E. Staley Manu- 
facturing Company seeks registration of sraLey’s with bullseye and arrow 
design, for animal feeds, namely, stock and poultry feeds and ingredients 
for stock, poultry, and pet feeds, said ingredients being soybean oil meal, 
corn gluten feed, corn gulten meal, and corn oil meal, and said pets being 
dogs, cats, and similar animals. Use on stock feed is claimed since 1912. 
Opposer, Staley Milling Company, bases its opposition on prior use of 
STALEY and STALEY’S on livestock and poultry feeds and on its registration 
granted in 1937 under the Act of 1905. 

In opposition No. 32,108, (Serial No. 632,583) A. E. Staley Manufac- 
turing Company seeks registration of the representation of a bag of feed 
upon which appears the word sTaLEy’s with a bullseye and arrow design, 
for the same goods as set out in the application Serial No. 632,582. The 
opposition filed by Staley Milling Company is based on the same grounds 
as those set forth in Opposition No. 32,107. 
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In opposition No. 32,268, (Serial No. 632,584) A. E. Staley Manufac- 
turing Company seeks registration of the word sTaLEy’s for the same goods 
as set out in application Serial No. 632,582. The opposition filed by Staley 
Milling Company is based on the same grounds as those set forth in Op- 
position No. 32,107. In addition, on request of the applicant, this application 
has been placed in interference with Staley Milling Company’s Registration 
No. 378,691. 


After the filing of Opposition No. 30,449 by A. E. Staley Manufactur- 
ing Company on May 8, 1951, but before the opposition was served on 
Staley Milling Company on August 13, 1951 a civil action was filed (July 5, 
1951) by A. E. Staley Manufacturing Company against Staley Milling 
Company in the District Court for the Southern District of Illinois, South- 
ern Division (Civil Action No. 1291). 

Subsequently, on August 2, 1952, A. E. Staley Manufacturing Com- 
pany filed its applications which have been opposed by Staley Milling 
Company, one of which is in interference with Staley Milling Company’s 
registration. 

Staley Milling Company has filed in each of the cases pending in the 
Patent Office motions to stay the proceedings until and pending final 
determination of the above mentioned civil action on the ground that the 
civil action involves the same ultimately material facts and the same 
ultimately controlling issues as the proceedings in the Patent Office and, 
when decided, will be conelusively determinative of and controlling upon 
the conduct and respective rights of the parties regarding use and regis- 
tration as a trade mark of the name STALEY. 


A. E. Staley Manufacturing Company has opposed the motion to stay 
the proceedings on the grounds that (1) the motion is not justified on 
the merits and is not well founded in law; (2) the motion is not timely and 
is filed for purposes of delay; (3) the issues in the Patent Office cases 
are different from the issues in the civil action in that the former involve 
the right to register and the latter involves the right to use; (4) that 
opposition No. 30,449 was pending on the date the civil action was filed; 
(5) that the Commissioner had granted the petition of A. E. Staley 
Manufacturing Company to ‘‘make special’’ the applications involved in 
Oppositions Nos. 32,107, 32,108, and 32,268, and that the Examiner of 
Interferences cannot rescind and nullify the Commissioner’s decision 
granting the petitions to ‘‘make special’’; and a number of other grounds 
which need not be summarized here. (In connection with (5), it should 
be noted that the applications involved in Oppositions Nos. 32,107, 32,108 
and 32,268 were accompanied by Petitions to Make Special the applications 
for the reason that ‘‘the applicant is presently engaged as plaintiff in 
litigation in the United States District Court for the Southern District 
of Illinois involving the trade mark[s] for which registration is sought— 
in which action plaintiff is seeking to enjoin the infringing use by the 
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defendant of the trade mark for which registration[s] is sought herein.’’ 
The petition was granted by the Commissioner on August 19, 1952. The 
oppositions were filed several months later.) 


The Examiner of Interferences held that since the applications of 
A. E. Staley Manufacturing Company were made special by the Com- 
missioner because of the same civil action which is relied upon as a basis 
for the motion to stay the proceedings, he was without authority to grant 
the motion which would nullify the action of the Commissioner; and that 
the issues presented in the civil action are not necessarily determinative 
of the issues involved in the Patent Office cases. This is a petition to the 
Commissioner to invoke his supervisory authority. 

The order of the Commissioner making special the applications bear- 
ing Serial Nos. 632,582, 632,583, and 632,584 was issued prior to the filing 
of Oppositions Nos. 32,107, 32,108 and 32,268 and the changed conditions 
as a result of the filing of the oppositions are such as to overcome the 
effect of the order. The Examiner of Interferences had authority, in 
view of such changed conditions, to suspend proceedings notwithstanding 
the order. The examiner is reversed in respect of his holding in connec- 
tion therewith, and the order of the Commissioner making special such 
applications is hereby vacated. 

Copies of the amended complaint in the civil action, the answer, 
affirmative defenses and counterclaim and the reply to the counterclaim 
have been filed in each of the Patent Office cases. These papers indicate 
that the following issues, among others, are involved therein: 

(1) priority of use of the name sTALEy on the stock and poultry feeds 
of the respective parties; 

(2) ownership of the name sTALEY as a trade mark for stock and 
poultry feeds; 

(3) the right to exclusive use of the name STALEY’S as a trade mark for 
stock and poultry feeds; 

(4) validity of Registration No. 346,528, (upon which Staley Milling 
Company relies, in part, in its oppositions) ; and 

(5) whether or not the name sTaLEy has acquired a secondary mean- 
ing, ie. has become distinctive, in connection with the stock and poultry 
feeds of either party. 

Since priority of use is in issue in determining the right to register; 
and since the right to register grows out of the right to use; and since 
registration may be sought only by the owner of a mark; and since the 
validity of Registration No. 346,528 may affect the considerations in 
Oppositions Nos. 32,107, 32,108 and 32,268, where it is relied upon; and 
since the question of secondary meaning of the name sTALEY as used 
on stock and poultry feeds, is involved in applications Serial Nos. 632,582, 
632,583 and 632,584 the Court’s findings in connection with these issues 
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may be determinative of the same issues in so far as they are involved in 
the Patent Office cases. 

The decision of the Examiner of Interferences denying the motion to 
stay the proceedings in Interference No. 5015, and in oppositions Nos. 
30,449, 32,107, 32,108 and 32,268 is reversed, and proceedings are suspended 


until and pending final conclusion of Civil Action No. 1291 in the District 
Court for the Southern District of Illinois, Southern Division. 













































FRED W. AMEND CO. v. AMERICAN CHARACTER DOLL CO. 
No. 5797—Commissioner of Patents—October 22, 1953 


CANCELLATION—EVIDENCE 

Test of Confusion is expressly related to similarity of marks and not to deter- 
mination of descriptive properties of merchandise; but there must be competent 
evidence from which it may be concluded that confusion is likely. 

CANCELLATION—IN GENERAL 

Damage in cancellation proceedings need not be proven, but will be presumed 

from facts and circumstances of case which prove violation of a legal right. 
CANCELLATION—EVIDENCE 

Cases cited to support argument that any injury to a trade-mark, whether it 
results in confusion, dilution, on other detriment to owner, is damage within mean- 
ing of trade mark law, deal with unfair practices which result in source confusion; 
but where there is no evidence of extent of public recognition of mark from which 
it may be inferred that any use of it by another is likely to result in confusion of 
source, cases are not precedents. 

CANCELLATION—CONFUSING SIMILARITY 

Cases cited to support argument that memory comparison only is needed to 
cause confusion in trade and damage to trade mark owner deal with infringement 
of trade mark by somewhat different mark used on related or competitive goods, 
and are applicable as precedents where identical mark is used on unrelated and 
non-competitive goods. 

Proposition that well known trade-marks are entitled to protection from un- 
authorized uses or encroachment when public is likely to assume that products 
emanate from same source is in keeping with basis theory of all trade-mark pro- 
tection. It may be that some trade-marks are so impressed on public consciousness 
that any use by another of mark on any product, no matter how unrelated, will 
lead to belief that products emanate from or are in some manner connected with 
original user. 

CANCELLATION—IN GENERAL 

Confusion of origin is unlikely as to mark CHUCKLES, used by petitioner on 
dolls and by respondent on candy, particularly where doll advertising is confined 
largely to trade, and there is no evidence to indicate that trade familiar with 
respondent’s dolls is also familiar with petitioner’s candy. 


Cancellation proceeding by Fred W. Amend Co. v. American Char- 
acter Doll Co., Registration No. 544,366, issued June 26, 1951. Petitioner 
appeals from decision of Examiner of Interferences dismissing petition. 
Affirmed. 


Wilkinson, Huxley, Byron & Hume of Chicago, Illinois for petitioner- 
appellant. 
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Clark & Ott, of New York, N. Y. for respondent-appellee. 
LEeEps, Assistant Commissioner. 

This is an appeal from a decision of the Examiner of Interferences 
dismissing a cancellation petition filed by the owner and user of the trade 
mark CHUCKLES for candy. Petitioner’s mark was registered on September 
13, 1949 on the principal register (Registration No. 515,075) based on use 
since 1922. Petitioner’s prior registration of the mark CHUCKLE for candy 
(Registration No. 283,466), issued on May 26, 1931, is also in evidence. 

Respondent’s trade mark is cHuCKLES for dolls. The mark was regis- 
tered on June 26, 1951 on the principal register (Registration No. 544,366) 
based on use since 1940. 

The marks are identical, but the goods sold by the respective parties 
are specifically different. 

The record shows advertising expenditures in excess of $3,000,000, and 
sales in excess of $36,000,000 by petitioner under its trade mark. The 
record shows sales by respondent of dolls bearing the CHUCKLES tag in 
excess of $2,800,000 from 1947 to the date of filing this petition. The 
amount of advertising expenditures in connection with promotion of the 
sale of dolls identified as cHUCKLEs dolls is not of record, but substantial 
advertising since 1940 has been placed in a periodical entitled PLAYTHINGS 
and respondent’s annual catalogue distributed to the trade has featured 
the CHUCKLES doll. 

While admitting the non-competitive nature of the goods, petitioner 
alleges that it will be damaged by confusion, and relies chiefly on the con- 
tentions that by virtue of its extensive advertising and sales of its CHUCKLES 
candy, its trade mark as achieved such stature and is so well and widely 
known that use of the mark on any product sold from retail counters of 
stores where petitioner’s product is sold would automatically suggest 
petitioner as the origin of the other product; and the presence of respond- 
ent’s registration on the register will encourage others to adopt and use 
marks closely approaching petitioner’s mark, thus resulting in a dilution 
of the good will attendant upon its trade mark. 

There is some evidence that dolls and candy are displayed and sold 
in the same stores, namely: chain drug stores, novelty stores and depart- 
ment stores. There is no evidence, however, that candy and dolls are 
generally displayed together or ordinarily sold over the same counter. 
In fact, the testimony indicates that in department stores, at least, candy 
and dolls are sold in different departments. Furthermore, there is no 
evidence to show that this petitioner’s candy and this respondent’s dolls 
are sold in the same retail outlets. 

There is no competent evidence to support the contention that peti- 
tioner’s trade mark is so well and widely known that its use on any product 
sold from retail counters where its CHUCKLES candy is sold would auto- 
matically suggest petitioner as the origin of the other product. The testi- 
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mony concerning advertising expenditures and sales of petitioner’s product 
under the mark is insufficient to support such a contention. 

Petitioner’s charge that the presence of respondent’s registration on 
the register will encourage others to adopt and use marks closely approach- 
ing petitioner’s mark is a conclusion completely unsupported in the record. 
There is no evidence which remotely touches upon it. 

Petitioner’s argument is based on five main points, summarized as 
follows: 

(1) Test of confusion is expressly related to similarity of marks and 
not to determination of descriptive properties of merchandise, citing 
Philadelphia Enquirer Co. v. Coe, 49 USPQ 346; E. I. Du Pont, etc. v. Du 
Pont Fuel Oil Burner, 37 USPQ 316, (28 TMR 360, 363), Procter & 
Gamble Co. v. Moore, 85 USPQ 176; (40 TMR 334) and Jumor Guild 
Frocks, Inc. v. Page & Dixon Drug Co., 79 USPQ 41, (38 TMR 1020). 
There is no doubt that this is a correct statement of the law and that 
the cited cases support it. But there must be competent evidence from 
which it may be concluded that confusion is likely. There is no such 
evidence here. 

(2) Damage in cancellation proceedings need not be proven, but will 
be presumed from facts and circumstances of the case, citing American 
Cyanamid Co. v. Synthetic Nitrogen Products Corp., 13 USPQ 421, (22 
TMR 275); Procter & Gamble Co. v. J. L. Prescott Co., 25 USPQ 252, (25 
TMR 342) ; Globe Brewing Co. v. Arrow Distilleries Co., 33 USPQ 517, (27 
TMR 590); and American Brewing Co. v. Delatour Beverage Corp., 40 
USPQ 173, (29 TMR 40). Damage will be presumed from facts which 
prove violation of a legal right; but in the present case there are no 
proved facts which give rise to such presumption. 

(3) Any injury to a trade mark whether it results in confusion, 
dilution or other detriment to the owner, is damage within the meaning 
of the trade mark law, citing Northam Warren Corp. v. Universal Cosmetics 
Co., 18 F.2d 774; and Lone Ranger, Inc. v. Currey, 78 USPQ 244, (38 
TMR 891). The eases cited deal with unfair practices which result in 
source confusion; but where there is no evidence of the extent of public 
recognition of petitioner’s mark from which it may be inferred that any 
use of its mark by another is likely to result in confusion of source, the 
cases are not precedents. 

(4) Memory comparison only is needed to cause confusion in trade 
and damage to trade mark owner, citing Brooks v. Great Atlantic & Pacific 
Tea Co., 92 F.2d 794 [27 TMR 777]; and Albert Dickinson Co. v. Mellos 
Peanut Co., 179 F.2d 265 [40 TMR 107]. The cited cases deal with infringe- 
ment of a trade mark by a mark somewhat different used on related or com- 
petitive goods. They are inapplicable as precedents where, as here, the 
identical mark is used on unrelated and non-competitive goods. 

(5) A trade mark which has become a household mark is a strong 
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mark and should be protected against use or non-competing goods, citing 
Greyhound Corp. v. Rothman, 84 F.Supp. 233 [389 TMR 417]; Ford 
Motor Co. v. Ford Insecticide Corp., 72 USPQ 355, (37 TMR 141); Singer 
Mfg. Co. v. Redlich, 96 USPQ 85, (48 TMR 198); and Procter & Gamble 
Co. v. Moore, 85 USPQ 176, (40 TMR 334) ; Aff’d 92 USPQ 137, (42 TMR 
228). Each of these cases stands for the proposition that well-known 
trade marks are entitled to protection from unauthorized use or encroach- 
ment when the public is likely to assume that the products emanate from 
the same source. This is the basic theory of all trade mark protection, and 
it may be that some trade-marks are so impressed on the public conscious- 
ness that any use by another of the mark on any product—no matter 
how unrelated—will lead to the belief that the products emanate from or 
are in some manner connected with the original user. Unless use of the 
mark by the respondent in this case is likely to lead potential purchasers 
to believe that its cHuUcKLEs dolls are made by, approved by, sponsored 
by, or in some way connected with petitioner’s CHUCKLES candy, the cited 
cases are not binding precedents; and there is insufficient evidence here 
to lead to such a finding. 

On the other hand, petitioner argues that CHUCKLES is a type of doll 
manufactured by respondent; that the name CHUCKLES does not mean very 
much to the public because the catalogues and advertising material go to 
the trade and there is no evidence that any of such material reaches the 
general public; that the tag bearing respondent’s CHUCKLES mark is tied 
to the doll’s wrist by a cord and the tag disappears very quickly once 
the doll is in the consumer’s hands; and that CHUCKLEs, in so far as the 
publie is concerned, does not mean anything. This argument is constructed 
from respondent’s testimony and exhibits, and if it is supported thereby, 
then it is not seen how petitioner is damaged by respondent’s use of the 
mark, particularly when there is no evidence to indicate that the trade 
familiar with respondent’s dolls is also familiar with petitioner’s candy. 
Under such circumstances, confusion as to origin is most unlikely. 

The decision of the Examiner of Interferences is affirmed. 





ESQUIRE, INC. v. THE COUNTRY SQUIRE 
(THE COUNTRY SQUIRE PUBLISHING CORPORATION, assignee, substituted) 


No. 32296—Commissioner of Patents—October 27, 1953 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Applicability of Federal Rules of Civil Procedure in Patent Office proceedings, 
as provided in Trade Mark Practice Rule 23.1, makes it desirable to establish 
Patent Office procedures which correspond to procedures in civil actions in Federal 
Courts in order that appropriate time limitations may be observed. 

Filing of notice of opposition corresponds to filing of civil action. Forwarding 
of notice to applicant corresponds to service on adverse party in civil action. In 
each case, service on adverse party constitutes commencement of action. Upon 

filing of answer in each case, issues are joined. 
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Fixing of times for taking testimony in opposition corresponds to setting of 
civil action for trial. 

In view of fact that technically an opposer’s testimony-in-chief may be com- 
menced on the first day fixed by Office, it is deemed reasonable to fix date as one 
which corresponds to commencement of trial of civil action when first witness is 
called. 

Filing of briefs under Trade Mark Practice Rule 24.1 corresponds to filing 
of briefs upon conclusion of trial on the merits in civil action. 

Final hearing (oral argument) in opposition proceeding corresponds to oral 
argument (summation) in civil action, with one exception. Since final hearing is 
first time that parties appear before Patent Office tribunal objections to ad- 
missibility of testimony or exhibits, or to competency of witness or to competency, 
relevancy, or materiality of testimony may be made in briefs and in oral argument 
provided such objections have not been waived. 

Examiner, on own motion, cannot properly make finding on subject matter of 
interrogatories. If they were not timely filed, they were not before him. If they 
were timely filed, subject matter should be considered only after filing of objections 
by adverse party. 

Answering of interrogatories by party should not be postponed until trial of 
case on merits; such interrogatories may not be filed after commencement of trial. 

Depositions in Patent Office proceedings do not correspond to those under 
Federal Rules of Civil Procedure 26. Former constitute testimony in case for all 
purposes and are taken under specific rules prescribed by Patent Office, while 
latter are part of discovery procedure serving as evidence only in limited manner 
and are not permitted in Patent Office procedure. 


Opposition proceeding by Esquire, Inc. v. The Country Squire (The 


Country Squire Publishing Corporation, assignee, substituted). Opposer 
petitions from decision of Examiner of Interferences holding that inter- 
rogatories were filed too late and refusing to vacate order setting times 
for taking testimony. Modified. 


Schroeder, Merriam, Hofgren & Brady, of Chicago, Illinois for opposer- 


petitioner. 

Johnson & Kline, of Bridgeport, Connecticut for applicant. 
Leeps, Assistant Commissioner. 

This is a petition to the Commissioner to revise and reverse the ruling 
of the Examiner of Interferences who held that interrogatories under Rule 
33, Federal Rules of Civil Procedure, filed after the time for taking testi- 
mony had opened were too late, and having so held, denied a motion to 
vacate the order setting times for taking testimony pending disposition 
of the interrogatories. 

The applicability of the Federal Rules of Civil Procedure in Patent 
Office proceedings, as provided by Rule 23.1 of the Rules of Practice in 
Trade Mark Cases, makes it desirable to establish the Patent Office pro- 
cedures which correspond to the procedures in civil actions in the Federal 
Courts in order that the appropriate time limitations may be observed. 

The filing of a notice of opposition by a party corresponds to the 
filing of a civil action in a District Court. Forwarding of the notice of 
opposition to the applicant corresponds to service on the adverse party in 
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a civil action. In each case, the service on the adverse party constitutes 
commencement of the action. Upon the filing of an answer in each case, 
issues are joined. 


The fixing of times for taking testimony in an opposition proceeding 
corresponds to the setting of a civil action for trial. Witnesses are not 
heard orally by the hearing officer in an opposition proceeding, as is the 
case in a civil action, and, therefore, the element of time which constitutes 
the commencement of trial on the merits becomes a matter for determina- 
tion by the tribunals of the Patent Office. In view of the fact that techni- 
cally an opposer’s testimony-in-chief may be commenced on the first day 
fixed by the Office, it is deemed reasonable to fix that date as the one which 
corresponds to the commencement of the trial of a civil action when the 
first witness is called. Celanese Corporation of America v. The Tanatex 
Corporation, 93 USPQ 523 (Com’r.), (42 TMR 776). That is the first day 
certain when witnesses may be called to give testimony. 

The filing of briefs of the parties under Rule 24.1 of the Rules of 
Practice in Trade Mark Cases corresponds to the filing of briefs upon 
conclusion of a trial on the merits in a civil action. 


The final hearing (oral argument) in an opposition proceeding cor- 
responds to the oral argument (or summation) in a civil action, with one 
exception. Since this final hearing is the first time that the parties appear 
before the appropriate tribunal of the Patent Office, objections to admissi- 
bility of testimony or exhibits or to the competency of a witness, or to 
the competency, relevancy, or materiality of testimony may be made in 
the briefs and in the oral argument provided such objections have not 
been waived, and a ruling thereon may, at that time, be made by the 
hearing officer. 


In this case the notice of opposition was filed on February 18, 1953, 
and the opposition was forwarded (served) by the Patent Office on April 
14, 1953. Issue was joined by the filing of the answer on May 13, 1953. 
The times were set for taking testimony on May 29, 1953, with opposer’s 
testimony-in-chief (plaintiff’s case) opening on August 1, 1953 and closing 
on August 31, 1953. Applicant’s testimony (defendant’s case) was to open 
on September 1, 1953 and to close on October 1, 1953. Opposer (plaintiff) 
was allowed from October 2 through October 16, 1953 to offer its rebuttal. 


On August 27, 1953, twenty-six days after the opening of its case 
(commencement of the trial), and four days before the closing day o* the 
time for proving its case, opposer filed interrogatories under Rule 33, 
together with a motion to vacate the order setting times for taking testi- 
mony (trial of the case) and requesting a stay of such times until 30 days 
after the interrogatories were answered or otherwise disposed of. These 
documents amount to the filing of interrogatories for discovery twenty-six 
days after the trial has commenced and the filing of a motion to vacate a 
Court’s order for trial after the trial is well under way. 
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In this case the Examiner of Interferences on his own motion ruled 
that the filing of the interrogatories was not timely, and then ruled that 
the interrogatories were irrelevant and immaterial to the issues in the 
ease. In the matter of timeliness, the examiner relied upon Celanese Cor- 
poration of America v. The Tanatex Corporation, supra. The decision in 
that ease is believed to be correct on this point, and the holding herein is 
not deemed to be in conflict therewith. The examiner erred, however, in 
making any finding on the subject matter of the interrogatories. If they 
were not timely filed, they were not before him. If they were timely filed 
the subject matter should be considered only after the filing of objections 
by the adverse party under Rule 33. 

Rule 33 provides a method for pretrial discovery (Barron & Holtzoff, 
Federal Practice and Procedure, Ch. 9, See. 761). The purpose of inter- 
rogatories to an adverse party is to enable a party to prepare for trial 
(United States v. General Motors Corporation, [D.C. Ill.] 2 F.R.D. 528; 
United States v. A. B. Dick Co., [D.C. Ohio] 7 F.R.D. 442); to obtain 
facts needed for trial preparation (Hickman v. Taylor C.A. 3153 F.2d 212, 
aff’d. 67 S.Ct. 385); to narrow the issues in order to determine what 
evidence will be needed at the trial (Patterson Oil Terminals v. Charles 
Kurz & Co., [D.C. Pa.] 7 F.R.D. 250; Pierce v. Pierce, [D.C. D.C.] 5 
F.R.D. 125; Bowles v. Safeway Stores, [D.C. Mo.] 4 F.R.D. 469); and to 
reduce the possibility of surprise at the trial (Nedimyer v. Pennsylvania 
R.R. Co., [D.C. Pa.] 6 F.R.D. 21; Chandler v. Cutler-Hammer, Inc., 
[D.C. Wis.] 31 F.Supp. 453. Such interrogatories are not for the purpose 
of proving a party’s case. 

This opposer had from May 13, 1953, the date of answer, until Septem- 
ber 1, 1953, the date of opening of testimony, to proceed with discovery 
proceedings, and having waited until after the opening of testimony, the 
interrogatories may not be considered. The Courts have held that the 
answering of interrogatories by a party should not be postponed until 
the trial of the case on its merits. Dixon v. Phifer, [D.C. S.C.] 30 F.Supp. 
627. It follows that such interrogatories may not be filed after the com- 
mencement of the trial on its merits. 

It should be noted that the depositions taken in Patent Office pro- 
ceedings are not, as urged by petitioner, and do not correspond to deposi- 
tions under Federal Rules of Civil Procedure 26. The former constitute 
the testimony in the case for all purposes and ave taken under specific rules 
prescribed by the Patent Office, while the latter are part of discovery 
procedure serving as evidence only in a limited manner and are not per- 
mitted in Patent Office procedure. 

The decision of the Examiner of Interferences is affirmed as to denial 
of the motion to vacate the order setting times for taking testimony and 
and as to his ruling that the interrogatories under Rule 33 Federal Rules 
of Civil Procedure were filed too late; and reversed as to any ruling on 
the subject matter of the interrogatories. 
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International 
Committee 


Lawyers 
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Committee 


Membership 
Committee 
State 
Trade-Mark 
Committee 


Trade-Mark 
Management 
Manual 
Committee 


F. X. Clair, Chairman Esso Standard Oil Co. 
W Soans, Glaister @ Anderson 
Rudolph Callmann Greene, Pineles, Callmann & Durr 
Walter J. Derenberg Alexander, Maltitz, Derenberg & Daniels 
G. A. Gillette, Jr Eastman Kodak Company 
Marks & Clerk 
Harry Goldsmith Ciba States Limited 
Gilbert F. Hauke Hauke & Hardesty 
Walter E. Hopper, Jr. California Texas Oil Co., Ltd. 
John J. Horan Merck & Co., Inc. 
Arthur E. Johnston Colgate-Palmolive-Peet Co. 
Stephen P. Ladas Langner, Parry, Card & Langner 
Frederick Moeller Lehn & Fink Products Corp. 
Volney F. Morin Technicolor Motion Picture Corp. 
John Dashiell Myers 
Arthur Nathanson Munn, Liddy, Nathanson & March 
Louis L. Pettit Singer Manufacturing Company 
Edward D. Phinney International Telephone & Telegraph Corp. 
Edmund Dill Scotti Wm. Wallace White & Scotti 
Francis Sullivan Alexander, Maltitz, Derenberg & Daniels 
Bernard J. Thole Socony-Vacuum Oil Co., Inc. 
Horst von Maltitz Alexander, Maltitz, Derenberg & Daniels 
Eric Waters Hazeltine, Lake @ Co. 
Samuel L. Welt Hoffmann-La Roche Inc. 
J. H. Wilson The Procter & Gamble Company 
John A. Wortmann Radio Corporation of America 


Leslie D. Taggart, Chairman Watson, Johnson, Leavenworth @ Blair 
John Rex Allen Schroeder, Merriam, Hofgren & Brady 
A. Arnold Brand Theiss, Olson @ Mecklenburger 
Victor D. Broman Union Carbide & Carbon Corp. 
Francis C. Browne Jewett, Mead, Browne & Schuyler 
John B. Cunningham Davis, Hoxie & Faithfull 
Philip T. Dalsimer Kane, Dalsimer & Kane 
Walter J. Derenberg Alexander, Maltitz, Derenberg & Daniels 
John A. Dienner, Jr Brown, Jackson, Boettcher & Dienner 
Joseph Gravely Gravely, Lieder, Woodruff @ Dees 
Wilkinson, Huxley, Byron @ Hume 

b Cooper, Byrne, Dunham, Keith &@ Dearborn 
Sylvester J. Liddy Munn, Liddy, Nathanson & March 
George Link, Jr McKercher & Link 
Julius R. Lunsford, Jr The Coca-Cola Company 
A. C. MacMahon The Borden Company 
M. P. McDermitt United States Steel Co. 
Hugo Mock Mock & Blum 
James N. Naylor Naylor & Lassagne 
Beverly W. Pattishall Rogers and Woodson 
John D. Pope, III Koenig & Pope 
Stewart W. Richards Beer, Richards, Lane, Haller &@ Buttenwieser 
Norman St. Landau Johnson and Johnson 
Albert R. Teare Bates, Teare @ McBean 
Stewart L. Whitman Nims, Martin, Halliday, Whitman & Williamson 
Robert B. Whittredge Fish, Richardson & Neave 
Percy E. Williamson Nims, Martin, Halliday, Whitman & Williamson 
Duncan C. Taylor, Chairman Eberhard Faber Pencil Company 
Joe E. Daniels, Co-Chairman Alexander, Maltitz, Derenberg & Daniels 


Mrs. Lenore B. Stoughton, Chairman Rogers, Hoge @& Hills 
George C. Arvedson Automobile Manufacturers Association 
Charles P. Bauer Union Bag & Paper Corporation 
Donald Brooks The Texas Company 
James E. Curtiss National Biscuit Company 
Franklin M. Depew Standard Brands Incorporated 
James C. Dunne Sterling Drug, Inc. 
John L. Esterhai Philco Corporation 
T. G. Gillespie Koppers Company, Inc. 

Wilkinson, Huxley, Byron & Hume 
Bruce Homer Sherwin-Williams Co. 
George Hopper Procter @ Gamble Company 
Sylvester J. Liddy Munn, Liddy, Nathanson & March 
Arthur A. March Munn, Liddy, Nathanson & March 
George S. McMillan Bristol-Myers Company 
Melvin E. Mensor California Packing Corporation 


Joseph Sharp Wise, Corlett @ Canfield 


ohn W. Sherman, Jr American Oil Company 
oseph Stamler Lorentz & Stamler 


Earl Thomson 


Stewart W. Richards, Chairman Beer, Richards, Lane, Haller @ Buttenwieser 
John L. Esterhai Philco Corporation 
Norman St. Landau Johnson and Johnson 
Jack T. Redwine The Quaker Oats Company 
W. G. Reynolds E. I. du Pont de Nemours @& Co., Inc. 
Edgar S. Bayol The Coca-Cola Company 





